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PREFACE. 

For twenty years the writer of the following pages 
has been closely and continually engaged in the 
registration of Trade Marks, advising as to their 
registration, and their protection in Courts of Law. 

In the year 1871 the writer assisted some well- 
known Trade Mark owners, in conjunction with the 
Council of the Associated Chambers of Commerce, to 
form an organisation, having for its main object 
the promotion of an Act of Parliament for the 
registration of Trade Marks. 

For many years previously the commercial com- 
munity had clamoured for such an Act, which it 
was supposed would serve to prevent the forgery of 
Trade Marks. Bills were prepared by the Chambers 
of Commerce, and by leading solicitors acting for 
large manufacturers, and were at length, in 1861, 
introduced into the House of Commons. These con- 
sisted of Bills dealing with the question of false 
marking, and for the registration of Trade Marks, 
and they were referred to a Select Committee, who 
examined many witnesses, but a resolution proposed 
by the late Mr Eoebuck, that a " system of registra- 
tion for Trade Marks be adopted," was negatived by 
the Committee. 
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The "Merchandise Marks Act, 1862/' was, how- 
ever, passed, but still the agitation was renewed for 
an Act to deal with the subject of the registration 
of Trade Marks. 

The subject was admittedly one of very great 
difficulty, as will be seen from a perusal of the 
minutes of evidence taken before the Select Com- 
mittee. There were plenty of able persons ex- 
amined, consisting of manufacturers of the greatest 
eminence, solicitors and oflBcials, who could point 
out the difiBculties, and some few proposed remedies, 
but nothing was done. 

The organisation above referred to was started in 
1871, and at the request of the Council of the 
Associated Chambers of Commerce, the writer, as 
solicitor to the Association, was requested to for- 
mulate a Bill for the registration of Trade Marks. 

This was prepared and settled by Mr John 
Cutler, of the Chancery Bar, submitted to the 
Council of the Associated Chambers of Commerce, 
and by them to the Board of Trade, in whose 
department the subject was being considered. 

Some time in the year 1873 the Board of Trade 
prepared a Bill for the registration of Trade Marks, 
consisting of some fifty-eight sections, which was 
submitted to the writer, through the Council of the 
Associated Chambers of Commerce, and very con- 
siderable alterations and amendments were made 
in the Bill, and submitted to the Board of Trade. 

One important principle which the writer con- 
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tended for was^ that the registratioQ should be 
compulsory, whereas in the Bill it was permissive, 
and that all laiels cmd wrappers should be treated 
as Trade Marks ; and there were many other objec- 
tions to the measure, one of the principal ones 
being the imposition of an annual fee for renewal 
of the Trade Mark in the Registry, which would 
have been a matter of much inconvenience, 
annoyance, and expense. 

The writer attended with a deputation of the 
Council of the Associated Chambers of Commerce, 
and submitted their united views to the Department 
of the Board of Trade. 

The Bill never became the subject of discussion 
in the House of Commons, as in consequence of the 
lateness of the season it dropped, and the Govern- 
ment was soon after changed, and was succeeded 
by the administration of Mr Disraeli 

The Act of 1875, a short Act of ten sections, 
was then introduced into the House of Lords, but 
again there was omission of labels and tickets from 
the Definition Clause, although the Qovemment had 
adopted the compulsory principle. 

The writer again pressed his views on certain 
influential members who had charge of the Bill 
(Mr Sampson Lloyd, Mr Whitwell, and Mr Monk), 
and notwithstanding that time was again of the 
utmost importance, these gentlemen succeeded in 
introducing amendments, which were of the most 
useful description, including the addition of labels 
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and tickets, to the Definition Clause, thus introducing 
upon the Segister many thousands of Trade Marks 
which would otherwise have been excluded. 

When the Act was passed, it was decided by the 
organisation above mentioned that the experience 
which had been gained of the Trade Mark question 
should be applied to another purpose, namely, that 
of assisting subscribers and others to register their 
marks under the new Act. 

The writer, under this system assisted in regis- 
tering some ten thousand marks, in all trades, and 
for some of the most important firms and traders 
in the United Kingdom, besides registering many 
thousands in America, the Australian Colonies, and 
every country in Europe where a system of regis- 
tration then existed. 

He has also been concerned in contesting a large 
number of opposed registrations, involving impor- 
tant points which soon arose under the 1875 Act, 
and cases of infringement of Trade Marks. 

A hundred of these cases have been conducted 
successfully by the writer for many of the most 
important manufacturers, brewers, wine and spirit, 
soap, tobacco, and general merchants and traders. 
In the Table of Cases he has marked in italics 
the cases which the writer has himself conducted. 
In the Sheffield trade, the writer assisted in regis- 
tering nearly nine-tenths of the Sheffield marks 
on the Eegister, within the first few years of the 
passing of the Act. 

The writer thinks he may therefore, without 
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presumption, lay claim to some special knowledge 
of the subject upon which he has ventured to 
treat in the following pages. He has no inten- 
tion to write a law book for lawyers, that work 
having been successfully accomplished, by Mr 
Sebastian in his most exhaustive treatise, and it 
may safely be said that no better work has ever 
emanated from any text writer. 

The writer has only aimed to make a very 
difficult subject, and one which grows in importance 
every year, interesting to the commercial com- 
munity, and to aid them, it may be, in obtaining 
proper and valid registration of their marks, and 
in understanding the right principles upon which 
alone the Court will "give them effective protection 
against unlawful imitation and infringement of 
their just rights. 

J. SEYMOUE SALAMAK 



65 AND 66 Chancery Lane, 
1891. 
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TRADE MARKS. 



CHAPTER I. 

WHAT IS A TRADE MARK ? 

Trade Marks, considered as symbols of authen- 
ticity, are of very ancient origin. Seals were no 
doubt used in this way as distinguishing marks of 
ownership, and are even now an essential part of a 
deed. Signboards upon taverns, the water-mark 
upon paper, and the devices used upon ancient 
pottery, are so many distinguishing Trade Marks 
denoting origin. 

An early instance of the use of a Trade Mark, 
which is well known to bibliophiles, and denotes 
to the practised eye the presence of a classical 
treasure, consisting of the dolphin wound round an 
anchor, is affixed to the early editions of the Aldine Aidine 
Classics. ^^^'"• 

It appears from a notice affixed to the edition 
of Alder's Livy, published in 1518, that even in 
those early days a case of colourable infringement 
of a Trade Mark was perpetrated, very similar to 
those which constantly occur in these days. 

In the preface to the book may be found the 
following : — " Lastly, I must draw the attention of 
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the student to the fact that some Florentine 
printers, seeing that they could not equal our dili- 
gence in correcting and printing, have resorted to 
their usual artifices. To Alder's ' Institutiones 
Grammaticee,' printed in their ofi&ees, they have 
affixed our well-known sign of the dolphin wound 
round the anchor. But they have so arranged it, 
that any person who is in the least acquainted 
with the books of our production cannot fail to 
observe that this is an impudent fraud; for the 
head of the dolphin is turned to the left, whereas 
that of ours is well known to be turned to the 
right." 

This would not be a safe way of calling atten- 
tion to an act of similar piracy in these days ! 

Many others of the early printers or booksellers, 
in place of putting their names on the title-pages 
of their books, adopted a certain mark or sign; and 
hence a knowledge of these marks is of use in dis- 
tinguishing diflferent editions of works. 

Some of the marks for which registration was 
claimed in England are of ancient date, one for 
which registration was claimed — that of Kopke's 
port wines — dating as far back as 1638. 

The King of Saxony's marks date from the year 
1733, and the largest number of marks for which 
very old use is claimed are Sheffield marks, of 
which the oldest are those of George Wostenholm 
& Sons, Limited, dating from 1694, Messrs Joseph 
Eodgers & Sons, Limited, from 1764, and many 
others between 1694 and 1777. 

The groceries of Messrs Farquarson of Aberdeen 
carry a label bearing the date of 1694. Many of 
the tobacco labels are also of very great antiquity. .^ 
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A Trade Mark has been defined in many ways, 
and by many writers upon the subject. The best 
and simplest definition is that of a German writer German 
on Trade Marks— Klostermann :— " By Trade Marks ^^^^^^o^^- 
are understood those marks which are applied to 
manufactures brought into the market as proceeding 
from the original producer or dealer." 

The French law defines a Trade Mark to be the French 
characteristic sign by means of which commerce ® ^^^ 
distinguishes the product of one's manufacture as 
the object of commerce. 

Mr Coddington, in his comprehensive book on codding 
American Trade Mark Law, defines a Trade Mark }S!1S^ 

, 1 « T Trade 

to be " a name, symbol, figure, letter, form, or Marks, de- 
device, adopted and used, by a manufacturer or ^ 
merchant, to designate the goods he manufactures 
or sells, and to distinguish them from the goods of 
another." 

Another learned American author on Trade upton on 
Marks, Mr Upton, has defined a Trade Mark as J^® ^^_ 
the name, symbol, figure, letter, form, or device, fi^^tion. 
adopted and used, by a manufacturer or merchant, 
in order to designate the goods that he manufactures 
or sells, and to distinguish them from those manu- 
factured or sold by another ; to the end, that they 
may be known in the trade as his, and thus enable 
him to secure such profits as result from an estab- 
lished reputation for superior skill, industry, or 
enterprise, which sign, label, symbol, or words others 
have not an equal right to employ for the same 
purpose. 

The first parliamentary definition of a Trade The "Mer- 
Mark is to be found in the " Merchandise Marks M^rk^Act, 

Act, 1862," wherein a Trade Mark is defined to 1862," de- 
finition. 
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include any name, signature, word, letter, device, 

emblem, figure, sign, seal, sketch, diagram, label, 

ticket, or other mark lawfully used by any person 

to denote any chattel, or (in Scotland) any article 

of trade, manufacture, or merchandise, to be an 

article or thing of the manufacture, workmanship, 

or production, or merchandise of such person, or to 

be an article or thing of any peculiar or particular 

description, made or sold by such person. 

"Merchan- The "Merchandise Marks Act, 1862," is repealed 

Act, 1887," by the " Merchandise Marks Act, 1887," and by 
definition. ^Yiq,^ ^^^ ^ rj^^^ ^^^^ jg defined to mean a Trade 

Mark registered in the Begister of Trade Marks kept 
under the "Patents Design and Trade Marks Act, 
1883," and the following is the last definition of a 
Trade Mark which is protected by law in England 
under the Consolidation Act of 1888. 
"Patent A Trade Mark must consist of, or contain, at 
and^rade least One of the following essential particulars : — 
18^4888*" ^ name of an individual or firm, jprinted, im- 
definition, p^^essed, or woven in some particular and distinctive 
individual, manner. 

A written signature, or copy of a written signa- 
ture, of the individual or firm applying for registra- 
tion thereof as a Trade Mark. 

A distinctive device, mark, brand, heading, label, 
or ticket. 
Invented An invented word or invented words, or 
Word not A word or words having no reference to the 
or geogmi^* character or quality of the goods, and not being a 
phicai. geographical name. 

Added There may be added to any one or more of the 

essential particulars mentioned in this section any 
letters, words, or figures, or combination of letters. 
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words, or figures, or any of them ; but the appKcant 
is required to state in his application the essential 
particulars of the Trade Mark, and must disclaim Disclaimer, 
in his application any right to the exclusive use of 
the added matter, and a copy of the statement and 
disclaimer is entered on the Eegister. 

Then there follow two provisions, the efifect of 
which will be explained later on, and are very 
important to be understood by applicants for 
registration. 

A person is not to disclaim his own name, or the Name not 
foreign equivalent of it, or his place of business ; ciaimedf 
but no entry of any such name aflfects the right of 
any owner of the same name to use it, or the 
foreign equivalent of it. 

Then follows the proviso saving the rights of Saving of 

^ o ... special or 

persons who have used any special or distinctive distinctiTe 

words 

word or words, letter, figure, or combination of 
letters or figures, or of letters and figures used as a 
Trade Mark, before the 13th August 1875, to be 
allowed to register the same as a Trade Mark. 



CHAPTER n. 

NATURE OP TRADE MARKS CAPABLE OP 

REGISTRATION. 

Perhaps the most important question which affects 
a Trade Mark owner desiring to protect his Trade 
Mark is as to the nature of the Trade Mark he is 
using, or intends to use — in other words, what is 
capable of being registered; and as the mark, or 
proposed mark, if a new mark (that is to say, one 
which has not been used before the 13th August 
1875, the date of the passing of the "Trade Marks 
Registration Act, 1875 "), must fall within one or 
other of the descriptions as defined by the 10th sec- 
tion of the Consolidation Act of 1888, it is proposed 
to explain the nature of each of the things of which 
the Trade Mark must consist to obtain registration. 
Marks at Name of an Indixidual or Firm, — It is evident 
theA<^ o? ^^^^ ^^ mere name of an individual, or of a firm, 
1888. cannot be admitted to registration as a Trade Mark, 
indiyiduai. becausc a monopoly would be thereby granted to 
the owner of a particular name, to the exclusion of 
all other persons of the same name. 

There are some manufacturers or dealers whose 
names are so well known in connection with a par- 
ticular manufacture, or as general merchants, that 
it almost appears as if they ought of right to 
monopolise the name, and so in fact they do with- 
out registration. For instance, "Joseph Eodgers 
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& Sons," in connection with cutlery; "J. & E, 
Morley," as regards hosiery ; and as a general 
dealer, who has not heard of " Wm. Whitely " ? 
But suppose a man's name to be " Smith " or 
"Jones," whose manufacture or wares may be 
equally celebrated ; it is clear that there may be 
other persons of the same name, who may have a 
perfect right to manufacture and sell the same 
class or description of goods, and no monopoly by 
registration could be granted to any particular 
" Smith " or " Jones." 

So that the last Eegistration Act provides that no Namemuat 
name of an individual or firm can be registered, un- Ac^^dis- 
less pHntedy impressed, or woven in some particular ^^^^ 
and distinctive manner — that is to say, placed on the 
goods themselves or the wrapper, or other covering 
in which the goods are enclosed, or impressed on 
steel or iron goods, or woven into textile fabrics, in 
such a manner that the name becomes in fact a 
device, or a mark or a brand. 

It is thus seen that it is not the name by its 
sound which is protected, but the name in the form 
of a devica The law afifords other protection to the 
owner of a name when used by another person of 
the same name fraudulently, and this subject will 
be commented upon hereafter. 

Written Signature, — This is, of course, a good Autograph 
Trade Mark, consisting as it does of the autograph "^^ 
signature of the applicant for registration, but it will 
be found in practice unwise to trust entirely to the 
use of a signature, except in conjunction with some 
other essential characteristic of a Trade Mark, as 
part of a label, or on a wrapper, or accompanying a 
device. 
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pistmctire Distinctive Device, Mark, Brand, Heading, Label, 
or Ticket. — The first three axe of the same nature, 
the third, " brand," is only the mode in which a 
" device " or " mark " is placed upon the goods, 
namely, by " branding," or burning the Trade Mark 
upon casks and other woodwork with hot iron. 
" Device " and " Mark " appear to be very much of the 
same nature, and include all symbols or emblems, 
however unmeaning in themselves, such as repre- 
sentations of animals, birds, fishes, or in fact any- 
thing in nature, or art, or imagination, which is 
not in use by any other person, and may serve 
to distinguish the goods of the person using 
the device or mark from similar goods of another 
person, and whether used by a trader who 
selects or deals in, certain goods not of his own 
manufacture. 

"Mark." The word ''Mark" includes some of the Trade 
Marks used as Shefl&eld Corporate Marks, which 
may not be strictly called devices. 

Heading. Heading is a technical expression known to the 
Manchester trade, and is the term given to the 
bordering at the end of each piece of goods, com- 
posed of threads of different colours, placed more or 
less at wider spaces from each other. 

It is surprising that in a few cases which have 
been decided since the Act of 1875 was passed, the 
word "heading" has been suggested as signifying 
something quite different — in one case, a word at 
the head of a label ; but it is quite clear that the 
expression is used in the different acts in the tech- 
nical sense above referred to. The proper meaning 
was given to the word in a case before the passing 
of the " Trade Marks Eegistration Act, 1875."* 
* Harter v. Souvozolue, W. N., 175, p. 11. 
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This kind of Trade Mark, from its very nature, 
cannot be represented in the Trade Marks Joumaly 
and, therefore, it is deposited at the Patent Ofl&ce, 
and may be inspected there, like other Cotton 
Marks, of which there is a large collection, occupying 
many volumes. 

Label, — A very numerous class of traders use i^a^i* 
labels, more or less distinctive — that is to say, some 
are distinguished by the use of diflferent colours, 
some by the peculiarity of their design, and others 
appear to consist principally of the name of the 
article, of the manufacturer, and of letterpress de- 
scriptive of the article and directions for use. A 
great number of labels and wrappers have been 
registered since the passing of the first Eegistration 
Act in 1875, and under the Act of 1883, but the 
framers of the Act of 1888 must have become 
aware that a great number of labels and wrappers 
had been admitted to registration which contained 
no proper elements of a distinguishing Trade Mark ; 
consequently the applicant for registration must now 
state in his application the essential particulars of 
his Trade Mark, and must disclaim any right to the 
exclusive use of added matter, which he is still 
allowed to place upon his label or wrapper, consist- 
ing of letters, words, or figures, or combinations of 
the same, or any of them. 

A copy of the statement and disclaimer is entered 
in the Eegister, and it thus becomes of the greatest 
importance that the applicant should be properly 
advised what he should claim, and what he should 
disclaim. In regard to a complicated label or 
wrapper, which may comprise all the different 
characteristics of a Trade Mark combined, the 



10 



TRADE MARKS. 



Definitioii 
of a "New 
Mark. 



it 



Label con* 
taining 
special 
deyice. 



greatest care should be used, seeing that the papers 
filed by the applicant are open to public inspection, 
and advantage may be taken by an unscrupulous 
trader of an improper or unwise application and 
disclaimer ; it may also seriously affect the appli- 
cation, when contested before the Comptroller. 

These remarks, of course, apply to application 
for registration of labels and wrappers not used 
before the passing of the Act of 1875 (the 13th 
August 1875), which, as before observed, are 
technically called New Marks. With regard to 
labels and wrappers which were previously used, 
protection is still afforded to any special and 
distinctive word or words, letter, figures, or com- 
bination of letters or figures (numerals), or of 
letters and figures used as a Trade Mark before 
the 13th August 1875. 

A practical remark may also be made here with 
regard to the registration of a label of a certain 
design, which contains an emblem or device, to 
which the Trade Mark owner attaches particular 
value, and which is quite distinctive of his goods. 
Such persons have been accustomed to draw atten- 
tion to the particular device by applying to it the 
words "Trade Mark," thus implying an intent to 
lay claim to the particular portion of the combined 
label as the " Trade Mark," although attaching equal 
value to the whole label. This circumstance has 
given rise to colourable imitations of the label, 
although registered, merely changing the emblem 
or device. Trade Mark owners will be properly 
advised to register not only the label or wrapper as 
a whole, but each component part of it separately, 
although, of course, difficulties may arise as to 
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whether the device has been, in the case of an old 
mark, used separately on the goods as a Trade 
Mark. 

A still more important consideration arises with Use of 
reference to the use of the words " Trade Mark," «^de 
attached to a particular portion of a registered label, ^^^"toa 

•*■■*• ^ portion of a 

and which was illustrated with great force by the ubei. 
Court of Appeal in the Apollinaris case, a Trade 
Mark having been removed from the Eegister, on 
account of the use of the words " Trade Mark " 
against a portion of a label. 

The circumstances of the case were of a peculiar 
and complicated nature, and it would be impossible 
to say how far the judgment of the Court was in- 
fluenced as to this particular point by the other 
facts of the case; but the decision should never- 
theless be taken into serious account by all new and 
old Trade Mark owners with reference to proposed 
registrations, and as to those already on the Eegister 
bearing this latent defect. 

It may be useful to show how the question arose 
in this case. 

The Apollinaris Company registered in 1885, in "The A.p- 
Class 44, as a new mark (i.«., not used before 13th S^g©.'^ 
August 1875), for use on bottles of Friedrichshall 
Water, a large and laudatory label, containing a 
red disc in the centre, under which was printed the 
words " Trade Mark." 

A motion had been made by a rival company, 
the Vichy Company, to remove this mark from the 
Eegister, which Mr Justice Kekewick had declined 
to do ; on appeal the order was reversed, and the 
mark taken ofif the Eegister. 

Lord Justice Fry delivered the judgment of the 
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Court upon the whole of the appeals, of which there 
were ten, the result of a long litigation between the 
contending companies. As to this particular appeal, 
his Lordship said : — " With regard to the Mark 
number 45,096, several objections were raised by 
the Attorney General. One was that the mark was 
calculated to mislead, inasmuch as the whole label 
is registered as a Trade Mark, and yet contains the 
assertion that the red disc, the most conspicuous 
part of the whole label, is the ' Trade Mark,' an 
assertion leading to the conclusion that it, and it 
alone, is the Trade Mark, and therefore that the 
label, as a whole, is not. An owner of a registered 
Trade Mark may put it on a registered label, but 
not so as to mislead a reader of the label, and in- 
duce him to believe that the only thing registered 
is the distinctive mark.*' 

As before observed, the circumstances of this case 
doubtless influenced the Court of Appeal, for there 
can be no question that no intention to deceive, or 
mislead, can be attributed to some of the most im- 
portant firms in the United Kingdom, who have 
done exactly the same thing, namely, put the words 
**' Trade Mark " against a particular device, forming 
a portion of, a combined label. 

The explanation, is simple. These firms, before 
the passing of the first Trade Mark Eegistration 
Act, the Act of 1875, had used a distinctive 
device, symbol, or emblem, as a Trade Mark. These 
may, or may not, have formed a portion of a label, 
but it was the device, symbol, or emblem which 
was considered of importance, so that attention was 
called to it by afiixing the words " Trade Mark *' to 
this essential feature of the label, which in other 
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respects might be very similar in shape or design to 
any other label in use for the same trade. When it 
became necessary to register every label which had 
been in use before the 13th of August 1875, these 
labels were sent in for registration still bearing the 
words " Trade Mark " to a particular feature of the 
label, but in this there was no intention to deceive 
or mislead anyone. The only danger which was 
then foreseen was that danger to which attention is 
called at the opening remark on this subject, that 
some designing person might try to register a some- 
what similar label, but with an entirely different 
special feature, and this was in fact done in many 
cases. 

Persons were well advised to register every 
essential feature, if used separately. 

Colour, — Whilst discussing the question of a Colour, 
combined label, printed in one or more dififerent 
colours, other than black and white, it becomes of 
the greatest importance to understand what can be 
claimed with regard to colour, and what value is 
attached to it by the Act of Registration. 

The last Registration Act of 1888 provides that a 
Trade Mark may be registered in any colour (or 
colours), and that registration, subject to the provi- 
sions of the Act, confers on the registered owner the 
exclusive right to use the same in that or any other 
colour (or colours). No mention was made of colour 
under the previous Act of 1875, and as the represen- 
tation of the Trade Mark appeared in the official 
journal (the Trade Marks Jo^imdl), simply in black 
and white, whilst the application papers comprised 
a representation of the label or wrapper as actually 
used, it became a question what importance the 
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Court, in an infringement case founded on an imita- 
tion of the label or wrapper, would attach to such 
alleged imitation, if produced in totally different 
colours. 

The first case of great importance arose on a con- 
tested registration, under the Act of 1875, in which 
a firm of brewers applied to register a skeleton 
triangle enclosing a representation of a church, and 
this of course appeared in the official journal in 
black and white.* Messrs Bass & Co. opposed 
the registration of this device on the ground that 
the Trade Mark consisted of a triangle, and although 
the opponents' triangle was used as an opaque red 
triangle, the applicants' might at some time or other 
be coloured red and the church being obscured, it 
might lead to deception and confusion. The late 
Master of the EoUs, Sir George Jessel, before whom 
the case first came, took this view, and registration 
was refused. 
Sir Geo. Sir G. JesscU commenced his judgment as 

Jessei's follows : — " Probablv there is no one on the Bench 

judgment. ^ 

or at the Bar, who is more familiar with Trade 
Marks than I am, and I am sorry to say that my 
experience as regards the effi^rts of traders to obtain 
as new marks well-known established marks, belong- 
ing to weU-known and highly respected businesses, 
is, that they are anything but creditable to the great 
number of traders who make those attempts. At 
first 1 thought there might be some want of inven- 
tion on the part of the owners of businesses who 
required new marks, but the attempts are so constant 
and so similar, that the conviction has forced itself 

Rt WorthiDgton. 
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upon my mind, rather reluctantly, that there is a 
general desire on the part of new traders, or of 
persons requiring new marks, to run as near as the 
law will allow them to the old marks. . . . Colour 
is not protected by the Act. These gentlemen (the 
defendants), therefore, may colour their triangle red, 
which, of course, will have the effect of obscuring 
the church. That being so, would it be calculated 
to deceive ? I have no doubt or hesitation in say- 
ing that I entirely agree with the gentlemen who 
swore it would." 

The applicants appealed to the Court of Appeal, 
when the Lords Justices confirmed the decision of 
the Master of the Eolls, and a great deal of learning 
was displayed by the learned counsel who appeared 
in the case.*^ 

Lord Justice James said : — " Now the proposed Judgment 
Trade Mark of Messrs Worthington, no doubt, as it Appeal, 
stands in black and white, seems to be very sub- 
stantially different from that of Messrs Bass & Co. 
But then I think we must look at this, that the 
Trade Marks Acts say nothing about the colour, and 
the appellants (Worthington) might use exactly the 
same colour upon their Trade Mark which Messrs 
Bass have used upon theirs ; that is to say, each of 
the marks might be a mass of red, on one of which 
masses of red there would be a design of a church, 
of what colour I do not know. It might be red of 
the same shade, or a different red ; but there might 
be a mass of red with a design on it which would 
be, with that difference, the same as Bass's triangle, 
a mass of red. ... I cannot help thinking that the 

* Mr (Now Mr Justice) Chitty for Messrs Bass & Co., and 
Sir Horace Davy for the applicants. 
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same kind of thing would happen as to this device, 
we are told happened as to the signature of the 
great Lord Protector of this country, that the Oliver 
was getting to be written very large, and the Grom- 
well was getting to be written very small, so that 
the Cromwell wias disappearing in the quasi regal 
Oliver." 

Lord Justices Brett and Cotton gave judgment to 
the same effect, and for the same reasons, entering 
very minutely into the question ; but Lord Justice 
Cotton expressed himself with great doubt as to the 
correctness of the decision. 

From a careful perusal of several cases which 
afterwards arose, in which the question of colour 
was discussed, up to the passing of the Act of 1883, 
it would appear that considerable difficulty was ex- 
perienced in regard to the registration of labels of 
distinctive colour being admitted to registration. 
But no such difficulty can now be experienced, as 
the applicant is not bound to any particular colour 
which he may be using when he registers, and no 
person can possibly allege that he has a right to use 
the applicant's mark by simply changing the colour 
or colours. 
Colour im- In piracy cases, colour becomes a most important 
infringe-'^ element ; and when the same colours are used to a 
ment cases. gimQaj. design, the question of a fraudulent intent is 
greatly strengthened, and there can be no doubt 
that if a design is not materially altered, but the 
colours are the same, such imitation of colour is 
an important ingredient as denoting an intent to 
deceive. 

As a learned American writer * observes on this 
* Brown on Trade Marks, 1873. 
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question, but written before the first English Regis- 
tration Act • was passed, " If by simply changing 
the hue one man could take the same sign as his 
rival in trade, there would not be much safety; the 
sign, which was originally black, might by exposure 
to the atmosphere become black or grey, and a blue 
might darken into a black." 

Ticket — The same remarks apply to a ticket Ticket 
which applies to labels, and perhaps greater diffi- 
culty must arise as to deciding what is a distinctive 
ticket, which, as a rule, is a square or oblong paper 
mark, and contains very few elements or character- 
istics of a Trade Mark. Great care will therefore 
be required in applying for registration of a ticket, 
bearing in mind the fact of the applicant having to 
state the essential particulars, and his disclaimer of 
that which is not essential, and may be common 
words. Many tickets would, under these condi- 
tions, consist simply of a square or oblong piece of 
cardboard or paper. 

An invented word or inverUed words, or a word or invented 
words having no reference to the character or quality ^°^ *' 
of the goods, and not being a geographical name, — Of 
all the difficult questions which have arisen since 
the registration of Trade Marks was sanctioned by 
an Act of Parliament, none have perhaps given rise 
to so much litigation, trouble, expense, and annoy- 
ance as those which arose under the Trade Marks 
Registration Act of 1883, which for the first time 
enabled Trade Mark owners to register a word, or 
words, as a Trade Mark. 

Under the Act of 1875 it was not possible to 
register as a new mark {i.e,, introduced since 13th 
August 1875) a word or words simply, without the 

B 



18 TRADE MARKS. 

addition of any other matter, such as a label, or a 
device, or an autograph signature, or the like. 

Soon after the passing of the "Trade Marks 
Registration Act, 1875," namely, in 1876, Mr 
H. C. Stephens (" Stephens' Inks ") applied for 
registration of the word "Aeilyton," printed in 
capital letters, which he had stated was used by him 
as a distinctive device for certain particular inks 
manufactured by him. This was refused, on the 
ground that it was not a Trade Mark within the 
meaning of the definition clause, and the question 
came before Sir Greorge Jessel on motion. Mr 
Chitty, Q.C., in support of the motion, stated the 
combination of letters was a " device " within the 
meaning of the section, and he stated the word 
" Excelsior " had long been used as a Trade Mark 
for the "Excelsior Soap," and quoted Longfellow, 
who had called the word a " device " : — 

" The shades of night were falling fast, 
As through an Alpine village passed 
A youth, who bore, 'mid snow and ice, 
A banner with the strange device — 

Excelsior ! " 

The Master of the Rolls did not appear to recog- 
nise the eloquent poet as an authority on Trade 
Marks, as he observed : " I think the device there 
was the emblem, which made the youth go higher 
and higher." His Lordship refused to consider the 
combination of letters anything more than a word, 
which could not be registered as a new Trade 
Mark. 

If a word or words formed a portion of a com- 
posite Trade Mark, even although used for the first 
time, it became a question whether such word or 
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words were protected if taken by another trader as 
a portion of a diflferently-constructed label, or with 
a dififerent device or signature. For certain trades, 
however, a word or words would appear to be about 
the best Trade Mark that a person could adopt, and, 
if a properly selected word, was always protected 
by the Court before any Act was passed for the 
registration of marks. 

For the trade of a tobacconist, or a vendor of 
patent medicines, or a soap manufacturer, a word 
or words constituted the very best Trade Mark; 
such as "Myrtle Grove/' "Infant Plant," "Three 
Castles," and the like, apart from the design of the 
wrapper enclosing the tobacco designated by the 
title. What, for another instance, could be a 
better Trade Mark than " Sunlight '* for soap, 
which has become a word of world-wide celebrity ? 
For the purpose of advertising nothing could be 
better than a word. Yet for some years after the 
passing of the first Registration Act, the commercial 
community were without this convenient and useful 
mode of distinguishing their goods ; and for some 
time after the passing of the Act of 1875 it was 
a question whether a perfectly novel and valid 
word, or words of the like nature, could be added 
to a label or wrapper, without the risk that some 
other person could adopt such word or words added 
to a label or wrapper of a different description. 

At length the Patent Designs and Trade Marks Patenta. 
Act, 1883, was passed, and it was provided that, in "Fancy ' 
addition to a distinctive device, mark, brand, ^^^^'" 
heading, label, or ticket, should be added " a fancy 
word or words not in common vse" Then it became 
a question what this sentence meant. There being 
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no comma after fancy word, did the words at the 
beginning of the definition "a distinctive" only 
refer to " fancy word," or did " fancy " refer to 
" words not in common use " ? 

Another most material point arose was, as to 
whether " words in common use " meant words in 
common use in the English, or any other language, 
or words not in common use as regards the class 
or description of goods, upon which the proposed 
Trade Mark was intended to be used. 

It may be readily understood, that a considerable 
crop of litigation at once arose, and the minds of 
the ablest men at the bar, and on the bench, were 
exercised to elucidate these puzzling questions. 
Unfortunately, a good many persons had been 
allowed to register a word or words, which they 
were led to believe were valid Trade Marks, and 
after using the same for considerable periods, 
spending doubtless large sums of money, in divers 
ways, to gain a reputation for their goods, had 
ultimately to defend the Trade Mark in one Court 
and another, at great expense, with the ultimate 
result, that the Trade Mark Eegister was ordered to 
be rectified by the omission of the so-called Trade 
Mark. 
Descrip- Many of these words were taken off the Eegister 

—^Z^^^ because they were decided to be descriptive — such as 
graphical. « Mcctric'' for velvet, ''Alpine*' for embroidery, ''Gem" 
for an air-gun. Others were decided to be invalid 
on account of their defect as geographical words, 
such as " Melrose " for a hair restorer, and a great 
many others. 

This state of things continued for a few more 
years, until the Act of 1888 was passed, and a new 
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definition was decided upon, which it is hoped will 
now settle the question ; although, as will be 
presently mentioned, some of the decisions upon the 
old section will be still useful, in the event of 
questions arising as to the meaning of the new form 
of words. 

An Invented Word or Invented Words, — This can inyented 
only mean a newly coined word or newly coined ^ 
words, letters put together in a maimer which have 
never previously been so arranged (such as " Aeily- 
ton "), so as to form a new word or words, not to be 
found in any dictionary ; but here again it may be 
understood that such word or words must be 

" A Word or Words having no referetice to the word must 
character or quality of the goods, and not hemg a JJJferen^ 
Geographical Name'' This is the second clause of to charao- 
the new definition which it is necessary fully to quaUty of 
consider. |^°£j. 

Long before the passing of any Trade Mark ^a^- 
Eegistration Act in this country, it was always a 
question with reference to a Trade Mark, con- 
sisting of a word, in an action for an injunction to 
restrain the use of a similar word, whether such 
word was what is called a descriptive word, or a 
geographical name. There are many early decisions 
as to words such as ^'Excelsior'' for soap, "Fe^sendede" 
(Turkish for warranted) for watches, " Anutolia " for 
liquorice. Each of these words were at that time 
decided to be lawful Trade Marks. Of later days, 
and since the passing of the Trade Marks Regis- 
tration Act of 1875, there have been a numerous 
list of decisions, and perhaps the " Valvoline " case The "Vaijr- 
before Sir G. Jessel {re Horsburgh) explains better ^ *°® *^*^' 
than any other case, what is the original meaning of 
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the word descriptive, as applied to a Trade Mark, be- 
cause it is Latin for valve oil, and other persons deal- 
ing in such an article must not be prevented from 
so doing, by granting a monopoly, or the exclusive use 
Sir G. Jes- of it, to another. As Sir G. Jessel said : " A man 
men^^^^' ^^^ ^^^^ valve oil cannot have a right to prevent 
other people using the word ' Valve,' because that 
is common property to all the world ; and it would 
give him the advantage of representing, that he 
was the only seller of valve oil, if he could so 
exclude other people from selling it ;" and again: " It 
is only one act of many instances which I have 
seen, in which tradesmen endeavour by making an 
epithet, adjective, or description of some kind or 
other; a portion of their Trade Mark, to prevent 
their brother tradesmen selling goods under that 
same well-known description." 

This word " Valvoline " falls particularly within 
the restrictive words above set forth, because it is 
a word " having reference to the character of the 
goods " on which it was intended to be used. 

The question as to whether a word has reference 
to the character or quality of the goods, will still 
be an extremely diflBcult one, because of the con- 
flicting decisions which are to be found in the books. 
If the writer may venture to express an opinion, it 
appears to be difficult to see why a word should 
be deemed descriptive, because being composed of 
different elements, some indirect meaning may 
possibly be gathered as to the character, or ultimate 
use, or nature of the goods. " Valvoline " doubtless is 
a bad Trade Mark, so would be " Satinine" for 
starch, but it appears difficult to see how any other 
person can be injured by the use of some of the 
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words which have recently been decided to be 
descriptiva 

With regard to " Satinine," a case recently de- 
cided by Mr Justice Kay (since Lord Justice Kay), 
Meyerstein, carrying on business in starch and soap, 
applied in 1886 to register " Satinine " in Class 47, 
containing soap and laundry preparations, and in 
Class 48, which contains perfumed soap. It was 
contended that " Satinine " was an invented word. 

It was refused by the Comptroller ; appealed to 
the Board of Trade, and referred to the Court ; and 
it had to be held over pending the further legislation 
on Trade Marks, and came on to be heard after the 
passing of the Act of 1888. 

Mr Justice Kay said : " This is a word which Mr Justice 
describes the quality of the goods, and there is ment!^" ^ 
marvellously little invention in the matter, because 
the only invention is putting at the end of a common 
word * Satin,' which brings to every man's mind in 
a moment the notion of a glossy surface, the common 
conclusion 'ine,' which you will find in 'saline,' 
'saccharine,' and half a hundred other English 
words. Certainly if that is inventing a word, it is 
the easiest mode of invention that you can possibly 
conceive. . . . This word ' Satinine ' is a word de- 
scriptive of a glossy surface. Now it is to be 
applied, amongst other things, to starch and blue, 
and things of that kind used by washerwomen. 
Every one knows that the effect of the use of starch 
is, that goods which are washed and starched, and 
then ironed or calendered, have a much more glossy 
surface than the same articles would have if they 
were ironed or calendered without being starched ; 
that is common experience. We all know that, and 
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it would be a recommendation of starch that it 
should produce a more glossy surface than other 
starch. If you speak of starch, or describe starch 
by a name which suggests to the mind at once the 
production of a glossy surface, you are using a 
descriptive word." 

There appears to be no doubt that a common 
word in the English or any other language is a good 
Trade Mark, if it is used fancifully, that is to say, 
has no reference to the quality or character of the 
goods, and is not geographical 

This was so under the definition clause of the 
Act of 1883, and the new definition clause as to 
an invented word, and so forth, is not understood 
as making any diflference in the practice in this 
respect. 

In the case of Van Duzer, having reference to the 
word " Melrose," decided to be geographical and not 
a valid mark. Lord Justice Lopes distinctly stated 
that all geographical names were not to be excluded 
from the category of fancy words. Nor was any 
word to be found in a dictionary to be ipso facto 
disqualified. Lord Justice Lindley said that neces- 
sarily all geographical names were not to be ex- 
cluded, and he instanced a name which no English- 
man had ever heard of, such as " Penj Deh." It 
conveys no meaning to an Englishman, and such a 
geographical name might be a fair and proper fancy 
word. 

This decision was followed by Mr Justice Kay, 

in a case in which he decided that a certain name 

Ovmixtgnia uscd to designate Manilla cigars (" Camte ") having 

liMei', ^* been used before the 13th August 1875, and not in 

common use, was a " special and distinctive " word. 
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although it was contended it was the name of a 
district. 

The Act of 1888 was however passed since these 
cases were decided, and probably with regard to a 
new mark, great care will be requisite before appro- 
priating a word or words as a Trade Mark, to ascer- 
tain whether they would fall within the ordinary 
meaning of the word " geographical," and it may 
still be necessary to refer to former cases, such as 
the Olenfield Starch case, when it may be required 
to take the name of a manufactory or an estate, 
although such name may be found in a glossary. 

The famous Olenfield Starch case was first decided The **Gien- 
by V.-C. Malins in 1870, whose decision was re- starch 
versed by the Court of Appeal, consisting of Lord ^*®®* 
Justice James; and the House of Lords, in 1872, 
reinstated the decision of V.-C. Malins, the Lords 
being Lord Chancellor Hatherley, Lord Chelmsford, 
and Lord Westbury. 

The case appears to comprise some of the first 
principles relating to the use of geographical names, 
although doubtless the judges were much impressed 
by the nature of the case, shewing an evident fraudu- 
lent intention on the part of the defendants, to reap 
the benefit of the great reputation acquired by the 
plaintiflfs. It will doubtless, notwithstanding the 
recent Act excluding geographical names from re- 
gistration, be often referred to, in support of the 
right of a manufacturer to claim the exclusive use 
of the name of his own manufactory, even when 
such name may be found in a glossary. It has 
been deemed useful to quote a few of the expres- 
sions of opinion in such a case, made by the eminent 
Law Lords who ultimately decided the case. 
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The circumstances were these : — Wotherspoon, in 
1847, purchased from Fulton & Co. their business 
and works at Glenfield, which were well known 
starch works, together with the name " Glenfield*s 
Patent Double Eefined Powder Starch." Wother- 
spoon continued for some time to manufacture starch 
at the works at Glenfield, but afterwards removed 
his manufactory to Manwelton, near Paisley, and 
such works had ever since been known as the 
" Glenfield Starch Works." The starch was made 
up into packets bearing the above words. 

The defendant, John Currie, who kept a shop in 
Paisley, and had been a workman of Messrs Fulton, 
at Glenfield, in 1869, commenced to make starch, 
enclosed in similar paper packets of the same colour 
as the plaintiff's, and with similar coloured labels, 
bearing the words " Eoyal Paris Starch, Currie & Co., 
Starch Manufacturers, Glenfield," the word " Glen- 
field " being printed in large and conspicuous letters, 
and it was sold by retail dealers as " Glenfield 
Starch." The defendant had hired of Messrs 
Fulton a small building belonging to them at 
Glenfield, at a rent of £12 a year, with a view 
to commence the manufacture of starch, but only 
two or three hands were employed there, and the 
plaintiff alleged, the sole object of the defendant 
was to give colour to the use of the word " Glen- 
field " on the defendant's labels. 

Glenfield was neither a town, a hamlet, nor a vil- 
lage, nor had it a post office, but it was merely a 
field, in which two or three manufactories were 
situate, and about fifty persons were residing 
there. 

Counsel on behalf of the defendant contended, 
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that no person can acquire a monopoly in the name 
of a place, so as to prevent any other person, who is 
loTia fide carrying on his business at that place, from 
putting the name of the place on his goods. 

V.-C. Malins decided that notwithstanding the v.-c. ^ 
defendant manufactured his starch at Glenfield, he jud^ent. 
was not entitled to use tihat name, so as to avail 
himself of the reputation of the plaintiflF. 

The defendant appealed, and Lord Justice James Lord Jus- 
dissolved the injunction which had been granted, Jg^^e^^®' 
and in the course of his judgment he said : " Glen- judgment, 
field, although it is not a place as big as London, 
Glasgow, or Paisley, or not even a post town or a 
market town, a village, or a place which has an 
actual existence as the site of some manufactory, 
is yet a place consisting of some few houses, and 
it is a place which was known as the original place at 
which the plaintiflf s starch was manufactured." . . . 
His Lordship then stated what the defendant had 
done, and proceeded — " They have a right to estab- 
lish themselves at Glenfield" — and the rest of 
his judgment is based upon the assumption, the 
defendant had a right to do what he did, and no 
deception would follow. 

The plaintiff appealed to the House of Lords, House of 
who reinstated the judgment of V.-C. Malins. verees^^' 
Lord Hatherley commences with a few observations Lord Jus- 

^ • 1 i. "*^® James 

which are of great practical value, with reference to decision, 
a common mode of putting up goods. " Packets of 
needles,*' his Lordship says, " are often done up in 
much the same way as the packets of starch in 
this case were, viz., in dark blue paper with a green 
label In a case of that description which came 
before me, I took occasion to remark, that when 
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there is so much similarity, it does become more 
necessary to take care that the mark which is to 
distinguish the article shall be really distinguishing, 
and that, when you have got all the other combina- 
tions, so that persons do not look at the shape of 
the packet, or at any other indicia than the par- 
ticular distinguishing mark " [in this case the name 
of the manufactory or the fancy name of the 
article], " those things should, by people who wish 
to deal honestly by each other, be kept very dis- 
tinct." 

Lord Hatherley then showed that it was the 
name "Glenfield" which attracted people to the 
starch, who had never heard of the name of the 
maker, and that the defendant had taken the name 
in order to pass off his goods as the plaintififs. 
Lord West- Lord Wcstbury's judgment was to the effect that 
judgment, long antecedently to the operations of the defendant, 
the word " Glenfield " had acquired a secondary 
signification, or meaning, in connection with a par- 
ticular manufacture, in that it had become the trade 
denomination of the starch made by the plaintiff. 
It was wholly taken out of its original meaning, 
and in connection with starch, had acquired that 
peculiar secondary signification to which he referred. 
There is no doubt the principles laid down in 
this case will still guide Courts in coming to a de- 
cision as to the use of a geographical name, when 
the circumstances are the same, notwithstanding the 
Act of 1888. 
Pictorial Things not Registerahle as Trade Marks, — A pic- 

representa- , ' ^ ^.x* i«j.i- j-*i i*t-»i.' 

tion of tonal representation of the article upon which it is 
re'^sl'er* P^oposed to placc a Trade Mark cannot be regis- 
able. tered. There is no case which has been decided in 
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England, which has so decided^ but such is the 
practice at the Patent Oflftce. 

In the case of Blakey & Lathcfm, before Mr Biakey's 
Justice Chitty, the plaintiff, the manufacturer ofp^^^f' 
boot protectors, had used in his trade, cards, upon H^?^^."°^® 
which was a representation of a sole of a boot or a Trade 
shoe, with representations of the boot protectors 
placed upon different portions of the sole of the 
boot or shoe, as they would be placed in use, and 
he had registered this as a Trade Mark. Exception 
being taken by the defendant, who had imitated 
this Trade Mark, that it was a representation of the 
article itself, Mr Justice Chitty decided against the 
objection, and upheld the registration, but admitted 
that the representation of the article itself could 
not be registered as a Trade Mark. 

A case of considerable importance on this subject 
was the case of James & Parry, before Mr Justice 
Pearson (in 1886), and afterwards before the Court 
of Appeal. 

The plaintiff, some years before, designed a new The 
shape for black lead blocks, namely, a short cylin- Bi^^Le^j 
der, rounded, or " domed," at one end. The name ^e - ^ 

James & 

of " dome," or " dome-shaped," was applied to black Parry. 
lead of the plaintiflfs' manufacture, and they regis- 
tered the shape as a design in 1861, under an Act 
then in force, which had since been repealed. 

In 1877 they registered the Trade Mark which 
was the subject of the action. It consisted simply 
of a representation in black of the shape in which 
their article was made up. 

The action was brought to restrain the defendant 
from infringing the plaintiffs' Trade Mark. The 
defendant moved to have the plaintiffs' Trade Mark 
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removed from the.Eegister of Trade Marks, on the 
ground that it was not the propef subject of a Trade 
Mark. 

Mr Justice* Pearson held that a pictorial repre- 
sentation of the actual article to which a Trade 
Mark is applied, is not a proper subject of a Trade 
Mark, and he said the plaintiffs' mark must be 
removed from the Eegister. 

The Court of Appeal reversed the decision. 
Lord Justice Cotton said that Mr Justice Pearson 
had treated the case as an attempt to register a 
picture of the article which was sold. But it was 
not really that. It was true that the plaintiffs 
sold their black lead in the shape of a dome, but 
they impressed the mark on the article as their 
Trade Mark. Lord Justice Lopes said that the 
" dome " was a distinctive mark, if the plaintiffs 
sold the article in the shape of a square. Why was 
it the less a distinctive mark because the article 
was sold in the shape of a dome ? 

It is very diflBcult exactly to imderstand the 
true principles upon which their Lordships decided 
this case, so that at present there cannot be said 
to be any decision against the principle, and it 
would be unsafe to rely upon a distinct representa- 
tion of the article as a Trade Mark. 

A Trade Mark must be actually applied to a 
vendible article in the market, so that you cannot 
have a Trade Mark to denote a particular mode of 
carrying goods by railway, or to denote the work of 
a printer, and the like. 

The well-known Trade Mark, universally known 
by all railway travellers to denote Messrs Taylor's 
Depositary and their carrying department, was 
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registered for waggons in which the firm dealt, and 
they were allowed to register the representation of 
a locomotive arid waggon attached. 

When the Trade Mark Act of 187*5 was passed, 
many persons were desirous of registering a repre- 
sentation of their goods as packed in a peculiar 
way, as Trade Marks, but these were all disallowed, 
and properly so. It was supposed that by so doing, 
the peculiar mode of packing would be protected. 
But this is not the object of Trade Mark registra- 
tion. If such mode of packing is distinctive of a 
particular person's goods, there are other means of 
protecting it against an infringement, which will be 
considered later on. 



CHAPTER III. 
REGISTRATION OF TRADE MARKS. 

Registra- REGISTRATION in England is compulsory y that is to 
puisoi^ say, no person can sue for infringement of a Trade 
Mark, or take proceedings under the Merchandise 
Marks Act, 1887, unless the Trade Mark has been 
registered under the Trade Marks Registration Act 
of 1875, or some later Act. 

Registration endures for fourteen years from the 
date of application, and can be renewed at the 
expiration of such period, on notice and payment 
of certain renewal fees. 

The Merchandise Marks Act of 1887 defines a 
Trade Mark in respect of which proceedings can be 
adopted under that Act, to mean a Trade Mark 
registered under the Patents, Designs, and Trade 
Marks Act, 1883, and persons who have registered 
under the 1875 Act will be considered to have 
rights which can be enforced under the Merchandise 
Marks Act, as the same register is continued. It 
is supposed that Trade Marks registered under the 
1888 Act will also be protected under the Criminal 
Act, as it will be the same Register as is kept under 
the 1883 Act. 
* With regard to the necessity of registration in 
England, it may be here mentioned, that in most 
foreign countries it is a condition precedent, that 
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the Trade Mark should have been registered in 
England, and a certificate of such registration has 
to be forwarded to the authorities. The Conven- 
tions which exist between England and many- 
foreign countries, recognise in those countries the 
same Trade Marks, which are protected in the 
country of origin, but it must be shown that they 
are so recognised, and there is no better proof than 
a certificate of registration, until the Trade Mark 
is removed from the Register, when it is appre- 
hended the foreign registration also loses its 
validity. 

The practice as to the registration of Trade 
Marks, and the general principles which regulate 
it, have varied very little under the diflferent Acts 
of 1875, 1883, and 1888, and the function of the 
Comptroller (in the Act of 1875 called "The 
Registrar ") are the same ; and it has been settled 
by several decisions, that his functions are dis- 
cretionary with respect to the registration of a 
Trade Mark on the first application, subject to an 
appeal to the Board of Trade, who may refer the 
appeal to the Court. 

The same principle holds good, whether the 
Comptroller refuses to register upon some ground 
which appears to him to be a proper one, or 
whether the application has been opposed by some 
other party, having been accepted and placed in 
the oflBcial journal. 

When the Act of 1875 came into operation, 
numerous questions arose as to principle and pro- 
cedure, there being nothing in the whole range of 
English law and practice which bore in the 
slightest degree any analogy to the registration of 

c 
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a Trade Mark. The Act, consisting as it did of 
only ten sections, followed by rules, had to be con- 
strued, and certain main principles settled. One 
of the first questions was as to the classes and 
description of goods, seeing that all old marks had to 
be brought in, and many were known to be identical 
in certain trades, or very similar to each other. 

Some of the classes were very comprehensive, — 
for instance, the hardware class, and the food class 
(42), including an immense variety of articles ; so 
that it became necessary for the owner of a Trade 
Mark to be careful to state in his application, the 
particular description of goods upon which he had 
used his mark, and this gave rise to a great deal 
of trouble in many instances. 

The case was different with regard to a new 
mark (not used before 13th August 1875), since 
a person who was about to adopt a new mark 
could take the whole class. 

As will be seen from some of the cases which 
have come before the Courts, persons have suffered 
from a faulty registration, and after being on the 
Eegister for many years, have been taken off, and 
incurred considerable expense by the process. 

Reference is here particularly made to the 
Braided Fixed Star case (Bryant & May) and the 
Diamond Cast Steel case (Spencer's ease), Edwards 
& Dennis, and many others. 

A great many of these difficult points were 
brought before Sir G. Jessel, the late Master of 
the Rolls, and were settled by that most eminent 
Judge, in a decisive fashion, and also as to the mode 
of procedure in bringing some of these matters 
before the Court. 
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Gradually, and in course of time, all these diffi- 
cult matters were dealt with, and by other Judges, 
and the Court of Appeal, under the subsequent 
Acts of 1883 and 1888, until it may now be said 
that there are few points- which can arise in regard 
to Trade Mark law and practice which have not 
been dealt with by authority. Those questions 
which have not been so dealt with are, however, of 
great importance, and the writer has ventured to 
refer to a few of them in the following pages. 

To exemplify one instance, the case of Jdley, 
Son & Jones was a very apt illustration. It was 
decided by Sir George Jessel two years after the 
Act of 1875 came into operation. 

Jelley, Son & Jones were ironmongers, dealing in 
a multifarious class of similar goods, and they 
applied to register the design of a dog eating out 
of a porridge-pot. This was shown in the case to 
be a very old sign and Trade Mark, connected with 
the applicant's premises in the Blackfriars Road. 
They wanted the mark in Class 5 for fencing wire ; 
in Class 12, as a new mark for a large number of 
articles, such as files, edge-tools, and other things ; 
and in Class 13, as an old mark for a number of 
other things. 

They were opposed by J. & Riley Carr of 
Sheffield, who had registered a device of a pointer 
dog with the word " Staunch " in Class 5, in Class 
12 for cutlery and edged tools, and in Class 13, in 
respect of metal goods not included in other classes. 

The applicants had used their device for twenty- 
five years, in respect of the goods for which they 
required to register it in Class 13, but ha,d not 
applied it to goods comprised in Class 1 2. 
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The Master of the Rolls allowed the applicants 
to register in Class 13, because it was an old mark, 
and there was no question, both parties were 
entitled to register, and his Lordship again pro- 
mulgated the rule he had already laid down in other 
cases, called the " Three Mark Eule." 

With regard to Class 6, Sir G. Jessel allowed 
registration for fencing wire only, but would not 
allow the mark to be registered as a new mark in 
the other class, because it was too similar to the 
opponent's mark. 

His Lordship said : " If a man wants a new mark 
for his own goods, he must invent something for 
himself, and not adopt a mark which comes so near 
other peoples' marks that it may deceive. ... I 
must say what I always say in these cases, if you 
want a new mark to distinguish your goods, the 
best thing for you to do is to invent a very distinct 
mark. ... I have always had regard in these 
cases of registrations of new marks, to the question 
of distinctiveness ; that is a very different question 
to the question of distinction as regards old marks, 
because a man who wants to sell new goods, which 
he has not sold before, ought to want to distinguish 
his goods from those of other manufacturers ; and 
therefore if a man is an honest man, the more 
distinctive the mark, the better it must be for 
himself." 
Appiica- Procedure to obtain Registration. — In the first 
^ratioa! pl^ce, the applicant having decided upon a Trade 
Mark which he desires to register, has to make 
application in a form set forth in the Schedule to 
the Act. 

The application must be accompanied by a 
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representation of the mark, and the applicant must 
state the particular goods, or classes of goods, in 
connection with which he desires the Trade Mark 
to be registered. 

In the case of an old mark, great care is still statement 
requisite as to the statement of the goods, and°^^^*^** 
some of the most difficult points, in many cases 
entirely imperilling the validity of the Trade Mark, 
have arisen with regard to the selection of the 
goods. 

In Lamplough's Pyretic Saline case, it may be 
that the Court was impressed by the fact, that the 
applicant had stated the goods upon which he 
intended to use the words, as " Pyretic Saline," and 
the words were deemed descriptive. 

In the Linoleum case,* which will be presently 
referred to in dealing with the question of names 
not protected after a patent has expired, Mr J. Fry, 
who decided the case, was evidently much impressed 
by the same fact, that the applicant had called the 
goods " Linoleum " on which he used the label or 
ticket, which was registered, bearing the same word. 

As before observed, if the Comptroller refuses Hearing 
registration, which takes place after the applicant q^q^ 
has had an opportunity of being heard before the troUer. 
Comptroller, the applicant can appeal to the Board 
of Trade, who may decline to hear the appeal, and 
at once refer the applicant to the Court. 

A series of Trade Marks may be registered. Series of 
which resemble each other in the material parti- Marks, 
culars, but differ as to the statement of the goods, 
numbers, price, quality, or names of places. 

These may be registered by one registration, and 

* See chap. xi. 
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are assignable, and transmissible as a whole, but 

protection is given to each Trade Mark separately. 

Certificate Difficulty has been experienced in this mode of 

tion^*" registration, when the applicant requires a certifi- 

foreign (j^te of resistration for foreign countries, in which 

countries. ° ® ' 

the authorities would not accept a certificate of the 
whole, as a registration of each portion, so that if 
the applicant has any intention of registering abroad 
where this difficulty may arise, he would probably 
be advised to register each mark separately. 

When the Comptroller has accepted the mark, 
it may be after one or more hearings, it will be 
advertised in the Trade Marks Journal, and then 
arises the practice as to opposition, by any person 
who may object to the Trade Mark, the practice 
respectmg which wiU be separately explained.^ 
Trade A Trade Mark, when registered, is assigndble ordy 

signabie in Connection with tJie good-ivUl of the business con- 
go(S-wm. cemed in the particular goods, or classes of goods, 
for which it has been registered, and is determin- 
able with such good-will. 

It appears probable, seeing that the Registration 
Acts have been in force for fifteen years, most old 
marks have been registered, although a few old 
marks appear to be still applied for. It may be 
useful, therefore, to call attention to a few pro- 

* The writer cannot help expressing an opinion, that when 
the Trade Mark has been accepted by the Comptroller, and 
advertised in the Trade Marks Journal, this should be con- 
sidered as a final acceptance on the part of the authorities, 
all matters with regard to the Act, and the rules having been 
complied with, and the applicant having gone to the expense 
of blocks, and so forth, should be relieved of all further 
annoyance and expense, except opposition be raised by the 
public. 
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visions, which evidently have reference to old 
marks. 

The Comptroller may refuse to register the same Trade 
Trade Marks, claimed by several persons, until the claimed by 
Court has determined as to their rights, and he ^^^"""^ ^'^^ 
may himself submit, or require the claimants to Mark 
submit, their rights to the Court. ^^"' 

Except where the Court has so determined, that J/ade 

. Mark 

two or more persons are entitled to be registered as identical 
proprietors of the same Trade Mark, the Comptroller MgUtered 
must not register in respect of the same goods, or J^^JiJ^^ 
description of goods, a Trade Mark identical with 
one already on the Register, with respect to the 
same goods, or description of goods. 

And in the same case, the Comptroller cannot Or having 
register with respect to the same goods, or descrip- bSn^ cai- 
tion of goods, a Trade Mark, having such resemblance ^^^^^ *** 
to a Trade Mark already on the Register, with re- 
ference to such goods, or description of goods, as 
to be calculated to deceive. 

Another provision which has given rise to a Words cai- 
great deal of difl&culty, and which has been the deceive, 
subject of some important decisions, is one which 
prohibits the registration as part of, or in combina- 
tion with, a Trade Mark, any words, the exclusive 
use of -which would, by reason of their being cal- 
culated to deceive, or otherwise, be deemed dis- 
entitled to protection in a Court of justice, or any 
scandalous design. 

Sir G. Jessel (re Horsburgh) said, with regard toSirG. Jeg- 
similar words in the Act of 1875 : " It is not com- Action 
petition between two Trade Marks which is referred ^[ajj™^ 
to ; it means a thing deceptive in itself, representing 1876 Act. 
the goods to be what they are not for the purpose 
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of deception. Such are not to be registered at 
aU." 
Mr Justice Mr Justicc Kav, however, in another and more 

Kay 8 con- ./ ' ' 

struction recent case since the passing of the Act of 1888 
Aurtra^n (Australian Wine Importers), construed the words 
Wineim- {j^ ^j^^t Act, which are very similar to the same 

porters ' •' 

case. section as the former Acts, to have reference to re- 
semblance between the marks, or portions of them, 
in fact to mean the same thing as the preceding 
clause which has been referred to. 

The Court of Appeal confirmed the decision of 
Mr Justice Kay, refusing registration of the mark in 
question, but based the decision on Section 72, Lord 
Justice Cotton stating that Section 73 did not apply 
to the present case, " that this section is with refer- 
ence to an objection to certain words, part of a 
Trade Mark, which the section says shall not be 
registered as part of a Trade Mark, if they are 
words which would, by reason of their being cal- 
culated to deceive, be deemed disentitled to protec- 
tion in a Court of justice. That applies to a case 
where there is some misrepresentation in particular 
words of the Trade Mark, or some other matter which 
is scandalous, or some words which of themselves 
are not entitled to the protection of the Court." 
Eno's Fruit In the morc recent case of re Dunn, in which 
re Dunn.* Mr Euo opposcd a Trade Mark which comprised 
the words " Fruit Salt '* Baking Powder, the learned 
Judges of the Court of Appeal, Cotton, lindley, 
and Fry, LJ.J., again differed as to whether the 
section in question (Section 73) had reference to 
resemblance of marks or to inherent defects in the 
marks themselves, so that at present it appears 
doubtful which view is the correct one. 
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The Comptroller is empowered to enter on the Common 
Eejgister as an addition to any Trade Mark used&^*^^d 
before the 13th August 1875, any distinctire device, AugS^t^*^ 
mark, brand, heading, label, ticket, letter, word, or 1875. 
figure, or combination of letters, words, or figures, 
though the same is common to the trade in the goods 
with respect to which the application is made. 

If the Trade Mark has not been used before the S*®**^*^ 
13th August 1875, any distinctive word, or com- before isth 
bination of words, common to the trade, can be added is^^ to 
to the Trade Mark ; but in this case the applicant ^^^^ ^®- 
must disclaim any right to the exclusive use of the 
same, and a copy of the disclaimer is entered on the 
Register. 

This carries out by legislative enactment a prac- 
tice which was originally initiated by the late Master 
of the Rolls (Jessel) in several cases which arose 
under the Act of 1875. In re Leonardt {BirmiTig- 
ham Steel Pens) the Register was rectified on the 
application of the applicant, by ordering a dis- 
claimer to be entered on the Register, of elements in 
certain steel pen labels which were proved to be 
common to the trade. 

A similar order was made in regard to steel pen 
labels used by the well-known firm of Carl Kuhn & 
Co. (Brandauer Fens), and in Mitchell's case, and 
has since been followed by other Judges on similar 
applications in regard to other trades. 

It has already been stated, that an applicant Essential 
must now state in his application, the essential par- pa>^cu- 
tictUars of the Trade Mark, and must disclaim any 
right to added matter, and it has been pointed out 
how important it is, that the applicant should under- 
stand what it is he claims, and what he disclaims. 
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In a recent case, after a registered owner had 
relied upon certain words which he was led to be- 
lieve designated his goods, and had threatened other 
manufacturers, it was discovered that he had dis- 
claimed the use of the very words upon which he 
relied, 
tl^h™™*'' With regard to the definition of the expression, 
trade." " Common to the trade," it is provided, that if more 
than three persons have, before the 13th August 
1875, publicly used on the same, or similar de- 
scription of goods, the same device, mark, brand, 
heading, label, ticket, letter, word, figure, or com- 
bination of letters, words, or figures, they are to 
be deemed common to the trade. 
The This enactment confirms what is called the 

Mark^ " Three Mark Bute," laid down by Sir Geo. Jessel, 
Rule." QQQjj af^gj. ii^Q 1875 Act came into operation. It 

was found that many persons had been using the 
same or similar marks in the same trade, and when 
each of them applied to register, it was necessary 
to adjudicate as to their respective rights. It was, 
therefore, decided that three persons could register 
the same, or similar marks, if proof of user before 
the 13th August 1875 could be made, but if four 
had been using the same mark, it was decided to 
be common to the trade. The user must have been 
a substantial user, and known to the others. A 
foreign user is not sufficient. 

This difficulty, which was so easily disposed of by 
Sir George Jessel, with regard to the steel pen 
trade, was in fact one of those which doubtless 
delayed Trade Mark registration for so many years. 
In the Manchester trade alone, there were hundreds, 
and perhaps thousands of Trade Marks, some com- 
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posed of devices simply, and some of combination 
marks, more or less identical or similar, which had 
been used concurrently for years by bleachers, 
merchants, manufacturers, and shippers, — some 
with the knowledge of each other, some probably 
without such knowledge, but the difficulty of proof 
in either case would have been very great* 

It was found, indeed, after the Act of 1875 had 
been in operation for some time, that the difficulties 
could not be got over without special rules being 
passed, the outcome of which was the establish- 
ment of the Manchester Committee of Experts, who 
had to decide from an exhibition of the " devices, 
marks, headings, labels, tickets, letters, words, or 
figures, or combination of letters, words, or figures, 
used in the cotton trade," which were common 
marks, and which were special marks, entitled to 
registration. 

The difficulties spoken of must have been very 
great, and the duties of the Committee, composed 
of some of the first merchants and manufacturers in 
Manchester, very onerous, seeing that their labours 
were not terminated until 1883. 

The same state of things was soon seen to exist in 
the needle trade of Eedditch in particular. A pri- 
vate organisation dealt with this trade, which of 
course was not so extensive as the Manchester 
trade. 

* The writer was deputed to visit Manchester for the pur- 
pose of judging of the difficulties surrounding the question. 
He has seen at some large manufacturers and merchants 
many books thicker than post-offices directories, and as large 
as ledgers, filled with thousands of marks and labels, so that 
he can well appreciate the labours of the Committee and the 
kind of duties they had to perform. 
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Regiatra- EeGISTRATION EQUIVALENT TO PUBLIC USER. It 

aient to is conceived that these words comprise one of the 
pu c use. ppjjj(>j[pgj objects of registry, and tend more to con- 
vey an impression of the usefulness of the Acts for 
the registration of Trade Marks, in all of which 
this section appears, than any other portion of their 
contents. 

The Eegistration Act of 1875 practically com- 
pelled all persons whose Trade Marks were of the 
slightest value, to register their existing marks, and 
as a necessary consequence, all persons who intend to 
adopt a new mark would at once do so. It is well 
known, however, that one of the principal difficulties 
which attended the question of registration of Trade 
Marks, and also as to the protection which was 
aflforded by courts of law and equity, was what is 
called '* lawful user." Frequently has a court of 
equity in the olden times compelled a plaintiff suing 
for infringement of his Trade Mark to establish his 
right and title to the mark in a court of law before 
granting him relief in equity ; and in all cases he 
was bound to prove a certain period of user as 
a condition precedent to obtaining an injunction. 
At common law, the Trade Mark to become legal 
and to vest an exclusive right in the person adopt- 
ing it, must have been so long in use as to be 
known and recognised in the market. There was 
no property in a Trade Mark per se. One could not 
adopt a Trade Mark to-day, and successfully sue for 
its infringement to-morrow. 

These circumstances necessarily caused great in- 
convenience and expense, which the Registration 
Acts were passed to obviate. Under its provisions 
a person may invent or design a Trade Mark within 
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the words of the Acts, register it, and at once ob- 
tain a good title to it, supposing it to be a good 
and valid Trade Mark. Registry is notice to the 
world, and supplies the place of long user at common 
law for this purpose. 

Doubts have been expressed in several cases as Explained 
to the meaning of these words, " registration is gSn's^case. 
deemed to be equivalent to public user ; " but these 
doubts have been set at rest by the case re Hudson ; 
and as Mr Sebastian observes in the third edition 
of his Treatise on Trade Marks, "by claiming to 
be the proprietor, nothing more is meant than 
claiming to be the first to adopt, whether there has 
been any user or not." 

Lord Justice Cotton's observations in Hudson* s Lord 
ease places the matter in a very clear light. His cotton's 
Lordship says : " Is a man to be considered as en- judgment. 
titled to the exclusive use of any Trade Mark 
where he has never used it at all ? That is a 
difBculty ; but then, I think, the meaning is this : 
If a man has designed and first printed, or proposed 
or framed, any of those particular and distinctive 
devices which are referred to in the first part of 
Section 10," [His Lordship was referring to the 
definition clause of the Act of 1875,] "he is then 
looked upon as the proprietor of that which is 
under that Act a Trade Mark, and this will give 
him the right as soon as he registers it. How can 
it be said he is entitled to the exclusive use of it, 
when he never has used it ? In my opinion, 
though the language is not appropriate, it means 
this : that a man who designs — no one else having 
used it — one of these special things pointed out in 
Section 10, as designer he is to be considered as 
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the proprietor of it; and if there is no one else 
who has used it, or who can be interfered with by 
the registration and subsequent assertion of title to 
that mark, then he is to be considered as entitled, 
within the meaning of the Act, to the exclusive 
use of that which, in fact, has never been in any 
way used, but which has been only designed by 
him, and which he can be treated as the person 
entitled to register (if no one has so used it, or that 
his use would be interfered with by registration), 
so that no one else can say, * Although you pretend 
to have designed this, in fact, as you well know, it 
was my design, which you took from me/ " 

From this clear exposition of the law may also 
be gathered the view, which was evidently in the 
mind of the learned President of the Appeal Court, 
that a person cannot register as a new mark some- 
thing which has already been used by another 
person in the same trade. This is a question 
A Trade which has often arisen in practice: whether any 
wMch has rights are obtained by registration of a Trade Mark 
^OTwf ** which is not previously on the Register, but which 
uaedby it can be proved has been in use, and known to 
cannorbe the trade, to denote the goods of some other person, 
registered, ^^lo has not registered a Trade Mark. 

The question may arise in infringement cases, 
and also by means of an opposition, or by a motion 
to rectify the Register ; and it does not appear that 
there has, up to the present, been any decision on 
the question, or any reference to it, except the ob- 
servations of Lord Justice Cotton in Hudson's case. 
It may be observed that under the Act of 1875, 
the practice was to require a statutory declaration 
from the applicant, verifying his statement on 
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appKcation, and by which the applicant had to 
declare that he was lawfully entitled to the use of 
the Trade Mark for which he applied, so that there 
was some safeguard against the case of a man 
applying for the registration of a Trade Mark 
which he knew had been previously used by some 
person in the same trade. At a later date the de- 
clarations were dispensed with altogether. Strange 
as it may seem, cases have been known where per- 
sons have created a good trade in an article for 
a considerable time without registering the Trade 
Mark which identified it. Their attention has been 
called to their neglect by seeing the same label or 
device in the Trade Marks Journal applied for by 
some rival trader. 

It should be understood that application for Registra- 
registration is deemed equivalent to public use, and f^^ appH- 
if registration is granted, the date of registration is <^^o^ 
carried back to the date of application. 

The question as to priority of adoption is American 
thoroughly well understood in America,* and is practice, 
fought out there in the Patent Office, under a 
procedure which is known as Inter/erencey which is 
defined to be " an interlocutory proceeding for the 
purpose of determining which of two or more 
persons, each or either of whom claim to be the 
first adopter of a Trade Mark, really did first adopt 
it." 

The question here would doubtless be raised by 
an opposition, lodged when the application appears 
in the Trade Marks Journal. It is unfortunate, 
however, as will be noticed when the practice under 
opposition is next treated, that no process exists for 

* Brown on Trade Marks. 
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the cross-examination of witnesses, as is the custom 

in all contested cases depending upon the evidence 

of the parties. 

Begi,t«- Eegistration of a person as. proprietor of a Trade 

f^^*^ Mark is prima fade evidence of his right to the 

dence. exclusivc usc of it. After the expiration of five 

After five . , 

years' con- ycars f rom the date of registration, it is conchmve 
e^dlnce of evidence of his right to the mark. 
Not'con- ^^^^ provision has been the subject of several 
elusive in decisions, and it is now well settled law, that not- 
cases!^ withstanding a Trade Mark has been on the Eegister 
for five years it can be called in question, and 
removed from the Eegister for divers reasons. 

Firstly, For inherent defects in the Trade Mark 
itself. The words " Braided Fixed Stars" registered 
for matches, were expunged from the Register on 
the ground that at the date of the registration, and 
ever since, they had been merely descriptive of 
matches, prepared in a particular way. (In re 
Palmer, Bryant & May,) 

There are numerous other defects which cause a 
Trade Mark to be taken off the Register, as will be 
shown further on, namely, when it was not used by it- 
self as a Trade Mark, but always with something else. 
"Diamond The words *' Diamond Cast Steel,'' registered in 
-'s^n^i's 1876, were taken off many years after, in Spencer's 
case- case. 

"Dry ^^ The words *' Dry Monopole" and ** MonopoW 
— Hwdu ^ were taken oflf the Register, in Richards v. Butcher, 
seck's case. ^^^^^ many years' use. 

r^*!;^ The words " Fruit Salt," in like manner, were 

Eno's case, taken off; and the words "Pain-killer" in Perry 
5^5^" Davis' case, although he had well maintained the 

Killer. J . A • 

words in America. 
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Secondly, If the Trade Mark, was common to the Common to 
trade in the goods in respect of which it was 
registered, at the time it was registered {re Wragg), 
and this was followed by Mr Justice Kay in the 
case of BehrcTis and Whittaker, and other cases. 

Several marks were taken off the Eegister at an ite Hyde's 
early stage after the passing of the Act of 1875, JJ^^^^^^^; 
but these were so ordered to be taken off, during ti'^^^e. 
the first period of five years, when registration was 
only prima facie evidence of the right of the 
registered proprietor to his mark. 

Thirdly, If the Trade Mark was not properly on Not pro- 
the Register, that is, if it had been fraudulently ^l ^ ^^ 
placed on the Register, by an agent, as against his i^egiste •. 
principal, or analogous cases. 

Rectification of the Register. — It has been seen 
that registration of a person as first proprietor of a 
Trade Mark is prima facie evidence of his right to 
it, and after the expiration of five years he is 
supposed to have an exclusive right. 

It has been pointed out that this immunity 
from disturbance, and indefeasible position, is only 
iUusory, for the registered proprietor is liable to be 
disturbed at any time, both before and after the 
expiration of five years, from any of the causes 
referred to and specified in the preceding paragraphs. 

Both before and after the five years have expired, Marks 
the Court may therefore, on the application of any the Re^is 
person aggrieved by the omission, without sufficient ^®^^^®/^%° 
cause, of the name of any person, or of any parti- five year?, 
culars from the Register, or by any entry made 
without suflBcient cause, make an order for making, 
expunging, or varying the entry. 

The first question which necessarily arises is. Who 

D 
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is a person aggrieved under the Act ? so as to be 
enabled to take proceedings to rectify the Eegister. 
The question has been considered in several cases, 
and more particularly in regard to an allegation that 
a mark which is on the Eegister should not be there. 
In one case it was said that any person interested 
in the same trade as the registered proprietor, is a 
person aggrieved. 
"Person The best definition of a person aggrieved was 
aggneve . gjygj^ \^y Lord Justicc Fry, in re Riviere, that " any 

person aggrieved, means every person who will in 
reasonable probability suffer any injury or loss, using 
those words in a legal and not in a sentimental 
sense, from the other persons claiming to use it." 

Since the above was written, a very important 
case has been decided before the Court of Appeal 
(in re The ApoUinaris Company's Trade Marks), the 
judgment being delivered by Lord Justice Fry. 

One of the questions to be decided was, whether 
the appellants, the Vichy Water Company, who had 
moved to rectify the Eegister, by taking therefrom 
certain marks of The ApoUinaris Company, were 
persons aggrieved, and Lord Justice Fry said : " The 
words ' aggrieved person ' appear to us to have been 
introduced into the statute to prevent the action of 
common informers, or persons interfering from 
merely sentimental motives. But they must not be 
read so as to make evidence of general or serious 
damage, a consideration precedent to the right to 
apply to remove a mark. We are of opinion, that 
whenever one trader, by means of his wrongly 
registered Trade Mark, narrows the area of business 
open to his rivals, and thereby either immediately 
excludes, or with reasonable probability will in the 
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future exclude, a rival from a portion of that trade 
into which he desires to enter, then that rival is an 
aggrieved person. Again, if the effect produced, or 
likely to be produced, by the wrongful Trade Mark, 
is not the exclusion, but the hampering of a rival 
trader, that rival trader is, in our opinion, aggrieved. 
A man who is in the same trade as the one who 
has wrongfully registered a Trade Mark, and who 
still desires to deal in the article in question, is 
prima facie an aggrieved person. This may be 
rebutted by showing, that by reason of some circum- 
stances, entirely independent of the Trade Mark, 
the pe^on complainii never could carry on an; 
trade in the article. But the burthen of tendering 
such proof is on the man who claims the mark, and 
here that burthen has not been discharged. 

"It is impossible to say how much of the difficulty 
under which the Vichy Company have laboured has 
been due to the Trade Marks, and how much to 
other circumstances. The Vichy Company are, in 
our opinion, persons aggrieved." 

Doubtless the common case of a person aggrieved Person who 

, . • X i.' • i.T_ J. n "i_ i_ has action 

by an miproper registration, is that of one who has brought 
proceedings brought against him by the registered ^^^ 
proprietor of a Trade Mark for infringement, and it 
can be proved by the defendant, that the Trade Mark 
should never have been registered, on account of it 
being descriptive, or any other of the causes above 
referred to, which render the registration invalid. It 
should be here mentioned, that the proper course for 
a defendant to adopt in a case of this kind, is to 
move to rectify the Eegister, as well as defend him- 
self from the proceedings, because it may be, that if 
the Mark has been on the Eegister for five years, he 
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may not be able adequately to defend himself from 
the charge of infringement. The Trade Mark may 
have been a common mark open to the trade when 
registered, or be perfectly invalid on other grounds, 
but he may not be able to plead this defence to the 
action. 

A case arose soon after the passing of the Trade 
Marks Registration Act, 1875, and was decided by 
Sir G. Jessel, where a Trade Mark was taken off the 
Register on the ground that it was a common mark 
when registered. Messrs Hyde, the well-known 
sealing-wax manufacturers, had registered the words 
" Bank of England " for sealing-wax. Several other 
makers of sealing-wax were threatened by the regis- 
tered owners, who naturally thought they possessed 
the exclusive use of the words as proprietors of the 
Trade Mark. Twenty or thirty other sealing-wax 
makers proved to the satisfaction of the Court, that 
they had used the same words for twenty or thirty 
years. The mark was taken off the Register, and 
the registered owner was ordered to pay the costs of 
the proceedings for removal. 

In a much later case before the Court of Appeal, 
which was the case of a match label being on the 
Register, which it was alleged was too similar to an 
earlier mark. Lord Justice Lopes laid down the fol- 
lowing principles which should guide the Court in 
dealing with a case of this description. His Lord- 
ship said : " In dealing with matters which are com- 
mon to the trade, I think we must look at the 
combination of those different matters, common to 
the trade, then combination and arrangement, and if 
we find things that are common to the trade, all 
inserted in a similar position, in a similar form, and 
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in similar arrangements, so as to make the whole so 
similar as to be calculated to deceive, I think that 
is enough." 

Mr Sebastian, in the third edition of his Summary 
" Treatise on Trade Marks," summarises thoon^hich'' 
different grounds on which Trade Marks have been K^t^*"^ 
removed from the Eegister by different Courts as rectified, 
follows : — 

1. Name not printed in a distinctive manner. 

2. Device not distinctive, being in common use 
in the trade. 

3. Words not distinctive, or fancy words being 
in common use in the trade. 

4. Words not distinctive, or fancy words being 
descriptive. 

5. Words registered as old mark, but not used as 
a Trade Mark^er se on goods before 1875. 

6. Words registered as old marks, but used de- 
scriptively, and not as a Trade Mark. 

7. A mark registered for goods for which it was 
not used or entitled to be used. 

8. Eegistered proprietor carrying on no business. 

9. Marks registered though too similar to earlier 
marks. 

10. Mark inherently deceptive. 

11. Mark registered by servant of the owner. 
This last ground for expunging a Trade Mark 

from the Eegister has been amplified and illustrated 
by reference to the analogous case of an agent who 
has registered his principal's mark, in the recent 
important decision respecting the Apollinaris Com- 
pany's Trade Marks, which has been already re- 
ferred to.* 

* See page 50. 
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Agent re- In this case the Apollinaris Company had registered 
^J?^.. labels belonging to the owner of the springs abroad 
The\ oi- ^^^^ which the water was procured, with his con- 
linaris ^ sent, but the Court of Appeal decided that that fact 
TYade*"^^ did not justify the putting the mark on the Eegister ; 
Mark. f^j.^ jj^ ^j^^ gj.g|. pi^^jg^ ^hc label must be a distinctive 

label, distinguishing the goods of the person claim- 
ing, from all others, whereas the labels in question 
did not distinguish the bottles sold by the Apollinaris 
Company from any other of the owners of the 
springs ; and, in the next place, the Apollinaris Com- 
pany (who had registered) were not persons entitled 
to the exclusive use of it, either under the Act or 
otherwise at law. A person who puts another's 
Trade Mark on the Register cannot be a person en- 
titled under the Act. Lord Justice Fry suggested, 
however, a case in which an importer might use the 
mark of the manufacturer with an addition, indica- 
tive of the goods being imported by him ; but the 
mark of a manufacturer, pure and simple, could not 
rightly be assumed by an importer from that manu- 
facturer, or by a person who buys from that manu- 
facturer, unless the goods of the manufacturer go to 
that importer or that dealer, because other goods of 
the manufacturer may reach the hands of other 
dealers, who may justly aflfix to them the manu- 
facturer's mark. 

The marks so registered were removed from the 
Register. 

Cases in which the Register has been rectified by 
varying the entry are classified as follows : — 

1. By restricting the goods for which the mark 
is registered. 

2. By striking some part of the mark out of it. 
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3. By causing a partial disclaimer to be entered 
on the Eegister. 

4. By directing an alteration in the name of the 
registered proprietor. 

The Comptroller has power, on request in writing, Oomptroi- 
to correct any clerical error in the name, style, or <^^ct^ 
address of the registered proprietor of a Trade Mark ; ^Jf "cai 
also to cancel the entry, or part of the entry, of a 
Trade Mark on the Eegister. 

Besides these powers given to the Comptroller, Court may 
the Court has power, on the application of a regis- tion or 
tered proprietor, to order that a Trade Mark may be J^^^^J?'* 
added to or altered, but not in an essential particular, tered mark 

This has been done in one case, by allowing Boord's 
Messrs Boord, the distillers, to remove the former ^®* 
name of their firm from a label, leaving the space a 
blank, with permission, when using the mark, to 
insert in that space the name of the firm for the 
time being. 

Permission was also given to another firm who 
had become possessed by assignment of a label for 
goods, to strike out from the label the address 
where the business had previously been carried on. 

Such permission is also frequently sought where 
a business has been converted into a joint-stock 
company, and it is desired to alter the trading 
name on a label or wrapper. 

This was done when the well-known firms of 
Guiness & Co., AUsop & Son, and Inde Coope & Co. 
were converted into joint-stock companies. 

Improper Use of the Word " Eegistered." — It Penalty on 
is now a criminal offence for any one untruly to re- «^Je«s^°^ 
present that any Trade Mark applied to any article ter©d"if 

* •' ^'^ •' , , not regis- 

sold by him is registered. On summary conviction tered. 
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he is liable for every ofiFence to a fine not exceeding 
£5. A person is deemed to represent that a Trade 
Mark is registered, if he sells the article with the 
word " registered," or any word or words expressing 
or implying that registration has been obtained for 
the article stamped, engraved, or impressed, or 
otherwise applied to the article. 

There is a clear defect in the section of the Act 
dealing with this matter. Sub-section 2 of Section 
105 does not refer to a Trade Mark, but only to a 
patent or design. 

There also appears to be a difficulty in. dealing 
with a dishonest person who makes no verbal re- 
presentation, but places a show card in juxtaposition 
with an article for sale, having thereon the objec- 
tionable wordSi Possibly there are some clauses of 
" The Merchandise Mark Act, 1887," which would 
be capable of being applied to such a case. 



CHAPTER IV. 

OPPOSITION TO REGISTRATION. 

There are so many intricate points requiring the 
greatest care on the part of applicants, the regis- 
tration of whose Trade Marks are opposed by any 
person, and on the part of persons desirous of 
opposing registration, that it was thought desirable 
to treat the subject in a separate chapter, the 
more so as the practice has been very much 
amplified by the Patents, Designs, and Trade Marks 
Act of 1883-1888, and the rules passed under 
such Acts. Under the Act of 1875, it was not 
customary to place great reliance upon the statements 
contained in a notice of opposition, or the answer to 
it — the counter statement. Anything, however 
rough or sketchy, was thought sufficient to send to 
the Registrar of Trade Marks, to arrest the progress 
of registration, by way of opposition. In practice 
also the Court, if the case ever reached so far, very 
rarely considered, or indeed had brought before it, 
the contents of the notice of opposition, or counter 
statement. 

The practice is now entirely altered. Cases of ^pp^^^^^^^ 

^ , •' cases now 

opposition are now directed to be heard before the heard be- 
Comptroller of Trade Marks ; then there is an appeal troiier?™^ 
to the Board of Trade, and only in case the Board 
of Trade directs, is the case decided by the Court. 
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Contents of Moreover, the rules under the last Acts specify 
opposition, the nature of the contents of the notice of opposi- 
tion, altered, of course, to suit the requirements of 
the particular case ; and unless the notice of oppo- 
sition is in strict compliance with the rules, the 
opponent is seriously prejudiced when the case 
comes to be heard by the Comptroller. 
Comptroi- It has been seen that the Comptroller, having 
refi^re^ received the application for registration, may, if he 
^fhout^^ thinks fit, refuse to register a Trade Mark ; but he 
hearing is not to cxercisc this discretion adversely to an 
app lean . q^^i^qqj^^^ without giving the applicant an oppor- 
tunity of being heard, personally or by his agent, of 
which hearing ten days' notice is given. 

Supposing, however, the application is accepted, 
or the hearing terminates in favour of the applicant, 
or in the case of an appeal to the Board of Trade 
the same result follows, the Comptroller then ad- 
vertises the application in the Trade Marks Journal, 
an oflScial paper published under the direction of 
the Board of Trade, and a representation of the 
Trade Mark appears therein in black and white. 
Notice of Notice of Opposition. — ^Any person may then, 
opposi ion. ^jIjJ^Jjj qj^q month, or such further time not exceed- 
ing three months as the Comptroller may allow, of 
the first advertisement of the application, give 
notice of opposition. 

The notice of opposition is to state the ground or 
grounds on which the opponent intends to oppose 
the registration, signed by him or by his solicitor, 
and is to contain an address for service in the 
United Kingdom, according to a form, which in 
outline 'is given in the rules, with such variations 
as circumstances may require. 
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If the ground, or one of the grounds, of the 
opposition is that the applicant is applying for 
registration of a Trade Mark identical with, or 
having such resemblance to, a Trade Mark already 
on the Eegister with respect to such goods, as to be 
calculated to deceive, the notice is to state the date 
of registration and the numher on the Eegister of 
such Trade Mark already on the Eegister. 

The form in the schedule to the rules merely gives Form in 
the formal parts of the notice of opposition, such as: — ® ^' 

" I, , hereby give notice of my 

intention to oppose the registration of the Trade 

Mark advertised under the above number for 

Class in the Trade Marks Journal of the 

day of , 18 , No. , page 

" The grounds of opposition are as follows." 

The rest of the notice is to be filled in by the 
applicant or his solicitor, according to the circum- 
stances of each particular case. 

Some text-books contain forms adapted to many 
diflferent cases, some of them involving the most 
difficult points of Trade Mark law, and in practice 
it has been found that none of these are ap- 
propriate to some of the complicated cases which 
arise between the rival traders, although highly 
useful so far as they go. The notice of opposition Notice of 
therefore, it will be seen, is a document requiring requSes^^ 
great skill and care, and knowledge of Trade Mark ^®** *^^®- 
law, and should be prepared in anticipation of the 
evidence which the opponent will be able to pro- 
duce in support of his opposition and the appli- 
cant's reply, seeing that the opponent has, in the 
first instance, to lodge his evidence in support, as 
will be presently pointed out. 
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On the hearing of the case, no opposition is 
allowed in respect of any ground not stated in the 
notice of opposition. 

Counter The COUNTER STATEMENT. — The applicant's reply 

is called the Counter Statement, which has to be sent 
to the Comptroller, signed by the applicant or his 
solicitor, within one month after the receipt of the 
notice of opposition, or such further time as the 
Comptroller may allow. If he does not send the 
counter statement, his application is deemed to be 
abandoned. 

Evidence. The opponent within two months after the ex- 
piration of one month, or such further time not 
exceeding three months as the Comptroller may 
allow from the date of the advertisement of the 
application, has to leave at the Trade Marks Branch 
of the Patent Ofl&ce, such evidence by way of de- 
claration as he may desire to adduce in support of 
his opposition, and deliver to the applicant copies 
thereof.* 

The applicant, within one month from the de- 
livery of opponent's copy of his statutory declarations, 
is to leave at the same Office his evidence in answer, 
also by way of statutory declaration, and deliver 
copies to the adverse party, t 

* The writer must express his opinioD, from much ex- 
perience in this branch of Trade Mark practice, that too 
much time is given. There may be cases perhaps where persons 
are abroad, in which special facilities may be given, but in 
many cases applicants are delayed registration for many 
months, it may be a whole year or more, by the facilities 
afforded for time. 

t It appears to be a great and important defect in this 
practice that there exist no provisions to cross-examine the 
person who has made statutory declaration, a power which 
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When the evidence is complete, either party may 
obtain an appointment for the hearing of the case, 
and the decision is notified to the parties. 

Appeal to the Board of Trade. —Either party 
dissatisfied with the decision of the Comptroller 
can appeal to the Board of Trade within one month 
from the date of the decision, or such further time 
as the Comptroller may allow, but special leave of 
the Board of Trade may be given for a further 
extension of time. 

The practice is to leave at the Trade Marks Appeal to 
Branch of the Patent Office a notice of appeal, Trade, 
together with a statement of the grounds of appeal, of^<Snds. 
and the appellant's case in support. 

The Board of Trade has also to be notified of 
the appeal, together with a copy of the statement 
of the case. The opponent, or applicant, as the 
case may be, has also to be notified, and to be 
furnished with a copy of the statement. 

The Act directs that the Board of Trade if re- 
quired " shall " hear the applicant, and the oppon- 
ent, and the Comptroller, and may make an order 
determining whether, and subject to what conditions 
(if any), registration is to be permitted. 

The Board of Trade may, however, refer the Board may 
appeal to the Court, and the Court then has juris- p^i'^to^the 
diction to hear and determine the appeal, and may ^<^^^- 
make a similar order. 

It would seem, however, that the Board of Trade 



is not absent from any other legal proceedings (which this is). 
The writer has called the attention of the Board of Trade to 
this defect, and he has reason to believe it will before long 
receive parliamentary attention, as there is'no'power to remove 
it by means of rules. 
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is compelled to hear the appeal, although doubtless 
in practice, neither of the parties would be advised 
to refuse an immediate hearing by the Court, if the 
Board deems it unadvisable to hear the appeal, in 
which case the Board has power to direct the 
evidence to be adduced before the Court, and no 
doubt further evidence can be adduced by special 
leave. 

Abandonment of Opposition, — If the applicant 
abandons his application after notice of opposition, 
he shall be liable to pay to the opponent such costs 
in respect of the opposition as the Comptroller 
determines to be reasonable, but the practice is very 
doubtful with regard to the payment of costs, if the 
opponent abandons his opposition at any stage ; and 
it seems that if the case is ultimately heard by the 
Court, no costs can be given to a successful op- 
ponent of the previous proceedings in the Comp- 
troller's department, or before the Board of Trade.* 
When the case is heard by the Court, the 
Court has full power to decide as to the validity of 
the mark, notwithstanding that the Comptroller has 
originaUy passed it for registration. 
The This was so decided in the " Gem " air-gun case 

{re Arbenz), where the mark had been passed by 
the Comptroller, opposed by rival gun-makers, 
decided in favour of the applicant, after a lengthy 

"^ Another apparent defect in the whole of this procedure 
is, that no costs are allowed to either party, nor is there any 
discretionary power for the Comptroller to order coats to be 
paid by the unsuccessful litigant. Very considerable in- 
justice and injury appear to be the result of this omission in 
the Act, or the rules, to the party who has been put to 
expense by an invalid opposition, or an improper application. 



"Gem"air 
gun case. 
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and careful hearing by Mr Justice Kay, and 
ultimately taken off the Register by the Court of 
Appeal, partly upon a ground which had not been 
taken before the Court below, namely, that the 
word "Gem" was descriptive, and not a fancy 
word. 



CHAPTER V. 



INFRINGEMENT OF A TRADE MARK. 
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" Imitation," it is said, " is the sincerest form of 
flattery." When, however, it takes the shape of 
copying your favourite label or wrapper, for 
the purpose of fraud, the compliment does not 
appear to have been generally appreciated by the 
commercial community, although there can be no 
doubt the fact is a proof of the value of the Trade 
Mark which is imitated. 

The registered proprietor of a valid Trade Mark 
to which he is lawfully entitled has three remedies 
open to him to adopt against persons who infringe 
his rights : — 

1. He can bring an action in the High Court of 
Justice before the Queen's Bench Division, claiming 
damages in an action for deceit on the ground of 
false representation. 

2. He can bring an action in the High Couit of 
Justice before the Chancery Division, claiming an 
injunction to restrain the alleged wrong-doer from 
using the registered Trade Mark, and also claim 
damages, or an account of profits. 

3. He can take criminal procedings under the 
"Merchandise Marks Act, 1887," by summons be- 
fore a Magistrate or Justice of the Peace, or by 
indictment. 
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The second remedy is the one preferred, and will 
be treated of in this chapter, the criminal remedy 
being separately considered. 

Action for Infringement. — What will be now Actions for 
explained will be the remedy by injunction, granted ment.^^ 
by a Judge of the Chancery Division of the High 
Court of Justice, against the illegal use of another 
person's Trade Mark, consisting of any of those things 
which the law has laid down to be registerable as 
Trade Marks. 

The question of putting up goods in a manner so 
like the mode adopted by another manufacturer or 
dealer as to be calculated to deceive, and the fraudu- 
lent use of a name of an individual or firm by another 
firm of the same name, are analogous questions, but 
will also be separately considered, and explained in 
subsequent chapters. 

The principles upon which a Court proceeds to 
afford protection to a person whose Trade Mark is 
infringed, are stated by various writers in various 
ways. They have been well enunciated over and 
over again, by eminent judges in numerous import- 
ant cases. 

It has been said that fraud is not an actual in- Fraud not 
gredient in the case, but it is the right to property ®^^®"*^^^- 
which is affected ; and in another important case it 
was said by that eminent lawyer. Lord Westbury, 
that " Imposition on the public is indeed necessary 
for the plaintiffs title, but in this way only, that it 
is the test of the invasion by the defendant of the 
plaintiffs right of property ; for there is no injury 
done to the plaintiff if the mark used by the defend- 
ant be not such as may be mistaken, or is likely to 
be mistaken, by the public for the mark of the 

E 
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plaintiff, but the true ground of the Court's juris- 
diction is property." 

It must of course, however, be understood that the 
property is not in the mark, but in its application 
to particular goods, and consequently a person has 
not such an abstract right to use the mark he adopts 
for particular goods, as to enable him to prevent 
others from using the same mark on other goods. 
Such rights may arise now under the Trade Marks 
Registration Acts, and may arise on opposed regis- 
trations, in respect to similar descriptions of goods 
included in the same class. 
Lord Cran- i^pd Cranworth stated the general principles to 
ftnition of be that any one who has adopted a particular mode 
cipies?^ of designating his manufacture, has a right to say, 
not that other persons shall not sell exactly the 
same article, better or worse, or an article looking 
like it, but that they shall not sell it in such a way 
as to steal his Trade Mark, and make purchasers 
believe that the article is his manufacture. 
Americaa's A learned American author has stated the prin^ 
ions, ^jpjgg jj^ these words : — " The ground upon which 
the Court protects Trade Marks is, that it will not 
permit a party to sell his own goods as the goods 
of another. A party will not therefore be allowed 
to use names, marks, letters, or other indicuB by 
which he may pass off his own goods on purchasers 
as the manufacture of another person. 

" A man is not to sail the goods of his manufac- 
ture to j5, under the pretence that they are the goods 
of the manufacture of A, who by superior skill and 
industry has established a reputation for his articles 
in the market. The law will not permit a practice 
of this kind, nor the use of names which contribute 
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to effect it ; he has no right, and will not be 
allowed to use names, marks, or other symbols, by 
which he may palm off on buyers, the articles 
which he is selling, and thereby attract to himself 
the patronage that without such deceptive use of 
such names, &c., would have benefited that other 
person who first got up, or was alone accustomed 
to use such names, marks, or symbols. 

" In commercial dealings, the utmost good faith 
should be observed, and no one is permitted to go 
into the market with labels assimilated to those of 
another, so as to profit by the ingenuity, good faith, 
or established reputation of the latter. 

" If the article sold by the defendant does not 
dififer from the complainant's, but merely inferior to 
it, the effect must be to destroy in the market the 
value of the plaintiflTs article. In all cases where 
a Trade Mark is imitated, the essence of the wrong 
consists in the sale of goods of one manufacturer or 
vendor for those of another, and it is only when 
this false representation is directly or indirectly 
made, and only to the intent in which it is made, 
that the party who appeals to the justice of the 
Court can have a title to relief." 

Lord Kingsdown, in the case of the American Lord 
Cloth Company, says: — " The fundamental rule is that down's de- 
one man ought not to put up his goods for sale as ^grioan 
the goods of a rival trader, and he cannot, therefore, Leather 
in the language of Lord Langdale, in the case of p^y'g ^ 
Ferry v. Truefitt, be allowed to use names, marks, *^®* 
letters, or other indidce by which he may induce 
purchasers to believe that the goods he is selling 
are of the manufacture of another person." 

It must be understood that the same principles 
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in these cases apply to middlemen or dealers who 
are not the manufacturers, in which case Trade 
Marks are deemed marks of selection. 

Cases of infringement of Trade Marks appear 

very early in the English Law reports. 

First The first case was that of Southern v. How, which 

ment caie IS thus reported in Popham's Law Eeports : — " In 

in England. 22 Eliz., an action upon the case was brought in the 

Common Pleas by a clothier, that whereas he had 

gained great reputation for his making of cloth, by 

reason whereof he had great utterance to his benefit 

and profit, that he had used to set his mark to his 

cloth whereby it should be known to be his cloth, 

and another clothier perceiving it, used the same 

mark to his ill-made cloth, on purpose to deceive 

him, and it was resolved the action did well lie." 

It was doubtful whether the action was brought by 

the defrauded clothier or by the purchaser. 

For many years the Courts of Law and Equity 
appeared indisposed to interfere for the protection 
of Trade Marks, considering them somewhat in the 
light of monopolies, so that the law for the pro- 
tection of Trade Marks as now administered in the 
Courts is exclusively the growth of the last seventy 
or eighty years, and may be said to form a com- 
plete system of jurisprudence, thoroughly well under- 
stood and administered. 

As soon as the fact of an imitation or improper 
use of a registered Trade Mark has come to the 
knowledge of the registered proprietor, it behoves 
him, without any unnecessary delay, at once to take 
steps against the infringer, if the rights of the re- 
gistered proprietor are sufficient to entitle him to 
do so. 



Necessity 
for imme- 
diate pro- 
ceediii^s. 
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Urgency is needed, because it becomes necessary interiocu- 
in most cases that an application for an interlocutory juSction. 
injunction should be made as soon as the proceed- 
ings in the action are instituted by the issue of the 
writ. This interlocutory injunction it may be of 
the utmost importance to obtain at an early stage, 
and it will not be granted if, in the opinion of the 
Court, unreasonable delay has taken place. It has 
been decided, however, that the plaintiff may take 
sufficient time to secure the necessary evidence to 
establish his case. 

There are many reasons why an interlocutory 
injunction should be applied for, and applied for at 
an early stage. It may be in some cases absolutely 
necessaiy to stop the injury being done to the 
plaintiff, without waiting until the case is heard by 
the Court. 

In some cases when goods bearing the pirated 
mark are on board ship f of transmittance abroad, or 
in the custody of dock or wharf owners, and the 
utmost diligence is required to stop the goods going 
abroad, or being disseminated in other ways, an ex 
parte injunction may be obtained.* 

In many cases it frequently happens that on the 
hearing of a motion for an interlocutory injunction, 
supported by the best evidence which can be 
obtained, and establishing the plaintiffs rights in 
a substantial manner, the defendant is advised to 
submit to a perpetual injunction, and to treat the 

* In one case within the writer's knowledge, the goods 
bearing the objectionable mark had been shipped whilst the 
proceedings were being taken. V.-C. Bacon granted an 
injunction, ad interim^ and ordered the defendant to forward 
a cablegram to China to stop the goods being sold with the 
pirated mark thereon. 
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hearing of the motion as the hearing of the 
cause. 
Protesting A person who has become aware of an infringement 
cicnt ' of his rights must take some decided measures, be- 
cause apart from the risk he runs of losing the benefit 
of an interlocutory injunction, he may lose all right 
to relief by what is technically called " acquiescence " 
on his part. The fact that he has written to the 
infringer, and protested, and asserted his rights, goes 
for nothing. Lord Justice Turner said, in a case in 
which delay and acquiescence was charged against 
the plaintiff, " What the plaintiffs mainly rely on 
was the continual claim on their part, and no doubt 
they have not ceased to assert their claim ; but I 
cannot agree to a doctrine so dangerous as that the 
mere assertion of a claim, unaccompanied by any 
act to give effect to it, can avail to keep alive a 
right which would otherwise be precluded." 
Defence A Very frequent defence which is set up against 

tiff is aware ^ plaintiffs rights which are intact on all points is, 
of defen- ^jj^^ ^jj^ plaintiff was aware of the defendant's acts ; 

dant 8 acts. ^ i • j 

but it appears to be clear law, having been laid 
down in one case by such an eminent judge as 
Lord Justice Fry, that the evidence adduced on this 
point by the defendant must go to show, not merely 
that the plaintiff might have been aware of the in- 
fringement, but that he actually was so, and with 
such knowledge he remained quiescent. 

The question of delay in bringing an action, how- 
ever, may also affect the plaintiffs right to . costs, 
even although an injunction is granted at the trial. 
Communi- When it is known by the registered proprietor of 
defend^t ^ Trade Mark that it is being infringed, it behoves 
action^ him to be very careful how, and in what manner. 
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he places himself in communication with the in- 
fringer, and whether he should do so by letter, and 
in that case as to the form of letter. In many 
instances it is not the whole Trade Mark which is 
pirated, or used by another person, and it may not 
also be an exact copy, or an identical imitation of a 
Trade Mark. A person is entitled to relief where 
the essential portion, or essential portions, of a 
label, or a combination Trade Mark, is taken ; or 
where there is used a colourable imitation of a 
label, or wrapper, or other Trade Mark, in such a 
manner as would be calculated to deceive. 

In these cases, it is necessary to specify with 
accuracy, if the wrong-doer is approached by a 
written communication, what is claimed, and if too 
much, or too little is claimed, the applicant for 
relief may be prejudiced at a later stage of the 
proceedings by some act which a person may take 
on receipt of a written communication, loosely or 
improperly worded. 

In the important case of Orr Swing & John- The'* Two 
ston the plaintiffs, Orr Ewing & Co., used upon ^P^^^^f 
Turkey red yarn a ticket, or label, comprising e^»& & 
different particulars, but upon which were two Essentiaf 

elephants. tkket.^ "^ 

The defendants used a ticket, or label, on the 
same description of goods, also bearing two elephants, 
but placed in a different position. It was, however, 
proved by the plaintiffs in that case, that the goods 
sold by them were known as Two Elephants Yarn, 
and the Court came to the conclusion that the two 
elephants constituted essential features of the 
plaintiff's Trade Mark, and granted an injunction 
against the defendants using two elephants on any 
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ticket on Turkey yarn, so as to represent or induce 
the belief that any of the yarn was dyed by the 
plaintiffs. 

This is one of the best instances of claiming 
essential features of a combined mark. 

It is very seldom that the exact thing itself is 
taken — that is to say, identical in all respects, 
although this is sometimes done and justified on 
different grounds. 
The ^^ Another and very recent illustration of a manu- 
Turkish^ factuTcr's claim to an essential feature of a label is 
—Barlow^. ^^® ^^®® ^^ Barlow V. Johnson, in the case of a name 
Johnson, or word. Barlow & Jones, Limited, of Manchester, 
are one of the largest and most extensive manufac- 
turers of Turkish towels. They manufactured a 
particular kind of Turkish towel, upon which they 
placed a label, or ticket, of a distinctive nature, 
bearing, besides other devices and ornamentations, 
in a prominent position, the word *' Osman." Being 
an exceptionally good towel, the towels became 
known by the name " Osman," and obtained a great 
reputation. Another firm of Turkish towel manu- 
facturers commenced to make a similar kind of 
Turkish towel, on which they placed a ticket, very 
similar to the plaintiffs ticket, and afterwards 
changed it to one not at all similar, but bearing in 
a very prominent position the word " Osman." It 
was proved that the word was the essential feature 
of the label, which was registered under " The Trade 
Marks Eegistration Act, 1883," and an injunction 
was granted, restraining the defendants from using 
the word " Osman." 
Marksneed Jn order to ascertain whether there has been an 

not be 

identical in imitation of the plaintiff's mark, it is not necessary 
ment'^cases. that there should be an exact copy ; in fact, as before 
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observed, this is seldom done. It is desired to take 
something which closely resembles the thing itself, 
without making an exact copy. 

In the leading case of Croft v. Day (Day & Mar- The " Daj 
tin's Blacking), Lord Langdale laid down in thegi^kSig" 
clearest language, the mode in which a fraud of<^**^- 
this nature is generally endeavoured to be accom- 
plished. "First, there must be such a general 
resemblance of the forms, words, symbols, and ac- 
companiments as to mislead the public; and 
secondly, a sufficient distinctive individualism 
must be presented, so as to procure for the 
person the benefit of that deception which the 
general resemblance was calculated to produce. 
To have a copy of the thing would not do, for, 
though it might mislead the public in one respect, 
it would lead them back to the place where they 
were to get the genuine article, an imitation of which 
was improperly sought to be sold. For the accom- 
plishment of such a fraud, it was necessary in the 
first instance to mislead the public ; and in the next 
place, to secure a benefit to the party practising the 
deception by preserving his own individuality." 

As to what is a colourable imitation, and in what 
cases can it be said that a person has so imitated 
another person's Trade Mark as to be calculated to 
deceive, and which a Court will restrain, it is always 
a difficult matter to determine. 

It may be the case of a word. The use of "Tovril" The "Tov- 
was restrained by Mr Justice North, at the instance " ^^®' 
of the proprietor of the beverage called "Bovril," 
and the fraud was assisted by the use of cups, urns, 
and other modes of selling the article, similar to those 
used by the proprietors and inventor of " Bovril." 
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In Steinway v. ffenshaw, Mr Justice Stirling 
restrained the defendant from using the word 
" Steinberg " on pianos, which his Lordship con- 
sidered was adopted to pass oflf defendant's pianos 
for those of the eminent firm of Steinway & Sons, 
of New York and London. 
Rodgers & The wcU-known firm of Joseph Rodgers & Sons, 
German"" Limited, succccded in restraining one Rottgen, a 
cutlery German manufacturer of cutlery, from using two 

case. •' ' o 

Maltese crosses, which in fact he had registered in 
Germany, and which Mr Justice Kay thought was 
similar to Messrs Joseph Eodgers & Sons' world-wide 
device, a Trade Mark of a star and Maltese cross, 
and which had been in use by their firm and pre- 
decessors since 1764. 

The deception was also assisted by the use of 
labels on packets of cutlery, sample cards, and other 
modes of putting up goods, similar to those adopted 
by the plaintiffs. 
Proof of There is seldom to be found capable of being 

ceptfon!^ produced to the Court on the hearing of cases of 
this description, evidence of persons having been 
actually deceived, although this was done in the case 
of Lever v. Goodwin, which will be commented upon 
in a subsequent chapter, having reference to ca^es 
of imitation of mode of putting up goods. Nor is 
it necessary to do this, when the counterfeit mark 
is so nearly resembling the genuine mark, as, in the 
opinion of the Court, what the defendants have done 
is calculated to deceive. 

This was so laid down in the case of Orr Ewing 
& Johnston, and it may be useful to refer to what 
Mr Justice Fry and Lord Justice Cotton said in 
that case, explanatory of the point. 
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It will be recollected that in that case the 
defendants had taken two elephants as part of 
their ticket, and which the Court came to the 
conclusion formed an essential part of plaintifife' 
ticket, and after going very minutely into the whole 
of the case, Mr Justice Fry proceeded — 

" I think therefore that while the defendants did 
take these two elephants, they took that which was 
a material and substantial part of the plaintiffs' 
ticket. Now what is the result of that. It^ appears 
to me that the result of that is this : to throw upon 
the defendants the burden of proving that their 
ticket did not deceive purchasers, so that they 
should believe that the defendants' goods were 
plaintiffs' goods." 

On appeal. Lord Justice Cotton explained this 
principle as follows : — " Not that in all cases where 
fraud is charged, or in a case of this sort, the 
burden of proof is not on the plaintiff to make out 
his case, but that when the defendants do use, 
under suspicious circumstances, a ticket which of 
itself is calculated to deceive, that then the burden 
of proof is thrown upon them, to displace that 
prima facie evidence against them, and to show 
that, in fact, they were innocent in doing this, 
which of itself is not innocent, because it is 
calculated to deceive." 

The plaintiff, however, always produces to the 
Court, evidence of persons well versed in the trade 
in the goods in respect of which the genuine and 
false Trade Marks are used, that the two marks 
are so similar as to be calculated to deceive. 

It may be, that when the two things are placed 
close together, it will be seen that they differ very 
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considerably, and therefore the learned judges have 
laid down rules, from which can be clearly gathered 
the principles which should regulate a Court in 
coming to a decision that the Trade Mark com- 
plained of is a colourable imitation, and should 
be restrained. 
I^rd Cran- j^ would be impossible to explain these prin- 
jud^ent ciples in clearer language than that used by Lord 
Prove-^^' Cran worth in Seixo v. Provezende, and which are 
zeiide. constantly quoted in Trade Mark infringement 
cases : — " It is hardly necessary to say that, in 
order to entitle a party to relief, it is by no means 
necessary that there should be absolute identity; 
what degree of resemblance is necessary is, from 
the nature of things, a matter incapable of defini- 
tion db priori. All that Courts of Justice can do is 
to say that no trader can adopt a Trade Mark so 
resembling that of a rival as that ordinary/ pivr- 
chasers, with ordinary caution, are likely to be 
misled. It would be a mistake, however, to sup- 
pose that the resemblance must be such as would 
deceive persons who should see the two marks 
placed side by side. The rule so restricted would 
be of no practical use. If a purchaser, looking at 
the article offered to him, would naturally be led, 
from the mark impressed on it, to suppose it to be 
the production of the rival manufacturer, and would 
purchase it in that belief, the Court considers the 
use of such a mark to be fraudulent. But I go 
further : I do not consider the actual physical 
resemblance of the two marks to be the sole ques- 
tion for consideration. If the goods of a manufac- 
turer have, from the mark or device he has used, 
become known in the market by a particular name. 
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I think that the adoption by a rival trader of any 
mark which will cause his goods to bear the same 
name in the market may be as much a violation of 
the rights of that rival as the actual copy of his 
device." 

This was followed, as has been seen, in the case The " Two 
of the " Two Elephants " Turkey Yarn {Orr Swing cJ©. *"*** 
V. Johnston), Also when the plaintiff's beer was 
known as "Dog's Head" Beer, the defendants were -'Doj^'s 
restrained from using on their beer the head of a g®^ 
diflferent kind of dog from that used by the plaintiffs 
{Read v. Richardson) ; and in numerous other cases. 

One of these may perhaps be referred to, as it 
illustrates the subject in a very clear manner. 

In Ford v. Forster the plaintiff, who was a Ford's 
maker of the shirts, was in the habit of selling his shirts, 
shirts as " Ford's Eureka Shirts," and it was argued 
on behalf of the defendants, that as the plaintiff 
had always marked his shirts as " Ford's Eureka 
Shirts," and as the defendant had only adopted the 
term " Eureka," it was impossible that the public 
could be deceived by such means. 

This objection was overruled, on appeal, by the 
Lords Justices, on the ground that the word 
" Eureka," so used, was the mark by which the 
public would be influenced in purchasing the shirts. 
" It is quite obvious," said Lord Justice Mellish, 
"that although he adds the word 'Ford,' for the 
purpose of enabling people to come to him, and in 
order to tell them where to buy a ' Eureka ' shirt, 
you must buy it of Ford ; yet a large number of 
persons who read these advertisements would be 
attracted by, and remember, the word 'Eureka,' 
and would wholly forget the word * Ford.' 
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The above cases have been instanced as much 
for the purpose of explaining the grounds upon 
which the Court proceeds, in considering whether 
there has been an imitation of the plaintiff's Trade 
Mark, as to show the care which is required in 
making the right claim against the defendant at 
the right time. 
Danger of Another danger may now be pointed out to 
pro%©^ which a person is subjected, by not taking proceed- 
"^^ ings at as early a moment as possible, when he is 

aware of his Trade Mark being adopted by another 
person ; and this has occurred more particularly in 
respect of a name used to designate a particular 
article to be a particular person's manufacture. It 
is true that these cases occurred before the Eegis- 
tration Act of 1875 came into operation, but they 
may still hold good in similar cases. 
Name may It otten happened that a mark which, at its first 
pTbiid adoption by the owner, and for some time after- 
juris. wards really did convey such a meaning, has, either 
from the negligence or licence of the owner, come 
to be understood as no more than descriptive of the 
particular class of goods upon which it is placed, 
and from this cause, or from lapse of time, or other 
circumstances, has become a name ''publid juris," 
and as such open to all the members of the com- 
munity equally. 
Lord jufl. This argument was put forth by the defendant 
v*^u»^5^« ill the above-mentioned case of Ford v. Forster. 

lish 8 den- 

nitionof "There is no doubt, I think," Lord Justice Mellish 

jw-isT said, "that a word which was originally a Trade 

Mark, to the exclusive use of which a particular 

person, or his successor in trade, may have been 

entitled, may subsequently become puUid juris, as 
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in the case recently before us of ' Harvey* s Satice' 
It was admitted there that although that had been 
originally the name of the sauce made by a parti- 
cular individual, it had become pvilici juris, and 
that all the world were entitled to call sauce 
* Harvey's Sauce ' if they pleased.'* 

" Harvey's Sauce " became public property, because 
the owners of the name did not take proper pre- 
cautions to protect themselves. 

The same thing occurred in the case of " Eeading ** Reading 
Sauce " and " Worcestershire Sauce," but in the case ?<*worces- 
of " Harvey's Sauce " an injunction was granted at tershire 
the instance of the successors in business of the •* Harvey's 
original inventor, restraining a person from selling ^'^^ 
a sauce under the title of " The Original Lazenby's 
Harvey's Sauce." In the case of Eeading Sauce, a 
similar injunction was granted to restrain a firm 
from selling a sauce under the name of " The 
Original Reading Sauca" 

The Judge in the latter case laid down that « original" 
where there are a great number of persons who ^^QQ^i^e^" 
produce the same article, " original " means that the 
article so called is that made by the first inventor. 
That is the meaning of the word " original " which 
the Court of Chancery has always recognised. 

The same principles have been laid down in 
other cases, and also with reference to the use of 
the words " The only genuine," and the like. Even 
although a manufacturer may have lost his right to 
a name or a label, such species of false representa- 
tion will be restrained. 

An instance, may be mentioned in which manu- Goodaii, 
facturers of sauce have maintained their right to a & co.'s^^' 
name for sauce, and their right to their label, having R^iJ^^'^*'^ 
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taken immediate proceedings to protect themselves. 
aoodaiiY, This occurred in the case of Goodall v. HutchiTiSy 
Mr Justice before Mr Justice Kay, on the 27th January 1882, 
ment!^"^^ and the judgment in that case is of such an instruc- 
tive nature that it may be referred to with advan- 
tage in considering both portions of the question, 
imitation of label, and of the words " Yorkshire 
Eelish," as applied to a sauce. 

Mr Justice Kay said: "For many years the 
plaintiffs [Goodall, Backhouse & Co., of Leeds] had 
been making, and selling, a sauce to which they 
gave the name of * Yorkshire Relish,' and upon these 
bottles was a label in red, white, and blue colours." 
His Lordship then described what the defendant had 
been doing, and proceeded : " No one could fail to 
be deceived by the bottles of the defendant, and he 
had not the smallest shadow of a doubt that the 
bottle and label of the plaintiffs were, by the de- 
fendant, put before the eyes of his designer, with 
directions to copy it as closely as could be, without 
taking the very thing, and that he had managed to 
make a copy so close that very many purchasers 
would be likely to be deceived by it. In my 
opinion it was calculated, and meant, to deceive, and 
was a gross fraud. . . . Then there remained the 
question what the defendant had thought fit to 
contest, namely, whether or not he might use the 
words ' Yorkshire Eelish,' and the mode in which he 
attempted to justify doing that was this. He did 
not say he was aware of the materials, or mode of 
manufacture of the plaintiffs* sauce, or that the 
words * Yorkshire Relish ' had become the exclusive 
designation of a particular sauce that might be made 
by anybody, but he said other people had been 
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making sauces to which they had given the name 
* Yorkshire Relish/ From the evidence it appeared 
that if this were so, it had been done in a secret 
and hole-and-corner sort of way, and to such a 
small extent, that it did not become known to the 
principal dealers in such goods. The defendant 
had no manufactory in Yorkshire ; he had no know- 
ledge of the recipe of the plaintiffs; and he 
could not justify the use of the title * Yorkshire 
Relish ' by saying that other people had used the 
name." 

His Lordship granted an injunction restraining 
the use of the words " Yorkshire Relish " and the 
use of the label 

An important American case, The Dixon Crucible 
Company v. Ghiggenheim, so completely exemplifies 
the exact principles of this class of case, that it is 
considered very useful to set forth portions of the 
judgment. 

The article sold by the plaintiffs and defendant 
was stove polish, put up in cubes, and covered with 
wrappers, and bearing labels with the names used 
by each, which were very similar, and so were the 
wrappers and labels, but slight differences existed when 
the two cubes were placed side by side, and to one 
not thoroughly familiar with both the one could easily 
be mistaken for the other, so far as the shape and 
general appearance were concerned. The Judge 
called attention to these differences, but stated that 
the general appearance and effect were substantially 
the same, and then proceeded : " A number of affi- 
davits were read on both sides as to the closeness of 
the alleged imitation. Those of the plaintiffs say 
that the defendant's article is purchased and used to 

F 
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a very large amount by persons who supposed that 
they were buying the plaintiflfs' polish ; while the 
defendant alleged that both the Joseph Dixon and 
the J. C. Dixon polish are known to the trade, and 
that the defendant never sells the one for the other. 
Further, that any one of common understanding can 
distinguish between them, and that persons are not 
likely to be misled. Eespecting this point, the 
testimony of the defendant is merely negative. That 
of the plaintiffs is positive and strong. The public 
have been misled. It is true that the wholesale 
dealers may generally understand the difference 
between the two articles, and may not sell the J. C. 
Dixon for the Joseph Dixon ; but the small retail 
dealers, scattered all over the world, do not so 
understand this distinction, and if they did might 
not so regard it. Much less would their customers 
— many of whom are ignorant people — sometimes 
domestics, sent to the store by their employers- 
recognise any difference between them, or know 
whether they were buying the Dixon Stove Polish 
which has been advertised for so many years, or the 
article manufactured and sold by the defendant. 
. . . True it is that they are not exactly alike. 
But the whole Trade Mark need not be counter- 
feited. And the Court will examine to see if the 
very differences are not colourable." 

In another American case where " Bovina " was 
substituted for " Boviline " in a label, the Court said : 
" The design was evidently to depart from the other 
sufl&ciently to constitute a difference, when the two 
were compared, and yet to do it so skilfully that 
the difference would not be detected by an ordinary 
purchaser, unless his attention were particularly 
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called to it, and he had a very perfect recollection 
of the label." 

The same principles so well and clearly laid 
down in these and other American cases will be 
found in all the English cases relating to imitation 
of labels, wrappers, and other Trade Marks. 



CHAPTER VL 

CONSEQUENTIAL RELIEF — ACCOUNT OP 
PROFITS — ^DAMAGES — COSTS. 

A PLAINTIFF in an action, claiming an injunction to 
restrain the defendant from infringing his Trade 
Mark, or from passing oflf his goods as and for the 
goods of the plaintiff, or from using his name in a 
fraudulent manner, is always advised to claim an 
account of profits — or damages — and the costs of 
the action, and a plaintiff who has succeeded in 
obtaining an injunction can elect whether he will 
have an account of profits, or an inquiry as to 
damages. 
Account of It may be stated as the result of considerable 
?ffl»bie to° experience, that it is preferable to claim an account 
^*™*s®*- of profits, by reason of the difficulty of proving the 
extent and nature of the damages which follow the 
defendant's unlawful acts. 
Leather In the casc of the Leather Cloth Company v. 

ciM.C<m- si^schfdd (in 1865), it was held by Vice-Chancellor 
v*r^!Si ^^^^' ^^^ ^^ would not be assumed, in the absence 
of evidence, that the amount of goods sold by the 
defendant under the fraudulent Trade Mark would 
have been sold by the plaintiffs, but for the de- 
fendant's unlawful use of the plaintiffs' Trade Mark ; 
for how could the Court assume that the persons 
who bought what the plaintiffs averred were in- 
ferior articles at an inferior price, would necessarily. 
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if they had not done so, have bought the superior 
articles at the higher prices. 

In this case, however, the plaintiffs took an in- 
quiry as to damages, and failed to prove special 
damage ; they then claimed the amount of profits 
which they would have made if they had sold the 
amount of cloth which the defendant had sold 
under their Mark. 

The question has been apparently well settled in American 
America. In the case of Oraham v. PUUe, it was *^"**"' 
said : " Every consideration of reason, justice, and 
sound policy demands that one who fraudulently uses 
the Trade Mark of another, should not be allowed 
to shield himself from liability, for the profit he 
has made, by the use of the Trade Mark, on the 
plea that it is impossible to determine how much 
of the profit is due to the Trade Mark, and how 
much to the intrinsic value of the commodity, 
the fact that it is impossible to apportion the 
profit, rendering it just that he should lose the 
whole." 

In another American case {Hostetter v. Vorvin/de), 
the damages were assessed at the amount of 
profits which the plaintiffs would have made if 
they had sold the same quantity of goods as the 
defendants had sold of theirs, under a spurious 
label. 

But in England the same difiiculties exist, and 
the plaintiff will be well advised to claim an account 
of profits. 

An account of profits is worked out in the 
Chambers of the Judge who has granted an in- 
junction, before the Chief Clerk, and the order for 
it forms part of the order for the inquiry. 
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Lever V, In Zever V. Goodwin (the Sunlight Soap 

"Sun%iit Wrapper case), the order was, "that the following 
So^." account be taken, that is to say, an account of the 
profits made by the defendants in selling or 
disposing of soap made by or for the defendants, in 
any wrapper such as that contained in' the exhibits, 
marked J.S.S.\ J.S.S.*, and B.B.^ and in the form 
of those exhibits, and it is ordered that the 
defendants, Goodwin Bros., do, within fourteen days 
after the date of the Chief Clerk's certificate to be 
made pursuant to this order, pay to the plaintiflFs, 
Lever & Co., the amount which upon taking such 
account shall be certified to be payable by the 
defendants to the plaintiffs." 

A point was raised in the Court of Appeal on 
behalf of the defendants, as to the form in which 
the account of profits ought to be, that the only 
profits which the plaintiff could call for was that 
profit which arose from the sale of the soap, when 
the ultimate purchaser bought it not as the de- 
fendants', but as the plaintiffs.' 

Lord Justice Cotton, afiirming Mr Justice Chitty's 
order on this point, said : " It is well known that 
both in Trade Mark cases and Patent cases, the 
plaintiff is entitled, if he succeeds in getting an 
injunction, to take two forms of relief as alternative ; 
he may either say, ' Now, I claim from you the 
damage I have sustained from your wrongful 
act,' or *I claim from you the profit which you 
have made by your wrongful act.' . . . The de- 
fendants, as I understand, do not sell anything to 
retail purchasers ; what they sell, they sell to middle- 
men, that is to say, to purchasers from them as 
wholesale merchants, and who are going to sell it 
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retail to persons who come and buy one or two, or 
any number of these packets; and the complaint 
against them is this : * You have dressed up your 
soap in such a dress, that those middlemen to whom 
you sell it are enabled by having that deceptive 
dress on it to sell it to the ultimate purchaser as 
the soap of the plaintiffs when it is your soap. In 
my opinion the whole gist of the complaint against 
them is, you have sold a weapon calculated to be used 
fraudulently by the middlemen, and the profit for 
which they must account is the profit which they 
have made by the sale of the soap in that fraudulent 
dress to the middlemen." 

Great care is required in working out the account 
of profits in the Judges' Chambers before the Chief 
Clerk, and it is very necessary in large cases to 
procure an inspection and examination of the Examina- 
defendant's books by a skilled accountant. A good Jendwit's 
many questions may arise in taking these accounts, ^ooIsb, 
as to the nature of the gross profits, and the 
defendant's right to charge certain items against 
the plaintiff for materials, rent, bad debts, and 
the like. 

In one of these cases the defendant, against 
whom the injunction was granted to restrain him 
from selling an article called " Glucose," bearing the 
plaintiff's Trade Mark, was simply an agent for a 
foreign manufacturer, who sent the goods here for 
sale by the agent, who had to account for the profits 
he had made, and pay them to the plaintiffs. 

The defendant claimed to deduct certain bad 
debts which he had incurred, and the matter was 
fully discussed, with the result that the Chief Qerk 
was of opinion that the defendant must account for 
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his profits, which were not to be diminished by losses 
incurred in his general business. The question was 
settled without any decision from the Court. 

In practice very few of these accounts of profits 
or inquiries as to damages are ever worked out. 
They generally terminate by the offer and accept- 
ance of a lump sum. 

In trilling cases it is hardly worth while to claim 
either damages or profits, should a defendant show 
a disposition to consent to an injunction on being 
served with notice of motion for an interlocutory 
injunction, and to treat the hearing of such motion 
as the hearing of the action, as constantly happens ; 
the plaintiff will be well advised in ordinary cases 
to waive his claim for damages or profits, imless he 
can obtain payment of a fixed and reasonable sum. 
Cwte. With regard to costs, as a general rule they will 

follow the result of the action, but although the 
plaintiff may be entitled to an injunction, he may 
be deprived of costs on account of his own dbnduct 
— such as unreasonable delay in commencing pro- 
ceedings, or where the defendants made at the 
proper stage a reasonable offer, which the Court 
thinks should have been accepted by the plaintiff. 
The Court may in such a case grant an injunction, 
but without costs. 

In some cases the plaintiff may have to pay costs 
of persons who have been joined in an action, such 
as forwarding agents, and who had made reasonable 
ofiers. 

The Court will sometimes in heavy cases, and 
cases of great dif&culty, give costs to a successful 
plaintiff on the higher scale, but not always. It is 
a matter entirely for the Court. 
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It is not actually necessary that a person whose ^^^ 
Trade Mark is infringed should communicate with infringer 
the infringer before commencing proceedings. oeedSJT 
Whether this should be done or not depends J^ecessary. 
greatly upon the character of the parties implicated 
— that is to say, whether they are sufficiently re- 
spectable in other respects, as to lead to the belief 
that they will accede to a demand to discontinue 
using the complainant's Trade Mark. 

In some cases such an application is simply used 
as a subterfuge for an ofifer which cannot be ac- 
cepted, but which renders it difficult, except at the 
risk of costs, for a plaintiff to proceed. 

In other cases, it is absolutely necessary, as has 
already been stated, for a properly worded request 
to be made, and a Court very frequently takes into 
consideration the correspondence which has passed, 
and whether the conduct of the parties have been 
fair and reasonable. 

It was laid down by Lord Eomilly, that the 
defendant being the aggressor, the plaintiff would 
be justified in filing his bill, without making any 
application to the defendant. 

In another case Vice-Chancellor Wood granted 
an injunction with costs, though no notice had been 
given before bill filed. 

Mr Justice Chitty gave costs with an injunction, 
there having been no notice to the defendant, who 
had acted quite innocently, and it was stated that 
Sir George Jessel, Master of the Eolls, acted on the 
same principle. 

In some cases the Court will order the deliver- DeUvering 
ing up, to be destroyed, of fraudulent labels or uient 
wrappers, and in one case Vice-Chancellor Bacon J^^„^ 
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ordered that the representation of a certain animal 
which was an infringement of the plaintiflTs Trade 
Mark, should be cut out of the defendant's ticket on 
the goods, and as the goods had already been 
shipped to China, the defendant was ordered to 
pay the costs of a cablegram to China to ensure this 
being done on the arrival of the goods. 

Advertisement of the Injunction. — A plaintiff 

is always justified in publishing the fact of an 

injunction being granted, in the public papers, and 

by circular to his customers, unless, of course, the 

defendant has consented to an injunction, on the 

• terms that it shall not be published, or only for 

a limited period. 

Advertise- Such an advertisement must be truthful in its 

jnncti^"^" terms, and accurately represent the facts ; if other- 

^hfoi ^®®' ^^ ^^y ^® treated as a contempt of Court, or 

otherwise dealt with. 

In a case before Mr Justice Chitty, a motion 
was made by the defendants to commit a successful 
plaintiff for inserting, what was alleged to be, an 
incorrect account of the grant of an injunction. 

Mr Justice Chitty said: "If a party to an 
action published a report of the c$,se in a Court 
of justice, especially when he reported it for his 
own benefit, he was bound to make a reasonably 
fair statement of what had taken place." 

Such an advertisement should never be inserted 
in a public paper, unless under proper advice, and 
a judgment of the House of Lords shows that it is 
unsafe to publish or circularise even a correct 
judgment of a Court, when the whole of the case 
is not reported. 

It was a case where judgment had been given 
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for one party, and the whole judgment was ad- 
mittedly reprinted correctly, but their Lordships 
stated that it might be deemed libellous, if the 
grounds of the judgment were not also set forth, 
with the evidence upon which the judgment was 
founded. 



CHAPTER VII. 
MATTERS AFFECTING THE RIGHT TO SUE. 

After what has been explained in preceding chap- 
ters * it will be understood that the mere fact that 
a person has obtained registration under " The Trade 
Marks Registration Acts, 1875 to 1888," of some- 
thing which he supposed represented, and which he 
intended to use, and has used, as a Trade Mark, is 
not sufficient to enable the registered owner to 
prosecute successfully in a civil court, a person who 
is using the same thing, or a colourable imitation as 
it, on the same description of goods. 

It is said in a " civil court," that is, any of the 
Courts attached to the High Court of Justice, of 
the Chancery, or Queen's Bench Divisions. 

Whether a person can be prosecuted under the 
"Merchandise Marks Act, 1887," for forging, or 
falsely applying a Trade Mark, or one so nearly 
resembling a Trade Mark as to be calculated to 
deceive, if the Trade Mark is an invalid Trade 
Mark, remains to be seen, and will be commented 
upon hereafter in dealing with the criminal remedy,t 
considering that the only definition of a Trade 
Mark in that Act is, that it means a Trade Mark 
registered under the " Patents, Designs, and Trade 

* See cbap8. ii. and iii. t See chap. xiii. 
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Marks Act, 1883," and by implication under the 
Act of 1875. 

Certainly, however, with regard to any proceedings Whether 
to obtain an injunction, it would be necessary, before mark is a 
commencing such proceedings, to consider whether ^*i*^™*''^- 
the Trade Mark is a valid mark, and properly placed 
on the Eegister, and this, notwithstanding that the 
mark has been on the Eegister five years. 

In Behrens re WTiittaker, a mark for white shirt- ?^^.V^, ^^ 
ings had been on the Eegister for twelve years or Plaintiff's 
so, and on the strength of it, the registered owner |^ep»gj nj^rk 
sued a firm, to restrain them from using what was defectiye. 
alleged to be a colourable imitation of a device. The 
defendants in that action, Messrs L. Behrens & Sons, 
succeeded in shewing to the satisfaction of Mr Justice 
Kay, that the mark had been improperly placed on 
the Eegister, and it was taken off the Eegister, on a 
motion to rectify it, by the defendants in the action, 
who of course ultimately succeeded. 

Another very disastrous result of proceedings Eno re 
adopted by a registered Trade Mark owner, oc- ^^"" 
curred in the recent important case of Eno re 
Dunn, the circumstances of which were very 
peculiar and instructive, and although not strictly 
on the subject treated in this chapter, on those 
grounds may be stated here. 

Mr Eno is the well-known inventor and manu- 
facturer of a preparation for making a non-intoxi- 
cating beverage. In the year 1878 he registered 
the words "Fruit Salt" as an old mark in Class 
42. He also, in September 1877, registered the 
same words in Class 3, as an old mark for pro- 
prietary medicines for human use. 

In the year 1878, the plaintiff succeeded in an 
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action against one Stephens to restrain him from 
using the words " Fruit Salt," and the labels he was 
using. 

In appears, however, that in May 1886, one W. 
G. Dunn applied to register the words " Dunn's Fruit 
Salt Trade Mark Baking Powder " as a Trade Mark 
for baking powder, in Class 42. 

This was opposed by Mr Eno on the ground of 
his Eegistered Mark. On a summons being taken 
out by Dunn, and coming before Mr Justice Kay, 
Dunn was prevented from registering the words, but 
Mr Eno consented to have the words " Fruit Salt " 
expunged from the Eegister, which his counsel stated 
he felt unable to maintain, on account of their not 
having been used before the 13th August 1875, 
except as part of a label. 

The case was ultimately taken to the House of 
Lords, who confirmed the decision of Mr Justice 
Kay, which had been reversed by the Court of 
Appeal. 

Another and more recent instance of a registered 
owner being defeated, on his attempting to attack a 
firm for an alleged colourable imitation of his regis- 
tered Trade Mark, on account of the invalidity of his 
Trade Mark, occurred in the case of Richards v. 
Butchery before Mr Justice Kay. 
Heidsick's Mcssrs Eichards & Co., agents in England for 
Monopoie.*' Messrs Heidsick & Co. of Rheims, and the registered 
owners of the Trade Marks in dispute, brought an 
action against the defendants, Messrs Butcher & 
Eobinson, wine merchants, for the alleged infringe- 
ment of two Trade Marks, " Monopole " and " Dry 
Monopole," used in connection with champagne, by 
the use of the word " Monobrut." 
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The word " Monopole " was registered by Messrs 
Heidsick on July the 28th, 1882, claiming a user 
since 1861, and "Dry Monopole" was registered by 
the same firm on the same date, a like user being 
alleged. 

The defendants in the action moved to rectify the 
Eegister of Trade Marks, by expunging the two above- 
mentioned Trade Marks, on the ground that they 
had never been used alone, as Trade Marks, before 
the 13th of August 1875, the date of the passing of 
" The Trade Marks Eegistration Act, 1875," and also 
on the ground that they were not " special and dis- 
tinctive " words within that Act. 

The defendants' evidence was to the effect, that 
the words " Monopole " and " Dry Monopole " had 
never been used alone before August the 13th, 1875, 
but always in conjunction with other words and 
devices. 

His Lordship, in an exhaustive judgment, came to Mr Justice 
the decision that the words "Monopole" or "Dry ^J^^j"*^^' 
Monopole" had never been used alone before the 
13th of August 1875, but always in conjunction 
with something else, namely, the name of the firm 
Heidsick & Co., Eheims, and that it was intended 
that the name of that firm should be treated as a 
Trade Mark ; and ultimately his Lordship came to 
the conclusion that there had not been either on the 
wrappers or corks a user of the words " Monopole " 
or " Dry Monopole," as to lead a person to believe 
it to be a Trade Mark, or the only Trade Mark. 
Accordingly he made an order directing the Trade 
Marks in question to be expunged from the 
Eegister. 

It may be useful to show the view his Lordship 
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took of the plaintiffs' use of the word, as a guide to 
others. 

His Lordship said : " It was impossible for any 
one looking at this case' (the case in which the 
bottles were packed) " to say which was the Trade 
Mark. It did not constitute such a user of the 
word ' Monopole ' as to make the public come to 
the certain conclusion that 'Monopole' was the 
Trade Mark, and ' Monopole ' only ; when you had 
'Dry Monopole' on some cases, and 'Monopole' 
on others, how was a purchaser to suppose that 
'Monopole' was a Trade Mark, or that *Dry 
Monopole ' was a Trade Mark ? " 

Mr Justice Kay, in deciding this case, referred 
to Spencer's case, which was decided on the same 
principles, and which may be usefully referred to. 
SheflReid This was a SheflBleld case, and was a motion to 

^^^ond expunge from the Eegister of Trade Marks, at the 
s**noer^^" instance of Messrs Cammell and three other Sheffield 
case. firms, the words " Diamond Cast Steel," which had 
been registered by Walter Spencer in the year 
1876, in Classes 5 and 12, for steel and files, claim- 
ing a user of twenty-four years. 

The contention of the applicants was, that although 
the 10th Section of "The Trade Marks Eegistra- 
tion Act, 1875," allowed any special and distinctive 
word or words used as a Trade Mark, before the 
passing of the Act, to be registered, it was decided 
in Palmer's case that in order to entitle a person 
to register under that section, the special and dis- 
tinctive word, or combination of words, must have 
been used as a Trade Mark of themselves, separately, 
i.e,y not in combination with any other device. 
The evidence showed that Spencer's firm, who 
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had carried on the business of a steel and file 
manufacturer, was entitled to a Sheffield Corporate 
Mark, consisting of a crescent, Z turned on one 
side, and a diamond, stamped on all the best quali- 
ties of their steel and files, the words " Diamond 
Cast Steel," as well as the Corporate Mark, and the 
words " Spencer, Eotherham." 

Mr Justice Chitty removed the mark from the 
Eegister, holding there had been no separate user of 
the words " Diamond Cast Steel " as a Trade Mark. 

The registered owner (Spencer) appealed, and 
the decision of Mr Justice Chitty was affirmed. 

Their Lordships (Esher, M. R Lindley, and 
Lopes) placed the matter in a very practical light. 
Lord Esher said: "Were those words, in fact, 
used as a Trade Mark before 1875 ? What is the 
test? It seems to me that Palme/r^ case says 
this : * Is it usual in the trade ? * How does a man 
use a Trade Mark in his trade ? By putting it on 
his goods. By using it either by stamping on his 
goods, or by putting a label on his goods. You do 
not use a Trade Mark by having it shut up in your 
warehouse ; you do not use a Trade Mark by having 
it put up in your warehouse ; and you do not use a 
Trade Mark by advertising it in a newspaper. It 
is only by putting it on your goods, so when your 
goods are sold in the market, there is the dis- 
tinguishing mark." 

Lord Justice Lopes says : " In my opinion, 
they" (the words "Diamond Cast Steel") "were 
not used by themselves as a Trade Mark, but they 
were used in conjunction with something else 
which, with the words in question, made up and 
composed the Trade Mark." 

G 
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There have been several other cases of the same 
nature, where persons have relied on the registra- 
tion of their Trade Marks, with the result that 
they have been defeated, with the loss of their 
Trade Mark, on divers grounds ; and, therefore, the 
first step which a trader should take before adopt- 
ing, or even threatening, proceedings, is to be 
properly advised as to the validity of the Trade 
Mark, and let him lay the whole of the facts be- 
fore his adviser, and he will very often find that 
the chance of loss of valuable rights is not balanced 
by an insignificant, but costly, fight over a fancied 
resemblance between his Trade Mark and that of a 
rival, probably not in the same trade. 

The above cases will suffice upon this branch of . 
the subject. 
False The next point which may perhaps be usefully 

ti(!n?n'^ ^ considered as detracting from the right of a 
mark. registered owner to adopt proceedings against an 
infringer, although in the result the Trade Mark 
may remain on the Eegister, is that of using a false ' 
representation, or fraudulent statement, contained 
in his own Trade Mark. 

Lord Justice Mellish, in the case of Fm^d v. Forster 

(the Eureka Shirt case), which has been already 

referred to on another point, laid down this principle : 

" If the Trade Mark contains a false representation, 

calculated to deceive the public, a man cannot, by 

using that which is in itself a fraud, obtain any 

right at all in the mark." 

Use of the There are many ways in which a false representa- 

" patent " tion or false statement can be made ; if, for instance, 

pired.^*' ^ persou statcs in his Trade Mark that he has ar 

existing patent, to which he is in fact not entitled, 



MATTERS AFFECTING THE RIGHT TO SUE. 99 

and this false statement has in many instances 
proved fatal to a plaintiffs claim. 

The word " patent " must be used on the Trade 
Mark itself, and collateral misrepresentations made 
by the plaintiflf by advertisements in the news- 
papers will not, as a matter of course, disentitle him 
to relief. 

Gheavin v. Walker (decided in May 1887) was c%«aw» v. 

•i.-ii 1 r j-i .., Walker — 

a case which clearly shows the principles upon The" Fii- 
which the Court acts with reference to the im-*®^"^^®- 
proper use of the word " patent." 

The plaintiff, J. Cheavin, manufactured filters 
on a principle patented by his father, S. Cheavin, 
in 1862, but which patent lapsed in 1865 ; he 
placed on his filters a tablet with the words, " J. 
Cheavin's Improved Patent Gold Medal Self-cleans- 
ing Eapid Water Filter, Boston, England ;" beneath 
there was a medallion, with the Eoyal Arms, and 
the words, "By Her Majesty's Eoyal Letters 
Patent." 

The defendants manufactured filters on the 
principle of the same patent, and placed on them 
a tablet with the words, " S. Cheavin's Patent Prize 
Medal Self-cleaning Eapid Water Filter, Improved 
and Manufactured by Walker, Brightman & Co., 
Boston, England." 

The two filters appeared to be almost identical 
in appearance. The Vice-Chancellor Bacon had 
granted an injunction, holding that the plaintiff had 
acquired a right of Trade Mark in the tablet, that 
this right had been fraudulently infringed by the 
defendants, that the plaintiff was not deprived of 
his right to an injunction by his reference to the 
lapsed patent. 
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Court of The Court of Appeal, Sir G. Jessel, M.R., Lord 
vera»i '^ Justices James and Baggallay, reversed this 
Xuor^'*^*^ decision, holding besides that the alleged Trade 
Bacon's Maxk was a mere inscription, and that the de- 
^'^'"^ fendants had committed no infringement, but had 
merely stated the principle on which the plaintiff's 
filter was made by them, that the plaintiff was dis- 
entitled to relief by reason of his reference to the 
lapsed patent, being such as to induce the belief 
that it was still in force. 
Jessers The Master of the Rolls (Jessel) said: "You 

judgment, may State in so many words, or by implication, 
that the article is manufactured in accordance 
with a patent which has expired. But if you 
suggest that it is protected by an existing patent, 
you cannot obtain the protection of representation 
as a Trade Mark. Protection only extends to the 
time allowed by the state for the patent, and if the 
Court were afterwards to protect the use of the 
word as a Trade Mark, it would be in fact extending 
the time for protection granted by the statute. It 
is therefore impossible to allow a man who has 
once had the protection of a patent to obtain 
further protection by using the name of his patent 
as a Trade Mark." 

Lord Justice James said : " It is impossible to 

allow a man to prolong his monopoly by trying to 

turn a description of the article into a Trade Mark. 

Whatever is mere description is open to all the 

world." 

False Two important cases in connection with the 

tiwT^To- tobacco trade illustrate very completely the prin- 

ti^^e ciples upon which the Court proceeds where the 

plaintiff's whole Trade Mark consists of a false re- 



MATTERS AFFECTING THE RIGHT TO SUE. 101 

presentation, but it must be said, on behalf of the 
plaintiffs in those cases, that the practice has been 
a common one for many years, to sell British made 
cigars, or cigars not of Havana make, in boxes 
labelled to represent that they are of Havana 
make. Hundreds, and it may be thousands of 
labels have been so used for years, and until the 
cases of Wood v. Lambert and Newman v. Pinto 
occurred, there was nothing to show that there was 
any illegality about it, at all events in England. 

In America a case had been decided in 1869 
which established the same principles, but this was 
not probably known to the English tobacco trade. 

The facts, arguments, and judgment are very 
instructive, and so accurately explain the principles 
which guided the judges of the Court of Appeal in 
England in deciding the cases Wood v. Lambert 
and Newman v. Pinto, that it is considered useful to 
make a few extracts from the report of the case, 
which appeared in the American Reports. 

Lorin Palmer was a tobacco merchant in New American 
York, and made superior cigars, known as " Golden 
Crown," and which he sold in large quantities. In 
1858 he devised a Trade Mark, a golden crown, 
and had labels printed, which he entered under the 
Copyright Acts of the United States. The labels 
were nearly square, and on the smaller was in- 
scribed "Golden Crown," below was "L.P.," and 
below that "Havana." The large label was en- 
closed in an ornamental border ; on it were " Golden 
Crown," below that the figure of a Golden Crown, 
below that, "Fabrica De Tabacos de las Majores 
Vegas," below that again, "De la Vuelta Abajo, 
CaUe del agua, No 73, Habana." 



case. 
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The labels were used by placing a large one inside 
the cover of the cigar box, and a smaller one over 
the edge of the box, where the cover is opened. 

The defendant, a printer, made a great number 
of counterfeit labels of the plaintiffs Trade Mark, 
for persons unknown to the plaintififs. He was 
notified to stop printing the counterfeit labels, but 
he refused ; an action was brought to restrain him, 
and the defendant alleged that the complainant's 
cigars were manufactured and sold in the city of 
New York, and not at Havana, and that therefore 
the announcement upon complainant's label, "Fabrica 
De Tabacos de las Majores Ve^as, de la Vuelta Abajo, 
Calle del agua, No 73, Habana," was wholly untrue, 
and both calculated and intended to deceive, and so 
being calculated and intended, was not entitled to 
the aid of a Court of equity for its protection. 

Injunction was refused, and on the plaintiff 
appealing, the decision was affirmed, one of the 
learned judges referring to the announcement on 
the plaintififs label, that it was a declaration that 
the cigars were the product of a " Factory of cigars 
from the best plantations, de la Vuelta Abajo, Calle 
del agua Habana." His Lordship then proceeded to 
refer to the maxim, "He who comes into equity 
must come with clean hands. .... The party 
who attempts to deceive the public by the use of a 
Trade Mark which contains on its face a falsehood 
as to the place where his goods are manufactured, 
in order to have the reputation which such goods 
have acquired in the market, is guilty of the same 
fraud of which he complains in the defendant." 

The label stated that it had been entered as 
copyright at a certain office. The learned judge 
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said : " What is there in the fact that the design or 
engraving had been copy registered in the United 
States, inconsistent with the declaration that the 
cigars contained in the box were manufactured in 
Havana, of Cuban tobacco ? . ... It is contended, 
further, that the falsehood is in a foreign language, 
of which it is presumed that the plaintiffs customers 
are ignorant. - Yet there is certainly enough to 
convey to every one who can read, that the cigars 
are from " Havana." 

The case which has been already mentioned, of English 
Wood V. Lambert, illustrates both principles which Wood v. 
have been stated, that a plaintiff will fail to restrain ^*"^^- 
another person from imitating his Trade Mark or 
labels, if such Trade Mark should never have been 
registered, or was not properly on the Register, and 
when it contains any false representations. 

Messrs Wood in 1869, being great makers of 
cigarettes, made a cigarette, which they called 
" Eton. " In 1 8 7 6 they registered the word " Eton " 
for cigarettes. Before and at the time when this 
mark was registered, Messrs Wood had sold these 
*' Etons " in boxes with a label on them — " St 
Petersburgh, P. Mavrogortato & Company, Cigar- 
ettes." They had also made these cigarettes for 
Messrs Lambert & Butler, and had supplied those 
cigarettes to them, with a Trade Mark, designed by 
Messrs Wood, for Messrs Lambert & Butler, " Cigar- 
ettes of the finest Turkish Tobacco manufactured by 
Jancal Tachta, Constantinople." 

An injunction was claimed against the defendants, 
Lambert & Butler, to restrain them from infringing 
the plaintiff's Trade Mark, "Eton." When the 
defendants moved to rectify the Register by taking 
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ofif the Trade Mark^ • the plaintiff succeeded before 
Mr Justice Pearson, but on appeal the Lords 
Justices (Lindley, Fry, and Lopes, L.J.J.) expunged 
the mark from the Register, on the ground that 
the plaintiff (Wood) having used the word " Eton " 
in conjunction with the names " P. Mavrogortato " 
and "Jancal Tachta," it was not distinctive of 
his manufacture, and ought not to have been 
registered. 

The learned Lords Justices decided the case on 
the ground that no one would understand from the 
names on the boxes and the addresses, St Peters- 
burgh and Constantinople, that the cigarettes were 
made by Messrs Wood, and notwithstanding the 
expiration of five years from registration, the mark 
was removed. 

The next case which will be mentioned exempli- 
fies the principle which has been referred to in a 
very clear light, namely, that where the plaintiffs 
mark is composed of elements which constitute a 
false representation, the Court will not give any 
relief. It is very similar in its circumstances to 
that of the American case. 
Havana It was the casc of NewToan v. Pinto, and the 

German circumstanccs are these. Newman (the plaintiff), 
l^mian V. trading as Nathan Newman & Co., cigar and tobacco 
Pinto. manufacturers, registered, in 1883, a Trade Mark 
for cigars, consisting of an artistic design of a 
female warrior with a child on either side of her, 
each child holding a shield, which, as registered, 
had their centres in blank ; at the top of the label 
were the words " La Pureza." 

The plaintiff sold cigars in boxes, bearing the 
registered label, but the shields were filled in with 
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the arms of Spain in one, and the arms of Havana 
in the other shield. 

The label was placed on the ends of the boxes, 
and a similar label was placed inside each box. On 
the top of the boxes were branded within a circle 
the words, " La Pureza — Habana — Ramon Eom- 
nedo." There was also on each of the boxes a lock, 
or seal label, which comprised, among other things, 
" Ramon Romnedo " printed as a signature. 

The cigars on the boxes were admittedly not 
made in Havana, but were alleged to be made of 
Havana tobacco. 

The plaintift* brought an action against the 
defendant, who was selling cigars in boxes got up 
in exactly the same style as the plaintilf' s. 

The defendant contended that the plaintiff was 
not entitled to relief, because the plaintiff was 
guilty of misrepresentation by the manner in which 
he used " Habana " on his boxes, and there was 
another defence, that the plaintiff was not using his 
Trade Mark as registered. 

Mr Justice Kekewich tried the case, and the 
plaintiffs witnesses proved a great number of in- 
stances of the use of the word " Habana " upon 
cigars not made in Havana, and said the word 
" Habana " merely denoted shape, and in a very 
lengthy judgment, Mr Justice Kekewich granted an 
injunction with costs. 

The defendant appealed, and the appeal succeeded, 
on the ground that the plaintiffs boxes, taken as a 
whole, conveyed a misrepresentation that the cigars 
were manufactured in Havana, when they were not, 
and that the plaintiff, whether the misrepresentation 
was successful or not, was engaged in a fraudulent 
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trade, and could not invoke the aid of the Court to 
protect such trade. 

Lord Justice Bowen said, with reference to the 
name " Eamon Eomnedo," it was " a name intended 
to appear to the English purchasing public as a 
Spanish name. Following the name of a Spanish 
brand, and * Habana,' it seems to me it is intended, 
I will not say to state, but to suggest to the pur- 
chaser, that * Eamon Eomnedo' is an existing 
person, or was an existing person, who has some- 
thing to do with Havana, and with a Havana brand ; 
and, secondly, that he has something to do with the 
cigars inside. . . . Can it be said that that box, 
taken as a whole, does not represent to the mind of 
a person who would look at it, — he would very 
likely not believe it, because I think it is quite 
true that persons who are accustomed to buy cigars 
do not believe much what they are told on the out- 
side of a box, any more than a person who buys a 
horse believes what the ostler of the horse-dealer 
tells him, — that these cigars — the manufactured 
article inside — are connected with Havana to some 
further extent than the mere connection which 
arises out of the fact that they are made of the 
Havana leaf ? It surely represents that in the manu- 
facture of the cigars some Havana house is con- 
cerned, somebody who is entitled to use the name 
or facsimile of the signature, 'Eamon Eomnedo.* 
Well, that is absolutely false. This box is made in 
Germany ; the whole of these pictures are devised 
in Germany ; the signature ' Eamon Eomnedo,' who 
is a person that never existed, is put on in Germany ; 
and the whole thing is a simple sham. ... I think 
that no Court of justice can assist a man who is 
engaged in that operation." 
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Lords Justices Cotton and Fry delivered lengthy 
judgments to the same effect. The appeal suc- 
ceeded, but the defendants were not entitled to the 
costs of the defence in the Court below. 

Lord Justice Fry stated: "We have before ua 
the case of two fraudulent tradesmen, each of whom 
is desiring to defraud the public by asserting rights 
against one another in this Court." 

There are many other instances of the mode in 
which a plaintiff may be deemed guilty of such an 
amount of misrepresentation as to disentitle him to 
relief, but enough has been said here to exemplify 
the principles upon which the Courts always act in 
such cases. 



CHAPTER VIII. 



DEFENCES. 



imitation. 



Naturally it follows that whatever circumstances 
deprive a registered owner of a Trade Mark from 
any relief against a person who is alleged to be in- 
fringing his registered Trade Mark, the defendant, 
when sued, can take advantage of these circum- 
stances as a defence, but as will have been seen 
from the case above mentioned {Newman v. Pinto), 
if his own conduct is fraudulent, although in equity 
no relief can be granted against him, he is not 
entitled to the costs of his defence. 
As to the In the first place, if the claim of the plaintiff is 
founded on imitation, this is, as the late Master of the 
Eolls (Sir George Jessel) frequently said, a matter of 
" eyesight," is the alleged imitation so like the regis- 
tered Trade Mark as to be calculated to deceive ? It 
may be that the dissimilarities are greater than the 
similarities, but it is impossible to lay down any 
principles, or even indicate any, with regard to a 
label or ticket, for instance, which would be so 
deemed when used on the same description of goods. 
It is quite plain from the principles which have 
been enunciated by eminent Judges, it is not neces- 
sary that there should be exact identity. The fact 
that a man puts his own name on the goods was 
proved not to be a good defence in many cases — Hie 
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Singer Manufacturing Company v. Wilson, Siegert v. 
Findlater, Lever v. Goodwin, Wotherspoon v. Currie 
(Glenfield Starch Case), amongst probably many 
others. 

Some of the principal defences necessarily will is the 
be whether the plaintiffs Trade Mark is valid in vaiid^? ^ 
itself, whether it was properly placed on the 
Eegister, whether it is being used as registered, 
and whether it contains false representations, or 
the like, which have been fully explained in 
reference to the cases of Cfieavin v. Walker, Wood 
V. Lambert, and Newman v. Pinto. 

If the defendant is advised that the plaintifi's 
mark is an invalid one — not distinctive of the 
plaintiffs goods, when placed upon the Eegister — 
if it was common to the trade when registered — if 
it was not properly on the Eegister, from any other 
cause, to use the language of Lord Justice Cotton, 
in Edwards v. Dennis, the defendant will be 
advised not only to enter a defence to an action, 
but at once to move for an order to rectify the 
Eegister, by removing the objectionable mark 
therefrom ; and whether it has been on the Eegister 
for five years, or more than five years. 

It has been seen that a mark has been removed 
from the Eegister when registered in 1876 {Wood 
V. Lambert), tod in Behrens & Whittaker it was 
removed after twelve years' registration. Spencer's 
mark, registered in 1876, removed in 1886. 

It may be that a name is open to the public on 
account of long delay in taking proceedings, and 
has become a name that any one can use, such as 
"Worcestershire Sauce," "Eeading Sauce," "Harvey's 
Sauce," owing simply to the neglect of the pro- 
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prietors of the original names to assert their rights, 
or for some other reason. 
Whether It has been argued that a name which is given 

name jriven . j»ii ,7.... -iii 

to a new to a new article becomes puol%cfi jwnSy whether 
reSered registered or not, and that a person will have 
becomes great diflficulty in preserving such name, if it came 
jui-is, to mean an entirely new product, or article of 
manufacture. 

This will be treated fully in a subsequent chapter, 
and all that it is considered necessary to say here 
is, that by the Eegistration Acts, a person is allowed 
to take a name, or invented word, or invented 
words, or words having no reference to the character 
or quality of the goods, and not geographical. The 
law says, he is to have a prima fade right during 
five years, and an absolute right after the expira- 
tion of five years, and renewable on payment of 
certain fees. Because he uses this valid Trade 
Mark, consisting of a word on a new article, the 
product of his ingenuity or skill, and he does not 
choose to patent it, or it may not be the subject of 
a patent, why should the rest of the trading 
community, for their own advantage, be permitted 
to take this registered Trade Mark, and with it 
the product of the first inventor's brains, and 
possibly large expenditure of money in making 
the thing known ? It would not be for the benefit 
of the public, because the public can always obtain 
the article from the original manufacturers, who 
alone appear to be justly entitled to it. 

The principle is different with regard to a word 
or name used upon a patented article which is open 
to be used by the public after the expiration of the 
patent, although, as before observed, it is by no 
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means clear that this will be the result, if the word 
has been properly registered under the Acts. 

The Linoleum case, however, and the Singer case, 
and a few others, were decided, it is submitted, on 
different principles, and even in these cases the 
patentee had a certain monopoly, and he chose to 
explain his invention in a written specification, 
open to the world, and with all the consequences 
attaching to it. 

The defence, which can be founded on what is Acqui- 
called the plaintiff's acquiescence, sometimes merely ®^®'^®®' 
deprives the latter of his right to an interlocutory 
injunction, but at the hearing of the action the 
case may be different : " there must be such acqui- 
escence as to amount not only to a positive licence, 
but to an implication of an implied grant, before 
the plaintiff can be for ever deprived of his rights.'** 

In Fvllwood V. Fullwood, Mr Justice Fry Idiiii Fuiiwoody. 
down that mere lapse of time, short of the stated ^^^^*^^^- 
period fixed for the limitation of actions, would not 
deprive a plaintiff*, in an action for infringement of 
a Trade Mark, of his right to an injunction. 

In many cases the defence is that the defendant Defence of 
has been using the mfnngement for a number of same mark, 
years, more or less ; but it has been decided that 
the evidence must show, not merely that the 
plaintiff might have been aware of the infringe- 
ment, but that he actually was so, and with such 
knowledge he did nothing to assert his rights. 

In the case of Oakey & Sons v. Dalton (the ^«^'«y v- 
Wellington Knife Polish case) the defendant alleged User for 
that he had been continually using the imitation yeare not 
label for a period of ten or twelve years, and the ^^ ^^*^ 

* Sebastian, 3rd ed., p. 224. *^££ 
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argument upon this was that he had been enjoying 
an extensive trade, which ought not to be interfered 
with by injunction. Mr Justice Chitty came to 
the conclusion, on the evidence, that although there 
had been some business on his pfirt, the nature of 
the business had been of a tentative character; he 
was of opinion that there had been fraud in the 
inception of the business, and that the continued 
trading had been a continuation of the fraud, and 
not one of the plaintiff's witnesses had heard of 
this trading on the part of the defendants. De- 
fendant's counsel had given the figures at 18,000 
tins, running over a period of ten years, or about 
1,800 tins a year, averaging £25 a year. This his 
Lordship called, with regard to a business of this 
class, trumpery, as against the plaintiff's trade of 
two millions. 
*' Hole- It is, of course, always a matter of evidence whether 

ner"user a defendant who has actually been using the imita- 
dant! ^^ tion for a considerable, or any, period, can succeed 
against the plaintiff's rights ; but he certainly will not 
do so, if the trading has been in a " hole-and-corner 
manner," and the plaintiffs have never heard of it. 
Piittingde- jt has already been stated that the defendant 

fendant s '' 

name on canuot avail himself of a defence formed on the 

defence!^ fact that he has used his own name in conjunction 

with the Trade Mark in dispute, and there are a 

great mass of authorities to this effect. The cases 

of Sdgert v. Findlater and Lever v. Goodwin 

(Sunlight Soap), Wotherspoon v. Currie (Glenfield 

Starch), have been cited to this effect. 

Gwdidn ■'■^ ^^^ former case, this is the way Mr Justice 

(Sunlight Chitty dealt with this point : " A point, and a strong 

^oap rap- ^^-^^^^ which was made for the defendants was, that 
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their name appeared, and so it does. I am afraid 
that it is that which led the defendants, when they 
were preparing their wrapper, to think that they 
could escape. If I put my name on it, I can then 
always say that my name would not be mistaken 
for the plaintiffs', but unfortunately for them, and 
for their point of view, but fortunately, I think, in 
the interests of justice, that is not a sufl&cient 
answer." 

Lord Justice Cotton dealt with the same argument, 
in a similar manner. " It is very true that Goodvmis 
name does appear here (on the wrapper), as the 
maker or the wholesale seller of this particular 
soap ; but it is quite contrary to experience, quite 
contrary to what one sees upon the evidence to 
suppose, that every one, every woman, every man, 
when buying a packet of tabular soap, from a store 
or from a shop, looks to the name particularly, or to 
those things which are printed on the outside, for . 
the purpose of determining whether what he has 
bought is that which he has been accustomed to, 
or that which he knows is good, or whether it is 
something else." 

An important point has arisen in more than one TradeMark 
case, and it may be open for a defendant to say, regiSecT 
the plaintiff is not using his Trade Mark as regis- 
tered. On this point Mr Sebastian says, it is an 
inoperative defence "that the plaintiff in practice 
uses devices on his Trade Mark which are not re- 
gistered, as part of themselves, filling in blank spaces 
with coats of arms," and he refers to the case of 
Newman v. PintOy already fully referred to before, 
Mr Justice Kekewich, and other cases. 

It appears, however, from the cases referred to, 

H 



114 TRADE MABES. 

that it depends very much upon the circumstances 
of each case, whether a Court will decide against a 
plaintiff, who is in practice, using his Trade Mark 
differently to the registered mark. 
Neuman In Nefimoan v. Pinto it is true that Mr Justice 
V. Pxnto. Kekewich (whose judgment was reversed on another 
point) did not decide the case against the plaintiff, 
on the ground that they had filled in two shields, 
on the label, which in the registered mark were in 
blank, with the arms of Spain and Havana, when 
used on boxes of cigars, on the ground that the 
defendants were using identically the same label 
as the plaintiff His Lordship, however, gave con- 
siderable attention to a case which was decided on 
circuit by Lord Justice Baggallay, not otherwise 
reported than in a Trade Journal, taken from the 
shorthand writer's notes. 
Oodfiey This was a case in which an action was brought 

Co!a^^- ^7 Ogden against Godfrey Phillips & Sons, tobacco 
^* and cigar manufacturers, for infringement of the 

"Guinea plaintiff's label, which contained the words "Guinea 
*^®' Gold," with certain representations, whereas the 
defendants were using the words "Sweet Guinea 
Gold," with an autograph signature of the firm. 
Mr Justice Kekewich, in his judgment in Newman 
V. Pinto, said : " And Lord Justice Baggallay in 
giving judgment, though he attributed great im- 
portance to the deviation from the registered 
Trade Mark of the plaintiffs, rested that importance 
entirely on the argument that it must be compared 
with what the defendant had done. ... To my 
mind, that judgment of Lord Baggallay, which I do 
not for a moment doubt is cotrectly reported, and 
is sound, has no application to the present case." 
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In Mdachrino v. Mdachrino & Co. it was held Mdouckiim 
by Mr Justice Chitty, that the plaintiffs were not J^^. 
disentitled, because they placed the word "regis- 
tered " on their Trade Mark, as used, though if dif- 
ferent from the registered Trade Mark, in having 
what were blank spaces in the latter filled in with 
coats of arms ; but as will be seen from the judgment 
of the learned judge, he rested his judgment on other 
points. 

At an early stage of Trade Mark registration, miu v. 
Sir George Jessel, Master of the Eolls, said, v[^s^w<uei' 
Ellis & Sons V. Bvihin Soda Water Company ^ " As Company. 
I understand the Trade Marks Act, if you come for 
Trade Mark, and not for actual fraud, you can only 
sue in respect of what you had registered as a Trade 
Mark." 

It is undoubtedly an unsafe practice for a Trade Advisable 
Mark owner to alter his Trade Mark from thatma^ 
which he had registered, and what appears in the ^^^l^^j 
Trade Marks Journal, but the circumstances of the 
case must be considered as to the plaintiffs conduct 
in this respect, and as to the defendant's conduct, 
whether the Court will now on that ground alone 
deprive a plaintiff of a remedy. 
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CASES OF IMITATION OP MODE OF PUTTING 

UP GOODS. 

Besides the infringement of a Trade Mark by 
taking the identical thing itself, or by using a 
colourable imitation of a label or a wrapper, which 
of itself may be registered as a Trade Mark, a 
trader may claim to put up his goods in such a 
distinctive fashion as to denote to the public that 
such a mode denotes his goods and no other. 

This may be done in divers ways — by .using dis- 
tinctive wrappers, by using packets of a certain 
colour and appearance, the use of bottles of a par- 
ticular pattern or design. 

It has been said also, apart from Trade Marks, a 
word or words may be so used by a person in fraud 
of the rights of another, as to bring the case within 
the old common law doctrine of passing off goods as 
the goods of another. 

In America there are numerous cases which have 
been decided with regard to bottles or barrels of 
a peculiar design, or other mode of packing goods, 
and which have been restrained. 

In England, the cases which at all events appear 

in the Law Eeports from the earliest times up to the 

present, have been apparently few in number. One 

The "An- of the most important was that of Siegert v. Find- 

litters" later, before Mr Justice Fry (now Lord Justice Fry) 

^- in 1878. 
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The plaintiff manufactured a fluid sold under the 
name of "Angostura Bitters;" this was sold in 
bottles covered with a wrapper. The defendant 
manufactured also a fluid which he called " Angos- 
tura Bitters," and sold it in bottles and wrappers 
of a similar description to the plaintiff's, using the 
name "Angostura Bitters," and further imitating 
the plaintiff's wrappers. 

The Court held that he could not be restrained 
from using the name in case he should ever discover 
the plaintiff's secret, and manufacture the fluid, but 
he must be restrained from using the name so as to 
deceive the public into the belief that his fluid was 
the plaintiff's. 

In the course of the argument, Mr Justice Fry 
remarked that he was disposed to think that in the 
whole get up of the defendant's goods there had 
been an attempt to make them like the plaintiff's. 

After giving judgment upon the question of the 
right to use the word "Angostura," his Lordship 
said : " The substantial question which, in my 
opinion, arises is this, whether the wrapper used by 
Meinhard (the defendant), and the general form in 
which his bottles are made up, have been adopted 
by him for the purpose of representing that his 
goods are the goods of the plaintiff, and whether 
those wrappers and that general form are calculated 
to produce that effect. That seems to me to be the 
main question which I have to try." His Lordship 
then having referred to the great similarity in the 
" get up " of the plaintiff and defendant's articles, 
the bottles being very much of the same form 
and size, the sealing-wax closely alike in colour 
and in general effect, the two articles being ex- 
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ceedingly alike^ and in comparing the character- 
istics of the wrappers, the intention was brought 
irresistibly to his mind, said : *' Is there any reason 
in the nature of things, in the character of the 
business, or the characters of the product, which 
should produce this community, I might abnost say 
this identity of general form, in the absence of a 
desire to deceive ? " 

An injunction was granted in the general form 
to restrain the use of the bottles and wrappers in 
question. 

Mere presence of the name of the manufacturer 
is not conclusive that there is no attempt to pakn 
oflf the goods as those of the other manufacturer. 

Although there may have been other cases in 

which the doctrine of passing off goods as the goods 

of another man have assisted the Courts in coming 

to a decision, no case has ever occupied the time of 

the Courts, of more importance, and which more 

clearly exempUfies and lays down the correct prin- 

ciples which will guide the Courts in future cases. 

Lam' T. than that of Lever v. Goodwin. 

Se^"i8un- The case is fully reported in the Law Reports 

Ught"Soap(36 Chancery, Division 1), and at considerable 

case. length, together with reprints of the plaintiff and 

defendant's wrappers, in Cutler's " Reports of Patent 

Designs and Trade Marks," vol. iv. p. 492. 

The circumstances of the case were these: — 

Messrs Lever & Company in 1884 adopted the 
word " Sunlight " to distinguish their soap, and re- 
gistered this word as a Trade Mark. They put up 
their soap in the market in 12 oz. tablets, a form 
never before used for soap. On' the top of each 
tablet they stamped their Trade Mark. The tablets 
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were wrapped in wrappers made of imitation parch- 
ment paper, and on each wrapper was printed some 
letterpress in broken type, which consisted in this — 
there are two kinds of type, and there are large 
capital letters, in which some of the words are ex- 
pressed, with the result that you can read oflf the 
words in capital letters as a distinct statement or a 
distinct question. 

Messrs Lever spent large sums of money in 
advertising the soap, which they put upon the 
market The sale of the soap became very great 

Early in 1885 they discovered that the de- 
fendants, who were universal soap manufacturers, 
were selling soap in 12 oz. tablets, on the top of 
which was stamped their name and a descriptive 
term for the soap, such tablets being wrapped in 
wrappers made of imitation parchment paper, on 
which was printed letterpress, being a kind of para- 
phrase of the plaintififs' letterpress, printed in broken 
type, as before explained. 

Messrs Lever requested Messrs Goodwin to aban- 
don this wrapper, and this being refused, Messrs 
Lever commenced an action, claiming an injunction 
to restrain the defendants from passing oflf their 
soap as or for the plaintiffs' soap. There was 
another question as to a Trade Mark, but that has 
no bearing on the question here being discussed. 

For the plaintififs a number of witnesses were 
called, who spoke to the novelty of the get up of 
the plaintiffs soap, and to the fact that, in their 
opinion, the get up of the defendants' soap was 
calculated to deceive. The defendants contended 
that the get up of the defendants' soap was not 
such an imitation of the plaintiflfs as could be 
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objected to. The plaintiffs had no monopoly 
of the twelve oz. tablets, or broken print, or 
imitation parchment paper. Besides, the defend- 
ants' name appeared prominently on the wrapper. 
It was stated on behalf of the plaintiffs, that they 
did not claim any monopoly in twelve oz. tablets, 
or imitation parchment paper for wrappers, or 
broken type separately ; but they claimed the 
combination, which, it was contended, was copied, 
and, on the evidence, copied intentionally by the 
defendants. 
Mr Justice Mr Justice Chitty gave a most exhaustive 
judgment, judgment, and after disposing of the Trade Mark 
question, stating the facts as above mentioned, said : 
" The law on this head is plain. It is founded on 
fraud. The simplest case is where the seUer 
misrepresents to the buyer that the goods which 
are being offered for sale are the goods not of the 
person who made them, but of some other manu- 
facturer. That is a simple case between the buyer 
and the seller. Then there comes the case, which 
is a simple one also, and one that does, I am sorry 
to say, occur, when the manufacturer, by subtle 
devices, which are to accompany the goods on their 
sale in the market, gets them up in such a form as 
to be calculated to deceive the ultimate buyer into 
the belief that the goods which he is putting on 
the market are the goods of some other maker. 
Here generally a double fraud is committed : first, 
there is the fraud which is perpetrated, when it is 
successful, on the ultimate buyer ; and secondly, 
there is a fraud perpetrated or committed upon the 
other manufacturer, who loses his trade." Then his 
Lordship, having quoted several apposite passages 
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from the judgment of Lord Langdale, in the case of 
Croft V. Day, which have been already referred to, 
and also - passages from the judgments of Lord 
Cranworth in the case of Seioco v. Provezende, 
already referred to— went on to say: " No defendant 
ever, so far as I know, puts forth an exact copy. 
The imitation would be too gross, and consequently, 
I am sorry to say, I have known that in many 
cases what is done is this : He tries to take many 
of the striking points in his adversary's wrapper, or 
the like ; then he puts in certain points of dis- 
tinction, to which, when the matter is brought 
before a Court of justice, he can refer, and say, 
' You say they are alike ! Why, see here, there 
are so many points of distinction ! ' That curiously 
enough appears to have been the case in another 
action which was tried before me, in which Messrs 
Lever were the plaintiffs; and I have had cases 
in which, when the document has been produced, 
it has been that there have been cunning alterations 
here and there, the intention being to make it as 
like as it can be, for the purpose of deceiving the 
ultimate purchaser, and still reserving a loop-hole 
for escape, when the matter is brought into Court, 
by saying that the two things are not alike." 

The defendants appealed ; and the judgment of Judgment 
Mr Justice Chitty was approved. Court of 

Lord Justice Cotton said, in referring to the^P[^- 
contention of the defendants : " ' There is no mono- Justice 
poly in this parchment paper ; there is no monopoly 
in the spaced printing, then why should I be 
restrained in carrying on business from using those 
things as to which the plaintiffs cannot claim any 
monopoly whatever ? ' That was an obvious fallacy. 
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There may be no monopoly at all in the individual 
things separated, but if the whole are so joined 
together as to attempt to pass ofif, and to have the 
effect of passing off, the defendants' soap as the 
plaintiffs', then, although the plaintiffs had no 
monopoly even in parchment paper, or in spaced 
printing, yet, if those things in which they have 
no sole right are so combined by the defendants 
as to pass off the defendants' goods as the plaintiffs', 
then the defendants have brought themselves within 
the common law doctrine, in regard to which equity 
will give to the aggrieved party an injunction, 
in order to restrain the defendant from passing off 
his goods as those of the plaintiffs." 

Lord Justice Lindley said : " What is called 
'the general get-up,' which is an expression used 
by some of the witnesses, is so similar that I can- 
not suppose for a moment there would be the 
slightest difficulty in mistaking the one for the 
other. Of course, in all these cases there are dif- 
ferences, as well as resemblances, and the question, 
so far as the packages are concerned, must always 
be decided by contrasting the resemblances — ^the 
striking resemblances — with the striking differences," 
A similar case came before the Court of Appeal 
Conf&itm' ^^ Alibot V. Bdkers wnd Confectioners' Tea Association, 
^iJdokm ^^^y years before Lever v. Goodwin, when an in- 
junction was issued, restraining the defendants 
from using wrappers which were an imitation of 
those of the plaintiffs' ; and, on appeal, the Lord 
Chancellor said, that though no one mark was 
exactly imitated, the combination was very similar, 
and likely to deceive ; that it was true there was 
no proof that anyone had been deceived, or that 
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the plaintiffs had incurred any loss ; but where the 
similarity was obvious, it was not of any import- 
anca Appeal dismissed, with costs. 

An American decision of great importance was American 
that of the New York Supreme Court, in the case 
of Lm V. Wolfy which is to the eflfect that where 
the defendant puts up for sale his manufactured 
article with labels and wrappers which are a 
colourable imitation of those used by the plaintiff, 
e.g.y where the colour of the paper, the words used, 
and the general appearance of the labels show an 
evident desire to give a representation of those 
used by the plaintiff, he would be enjoined from so 
doing ; and the fact that he puts his own name on 
the wrappers, as the manufacturer of the article, 
will not prevent it being an infringement of the 
plaintiff's Trade Mark. 

Another important decision of the same Court 
was in Brown v. Mercer^ and is to this effect: 
That where a person, by a combination of elements 
and symbols, has produced a wrapper to enclose 
and designate an article manufactured by him, 
under which it has gone into use, he cannot be 
interfered with, or despoiled of his lawful business, 
by the adoption of a label by another, similar in 
colour, size, border ornamentation, and coloured 
ink, and so closely an imitation that the careless 
or unobservant purchaser may readily be misled 
Such practices are deceptive, and have their origin 
in, and promote, dishonourable competition. In 
order to justify the intervention of the Court of 
equity, it is sufficient that the imitation is so close 
that a crafty vendor may palm off on the buyer the 
article manufactured by the latter as that of the 
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former. It is not necessary to an application for 
an injunction that, in certain particulars, the label 
of the defendant differs from that of the plaintiffs, 
so long as the imitation, in other respects, is so 
close that the general appearance is the same, 
and purchasers have been, and are, likely to be 
deceived. 

Another decision may also be usefully referred 
to of the same Court, in Cook v. SM/rkweatJier, which 
was to the effect that although the name adopted 
by dealers for their article be not one to the ex- 
clusive use of which they are entitled, the peculiar 
style of the package in which they put up the 
article, and the combination constituting the label, 
may be protected. 

Where a peculiar device is applied to a box or 
barrel, specially prepared to advertise, special pre- 
parations of the box or barrel constitutes a part 
of the Trade Mark, and may participate in the pro- 
tection. 

This principle was applied to protect plaintiffs 
in the use of a barrel with a red rim, and a glazed 
surface on the head, with the letters " A. A.A. " and 
a Maltese cross, and to enjoin defendants from 
using a similarly-prepared head, with the letters 
"X.X.X." and a crown. 

The American Courts, according to Mr Codding- 
ton, have even gone to the length of protecting 
plaintiffs in the use of a stick, upon which they 
rolled their carpets for many years, and which, 
having been put into the centre of their rolls of 
carpet, they claimed to be their Trade Mark. The 
stick consisted of two pieces, ground on the inside, 
so that when the two pieces were put together they 
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formed a shell with a rectangular opening, with the 
outside comers rounded off, so that the ends o£ the 
stick or shell formed an octagon, and were visible 
at each end of the roll of carpet, and in this, and 
other respects, were stated to be peculiar to the 
plaintiffs. 

The defendants had commenced to sell carpets 
rolled upon sticks resembling the sticks used by 
the plaintiffs, and the evidence in that case showed 
that such sticks in rolls of carpet indicated to the 
public that the goods containing them were made 
by the plamtififs, and that anyone seeing such shells 
in carpets, woulk suppose them to be the plaintiffs' 
goods, and that the use by the defendants of the 
said sticks would deceive the pubUc. 

It appears that the French Courts take the same French 
view with regard to the imitation of wrappers, and ^^^^^ 
also with regard to some special seal, or bottle 
corks, where the colour of the wax is the same, 
and the bottle is the same. It is called an action 
for "concurrence de loyale," but in some foreign 
countries, notably in Holland, the same view is not 
taken. 

In a case in France, which was decided by the 
Court of Appeal, the plaintiffs were manufacturers 
of solid laundry bluing in cakes in the form of 
sad-irons, with the raised figures of women on one 
side, in the act of ironing, and on the other of 
washing, or placing clothes on a line to dry. 
Eegular deposit was made of the mark. 

The defendants made their blue also in the form 
of sad-irons, with the figure of a woman in the act 
of washing or ironing. It was held that the 
defendants had infringed the marks and emblems 
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adopted by the plaintiffs, and the fact that the 
bluing of defendants bore their name was unim- 
portant, as the difference in name did not justify 
the usurpation of a mark which most generally 
guides a purchaser. 



CHAPTEE X. 

FRAUDULENT USE OF A NAME BY PERSONS OF 

THE SAME NAME, 

The foundation of the right of a person to restrain Founda- 
another person of the same name from carrying on right is 
business in his own name, is based on fraud or^'"*"^ 
false representation. This must be proved to the 
satisfaction of the Court, otherwise no person can 
be prevented from carrying on business in his own 
name, dealing in the same description of goods as 
those of perhaps a better known trader. In one or 
two cases it was said that fraud was not an 
absolutely necessary ingredient, so that the matter 
has been left somewhat in doubt, whether absolute 
fraud must be shewn, or the possibility of mistake, 
to induce the Court to interfere. 

One of the earlier cases which exemplifies this Burgess* 
doctrine was that of Burgess v. Burgess (in 1853), ^e. ^ 
where the plaintiff was the manufacturer of 
" Burgess' Essence of Anchovies," at 107 Strand. 
The defendant, his son, having been in his employ, 
set up business, and called the articles he made 
" Burgess' Essence of Anchovies." 

An injunction was refused by V.-C. Kindersley, and 
on appeal it was held that, in the absence of fraud, 
the defendant could not be restrained from using 
his own name, as describing his article, as being 
what in fact it was. 
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In this case Lord Justice Turner said : " Where 
a person is selling goods under a particular name, 
and another person, not having that name, is using 
it, it may be presumed that he so uses it to re- 
present the goods sold by himself as the goods of 
the person whose name he bears; but where the 
defendant sells goods under his own name, and it 
happens that the plaintiff has the same name, it 
does not follow that the defendant is seUing his 
goods as the goods of the plaintiff. It is a question 
of evidence in each case whether that is false re- 
presentation or not." Lord Justice Knight Bruce 
gave the following quaint explanation of the same 
principle : " All the Queen's subjects have a right to 
sell their articles in their own names, and not the 
less so that they bear the same name as their 
fathers. The defendant carries on business in his 
own name, and sells his Essence of Anchovies as 
' Burgess' Essence of Anchovies,' which in truth it 
is." 

HoUoway's ^^ Holloway V. Holloway the circumstances were 
different, because the brother, Henry Holloway, of 
the plaintiff, the well-known Thomas HoUoway, sold 
pills and ointment, in pill boxes, pots, and with 
labels and wrappers, similar to those used by the 
plaintiff, the original manufacturer. It was held in 
that case by Lord Langdale, the Master of the EoUs 
(in 1850), that the defendant's conduct was in- 
tended and calculated to deceive, and on this ground 
an injunction was granted, but it was expressly 
stated that " the defendant's name being Holloway, 
he had a right to constitute himself a vendor of 
Holloway's Pills and Ointment," but not in such a 
manner as to deceive the public, and make them 
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believe he was selling Thomas HoUoway's pills and 
ointment. 

^ Lord Justice James put the matter very clearly 
in the case of Levy v. Walker, in which the right 
to a continuance of a former name in a partnership 
arose. " It should never be forgotten in these cases 
that the sole right to restrain anybody from using 
any name he chooses to carry on is a right in the 
nature of a Trade Mark : that is to say, a man has 
a right to say, you must not use a name, whether 
fictitious or real, you must not use a description, 
whether true or not, which is intended to represent 
or calculated to represent, to the world that your 
business is my business, and so by a fraudulent 
misstatement, deprive me of the profits of the busi- 
ness which would otherwise come to me. That is 
the principle, and the sole principle, on which this 
Court interferes. The Court interferes solely for 
the purpose of protecting the owner of a trade or 
business from a fraudulent invasion of that business 
by somebody else." 

This class of case therefore affords great scope whether 
for ingenuity, to ascertain whether there have arisen circum-*^^ 
those circumstances, or indicice of fraud, which must stances of 

' ' fraud. 

be shown, to induce the Court to grant any form of 
relief. 

One of the most instructive cases is perhaps that Freeman's 
of Freeman v. Freeman, which was tried before Mr Powx?5-. 
Justice North a few years back, and from which it can 
be gathered what are those circumstances of fraud 
which are sufficient to induce the Court to hold 
that the defendant is carrying on business in a 
manner intended and calculated to deceive. 

Freeman & Hilyard had for many years carried 

I 
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on the sale of " Freeman's Baking Powder," and in 
1876 they registered as a Trade Mark, the front of 
the label used on packages. The sale was very 
large, and their article had become recognised 
in the trade, and asked for by customers as 
" Freeman's." 

The defendant carried on business for some time 
as a china and glass merchant, then he took up the 
ironmongery business, and subsequently he added 
to that business that of an oil and colourman, pro- 
vision dealer, and other matters of that kind, and 
for the first time commenced to deal in baking 
powder, being with some small exception supplied 
by the plaintiffs. It was shown that defendant 
knew plaintiffs' article, as he produced invoices, in 
which the baking powder was described as " Free- 
man's." It was proved to the satisfaction of the 
judge that when the defendant commenced to make 
baking powder he sold and put it up in packets 
very like those of the plaintiffs. There was evi- 
dence produced to the Court as to the sale of 
defendant's baking powder to the plaintiffs, when 
" Freeman's " was asked for. 
Mr J. His Lordship, after narrating a few facts, said : 

jud^ent. " I^ ^^ ^^^^ ^^^^ ^^^ plaintiffs' baking powder 
was known by the name of " Freeman's," it was 
clear that the defendant had a right to sell baking 
powder, and to use his own name and address, but 
it was incumbent upon him to use his own name 
in such a way as not to represent that the goods 
made by him were really the goods of somebody 
else. He thought that the name " H. Freeman " 
had been placed in a conspicuous manner upon the 
packages by the defendant in order to identify his 
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baking powder with the name of Freeman. In 
addition to that there was the fact of the packet 
being of the same size, the boxes of the same shape 
and size, and the advertising that the powders were 
sold in 6d. and Is. tins, when, upon the defend- 
ant's own evidence, he had never sold any tins. 
He also thought that the use by the defendant of 
the plaintiffs' show cards had not been sufficiently 
explained." 

An injunction was granted, restraining the de- 
fendant from selling, or offering for sale, or attempt- 
ing to pass ofif, any baking powder not manufac- 
tured by the plaintiffs, as and for the goods of the 
plaintiffs. The defendant was also restrained from 
using the label. 

A more recent case was that of Warner v. Warner, Wameiy. 
tried before Mr Justice Stirling, who granted, on the w^SJ^'s 
motion of the plaintiff, an interlocutory injunction,"®*^®, 
on the same facts as were proved on the trial. 

The defendant appealed to the Lords Justices, 
but the decision of Mr Justice Stirling was affirmed. 

The plaintiff was the manager and sole proprietor 
of certain medical preparations, which were first 
introduced in the year 1879 under the name of 
" Warner's Safe Cures," for various ailments, and 
had been since sold in large quantities. He had 
very extensively advertised his compounds in Eng- 
land, the United States, and elsewhere, and they 
had beeri known in the market as " Warner's Safe 
Cures." The defendant was discovered selling a 
medical preparation of his own, under the title of 
" Warner's Great Cures," and " Warner's Cures." 

The following circumstances were proved to the 
satisfaction of the Court. The defendant began life 
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as a carpenter, and afterwards became a master 
builder. In 1888 he saw an advertisement in a 
newspaper by a Mr Ashton, who carried on business 
in Chancery Lane as a manufacturer and vendor of 
certain medical preparations, some of which were 
sold as " Ashton's Great Gout and Eheumatic 
Cure," and as " Ashton's Great Asthma Cure." 
The defendant became sole proprietor of the busi- 
ness, and soon after he began to alter the labels 
used by Ashton. First of all he designated his 
preparations as " Warner's, late Ashton*s," and 
afterwards he further altered them, so that they ran 
"Warner's Gout and Eheumatic Cure, — sole pro- 
prietor, J. Warner." 
Mr Justice His Lordship said : " True it was that every man 
judgment. ^^^ ^ right to Carry on his own business in his own 
name, but that proposition was subject to this quali- 
fication, that he did so honestly." His Lordship 
then referred to " Burgess and Burgess," and quoted 
the portion of the judgment of Ijord Justice Turner, 
which is above referred to. He also referred to other 
circumstances which had been proved, as to certain 
letters which had been sent to the defendant, asking 
for "Warner's Safe Cure for Eheumatism," and 
"Warner's Safe Eheumatic Cure," which the de- 
fendant replied to by sending his own medicine. 
These circumstances had great weight with the 
Court of Appeal, and his Lordship, who granted 
an injunction restraining the defendant from sell- 
ing or in any manner representing any goods 
manufactured by him as the manufacture or goods 
of the plaintiflf. 

A few practical remarks may be usefully made 
here, as to the steps which are very frequently 
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found to be necessary in order to discover from a 
fraudulent imitator of another person's Trade Mark, 
the mode in which he carries out his practices. 

It frequently becomes necessary to adduce evi- 
dence that traders are actually selling goods of one 
person's manufacture, when asked for the genuine 
article. It is thought advisable in such cases to 
procure evidence of this being done, and great care 
should be exercised as to the mode in which it is 
carried out, the selection of the persons who should 
be sent, and the directions given to such person. 

A certain course adopted in several cases which 
were successfully decided in favour of the plaintiflF, 
before one of the learned Judges of the Chancery 
Division, was stated by his Lordship to be justified, 
as it would be impossible to find out what people 
were doing unless this was done. 

So in the case above mentioned. Mr Justice 
Stirling ' referred to the sending of the letters to 
the defendants, asking for " Warner's Safe Cure 
for Rheumatism," and " Warner s Safe Rheumatic 
Cure," and his sending his own medicine in reply. 
" It was a trap, and the defendant fell into it, but if 
he had been acting honestly he would not have 
been there." 

That was the view taken by the Court of Appeal, 
on the appeal made in this case, and substantially 
the evidence was unchanged. Lord Justice Cotton 
in the appeal case specially referred to these letters, 
and the contention on the other side that it was a 
trap ; but hid Lordship added, that it was a trap 
which was only set for a man who did not carry on 
his business honestly. 

Again, in the case of Bodgers v. Bottgen, which 
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has been referred to on another point, it was known 
that the defendant, a cutlery manufacturer in Ger- 
many, had been using, in Germany and in India, 
two crosses in imitation of the well-known mark of 
Messrs Joseph Eodgers & Sons, Limited, of Sheffield, 
consisting of a star and cross, and also using on packets 
of knives labels being almost exact copies of Messrs 
Kodgers* labels on similar packets, and in other ways 
imitating their mode of putting up their sample 
cards and their goods. At length it was discovered 
that the defendant was endeavouring to obtain 
orders in England for the goods so fraudulently 
marked and put up. 

Evidence on behalf of the plaintiffs was therefore 
obtained, by procuring some of the defendant's goods 
to be sold in England, and upon this sale, both of 
samples and of a case of goods fraudulently marked, 
the action proceeded, and was decided in favour oj 
the plaintiffs, Mr Justice Kay justifying the steps 
which had been taken on behalf of the plaintiffs to 
procure the goods. 

As an illustration of a case in which the Court 
declined to restrain the use of a name at the instance 
of persons of a similar name, a very recent case was 
that of Turton v. Turton, decided by Mr Justice North 
in favour of the plaintiff, and reversed by the Lords 
Justices (in May 1889, Lord Esher, Cotton, and 
Fry). 

The plaintiffs, Thomas Turton & Sons, Limited, had 
for many years carried on at Sheffield the business 
of steel manufacturers. The defendant, John Turton, 
had for many years carried on a similar business in 
the same town, at first as " John Turton," then as 
"John Turton & Company.'' In 1888 he took his 
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two sons intx) partnership, and carried on the same 
business as " John Turton & Sons." There was no 
evidence that the defendants imitated the Trade Mark 
or labels of the plaintiffs, or otherwise attempted 
to deceive the public. 

It was held in that case that although there was 
a probability that the public would be occasionally 
misled by the similarity of the names, the plaintiffs 
were not entitled to an injunction restraining the 
defendants from the use of the name " John Turton 
& Sons." 

The judgment of the Lords Justices comprise the judgment 
principles upon which these cases should be decided, cL^ of 
expressed in such clear language, and the circum- Appeal 
stances under which the Court will or will not 
interfere to restrain a man from using his own name 
are so well explained — for there is no doubt as to 
the interference of a Court to prevent a man using 
a name which is not his own — that a few extracts 
from the judgments appear useful to be quoted 
here. 

Lord Esher said, as to what the defendant had 
done : " He had not done anything with the intent, 
or for the purpose, of making the use of his simple 
name look as if his name were the name of the 
plaintiffs'. In some cases, besides using the name, 
the parties have, to use what I think is a happy 
phrase of my brother Cotton, garnished that use, 
that is, they have done things besides using the 
name, in order that the use of the name might look 
as if it were being used by the old firm. There is 
nothing of that kind here. ... Is there anything 
dishonest ? Is there anything wrong, morally, in 
any, even in the strictest sense, in a man using his 
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own name, or stating that he is carrying on his 
business exactly as he is carrying it on ? Is there 
anything wrong in his continuing to do so, because 
people may make blunders, and even, if you please, 
because they make probable blunders ? What is 
there wrong in what he is doing ? . . . Therefore 
upon principle, I should say, it is perfectly clear 
that if all that a man does is to carry on the 
same business, and to state how he is carrying it on 
— that statement being the simple truth — and he 
does nothing more with regard to the respective 
names, he is doing no wrong. He is doing what he 
has an absolute right by the law of England to do, and 
you cannot restrain a man from doing that which he 
has an absolute right by the law of England to do ; 
therefore, if a man uses his own name, that is no 
jpHma fade case ; but if, besides using his own name, 
he does other things which show that he is intend- 
ing to represent, and in point of fact making his 
goods represent, the goods of another person, then 
he is prohibited, but not otherwise." 

Lord Justice Cotton said : " In my opinion the 
Court cannot stop a man from carrying on his busi- 
ness in his own name, although it may be the name 
of a better known manufacturer, when he does 
nothing at all in any way to try and represent that 
he is that better known and successful msuiufacturer. 
If that were so, there would be at once a monopoly 
obtained in the use of names by any persons who, 
by carrying on business in one name, got a reputa- 
tion; and it would be a very convenient way of 
enabling traders to prevent any competition with 
them by any persons who had the same name in the 
same trade." 
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Lord Justice Fry concurred in the judgment on 
the same principles. 

It has been explained that the foundation upon Hendricks 
which a Court will interfere to prevent a man from ]iigu^ 
using the same name as an existing trader or firm, f^e^tiai** 
is based upon fraud or fraudulent intention ; but in 
Hemdricks v. Montague, decided by the Court of 
Appeal (Lord Justices James, Brett, and Cotton), 
Lord Justice Brett said : " It seems to me it is not 
at all necessary, according to the authorities, and 
according to the doctrine of the Court, to suppose 
there was any intention of fraud existing, or that 
there would be any in the futura" Lord Justice 
Cotton said : " In my opinion it is not necessary 
that in taking the name they have, there should have 
been any fraudulent intention; but whether there 
was a fraudulent intention or not, everybody is 
responsible for the reasonable consequences, upon 
facts known to him, of what he is doing." 

The action was one in which Mr Hendricks, the 
acting manager of " The Commercial Life Assurance 
Society," claimed and obtained an injunction against 
the promoters of a projected Company, intended to 
be called "The Universal Life Assurance Association," 
restraining them from using the name, and it was 
argued by Mr Chitty (now Mr Justice Chitty) that 
it was the taking of an invented name, so similar 
to the old name as to be calculated to deceive, and 
with the intention of carrying on a similar business, 
and that even if the name was taken at first, 
without any fraudulent intent, yet if they persisted 
in using it after notice that it is calculated to 
deceive, that is evidence of fraudulent intent. Mr 
Justice North based his judgment in Turton v. 



CHAPTER XL 

NAME BECOME PUBLICI JURIS APPLIED TO A 

PATENTED ARTICLE, 



Name ap- 
plied to a 
patented 
article. 



"Home 
Washer." 



Wheeler & 
Wilson 
Sewing 
Machine. 



There is no subject connected with Trade Marks 
which has given rise to so much difficulty, and 
which may do so in the future, than the question 
as to the rights of an owner of a patent, or his 
successor in business, to a trade name which has 
been given to a patented article, on the expiration 
of the patent. 

Some of the cases which have been decided have 
occurred before the passing of the " Trade Marks 
Registration Act, 1875," and some have been de- 
cided since ; but it is believed that there has been 
no decision as to the effect of the registration of a 
name simply as a Trade Mark, given to a patented 
article, and whether such name can be exclusively 
maintained by the original patentee, or his succes- 
sor in business, by virtue of the registration of 
such name under the Eegistration Act. 

The words " Home Washer," applied to a patented 
machine, were taken off the Eegister after the ex- 
piration of a patent, for other grounds : that the 
words were descriptive, and that the registered 
owner was not carrying on any business. 

One of the earlier cases was that of the WTieder 
& Wilson Sewing Machine Company, the facts of 
which were these : The plaintiffs were an Ameri- 
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can Company, possessed of the right to a particular 
kind of sewing machine, of which Messrs Wheeler 
& Wilson, two of the original members of the Com- 
pany, had been patentees, under a patent which 
expired in 1866. 

The plaintiffs filed a bill to restrain the de- 
fendants from selling machines other than the 
plaintiffs*, under the title of " Wheeler & Wilson's 
Sewing Machines." It was hejd by V.-C. James, 
that the name " Wheeler & Wilson " on a sewing 
machine was descriptive merely of the character of 
the machinery, and not equivalent to an assertion 
that the machine was of the plaintiffs' manufacture. 
The Vice-Chancellor said: "It seems to me that 
the name ' Wheeler & Wilson Machine ' has come 
to signify the thing manufactured according to the 
principle of that patent. That being so, I cannot 
restrain anybody, after the expiration of that 
patent, from representmg his article as being the 
article so patented. A man cannot prolong his 
monopoly by saying, * I have got a Trade Mark in 
the name of a thing which was the subject of a 
patent,' and therefore, to that extent, I think the 
plaintiffs are not entitled to relief." 

The same principle was affirmed in the impor- Singer 
tant cases of the Singer ManufactuHng Company v. twing 
Wilson and the Singer Manufdcturin^g Company v. ^^^^^^^ 

Loog. Same^''' 

The first case originally came before Sir George ^- 
Jessell, the Master of the Rolls, and was appealed 
to the Court of Appeal, and afterwards to the 
House of Lorda 

The second case was also decided on the same 
principles. In both cases it was decided on the 
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highest authority that a manufacturing company, 
who affixed their own device to their machines, and 
also their name, could not be restrained from using 
the Singer Company's name as descriptive of the 
principle on which the machines were constructed ; 
that is to say, that the machines were Singer 
machines, made according to the Singer patent. It 
is, of course, understood that there must be no 
attempt to represent that the machines were, in 
fact, manufactured by the original manufacturers. 
It also appears, from the remarks of Sir George 
Jessel in the Singer Manufacturing Company 
and Wilson., that there must also be no attempt to 
take, as well as the name, any special distinctive 
device impressed or stamped on the machines made 
by the original manufacturers. 

It will be at once seen that these are cases in 
which it was decided to be allowable to take the 
name of the original manufacturers and patentees as 
descriptive of the patented machine. 
The *'Lino- The Same principle was, however, laid down by 
eum case, j^^ Justice (now Lord Justice) Fry in the case of 
the Linoleum Manufacturing Company v. Nairn, 
the circumstances of which are of such an important 
nature, that it is thought desirable to set them forth 
at some length, as they illustrate not only the ques- 
tion now being discussed, but should also act as a 
caution to persons registering under the same cir- 
cumstances. 

This was a case where a Trade Mark had been 
registered under the Act of 1875 by the plaintiffs, 
the Linoleum Manufacturing Company, the assignees 
of a patent for floor-cloth. The Trade Mark regis- 
tered consisted of a lozenge-shaped figure (to be 
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used upon the floor-cloth), with the words " Linoleum 
Floor- Cloth" inscribed on the border of the lozenge. 
In the centre of the lozenge there was a Jleur de lys, 
and beneath it the words, " F. Walton's Patent." 
The invention consisted of a new substance, namely, 
the solidified or oxidised oil, and it was not dis- 
puted that the inventor gave to it the name of 
" Linoleum." 

Mr Justice Fry, in giving judgment, said: "It 
appears that the defendants are now minded to 
make (as it is admitted they may make) that sub- 
stance, I want to know what they are to call it ? 
That is a question I have asked, but have received 
no answer, and for the simple reason that no answer 
could be given except this^ that they must invent a 
new name for it. I do not think the law stands in 
that way, and I think that if Linoleum meant a sub- 
stance, which substance may be made by the de- 
fendants, the defendants may call it by the name 
which that substance bears." 

The learned Judge then called attention to cer- 
tain acts of the plaintiffs which evidently had weight 
upon his mind in deciding the case. " Then there 
are advertisements put out by the plaintiffs. One 
of these is made an exhibit, and having given their 
Trade Mark, and so forth, is in these terms : 'Lino- 
leum is produced from oxidised linseed oil of the 
first quality and ground cork. Oxidised linseed oil 
is the most tenacious and indestructible cement that 
can be made,' and then they go on to give a warning : 
* Every piece of Linoleum has a Trade Mark printed 
upon the back.' The Trade Mark is put in the 
margin in order that it may be seen. . . . They 
describe Linoleum as a remarkable floor-cloth, and 
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then warn persons against imitations. They call 
attention to the Trade Mark. * Look for the Trade 
Mark ' is the warning given to intending purchasers, 
evidently intended to show that the word * Linoleum ' 
is not of itself enough, and that those who desire to buy 
the goods of the Linoleum Manufacturing Company 
(who are the plaintiffs in this action), must look for 
their Trade Mark. Well, there are other indica- 
tions of the plaintiffs' own use of the word. When 
they come to register their Trade Mark under the 
recent statute for the registration of Trade Marks, 
they are desired to describe their calling as appli- 
cants for registration, and they describe their call- 
ing as ' Linoleum floor-cloth manufacturers,' which 
evidently, to my mind, shows that the word * Lino- 
leum ' is not a word confined to the particular manu- 
facture of the plaintiffs. No man, I imagine, of the 
name of Smith would think of registering himself 
as the maker of Smith's soap (or whatever it may 
be) when he was a general soap manufacturer." 

In this case it will be seen that there was a 

Trade Mark registered, but there was no imitation 

of it as a whole, simply the word " Linoleum " was 

taken, and which the acts of the owners themselves 

had made public property. 

If the re- It is admitted by Mr Sebastian in his treatise, 

^'a^ame that " the registration as a Trade Mark of a name 

*^rincM*e^^ of this description will somewhat complicate the 

question, as registration of a Trade Mark is prima 

fade evidence, and after five years' registration, 

conclusive evidence of the right of the registered 

owner to the exclusive use of such Trade Mark. 

But the wording of the Act is entirely directed to 

the registration of a Trade Mark, the exclusive use 
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of a Trade Mark, &c., and since a name which has 
become puhlici juris, whether registered or not, can- 
not be a Trade Mark within the deiSnition section of 
the Act, because it contains nothing distinctive, it 
seems that, at all events within the five years, this 
enactment does not preclude a defence on the ground 
that the name so registered is in fact no Trade 
Mark, and was registered or is continued on the 
Eegister by error." 

The same learned author then refers to the re- 
marks of Lord Justice Mellish in Ford v. Foi^ster, 
which he thinks appear to be equally applicable 
since the Act as before. "There is no doubt, I 
think, that a word which was originally a Trade 
Mark, to the exclusive use of which a particular 
trader, or his successors in trade, may have been 
entitled, may subsequently become publid juris, as 
in the case which has been instanced of Harvey's 
Sauce. Then what is the test by which a decision 
is to be arrived at, when a word which was origin- 
ally a Trade Mark has become publid juris? I 
think the test must be, whether the use of it by 
other persons is still calculated to deceive the 
public ; whether it may still have the effect of in- 
ducing the public to buy goods not made by the 
original owner of the Trade Mark, as if they were 
his goods. If the mark has come to be so public 
and in such universal use that nobody can be 
deceived by the use of it, or can be induced from 
the use of it to believe that he is buying the goods 
of the original trader, it appears to me, however, 
hard to some extent it may appear on the trader, 
yet practically, as the right to a Trade Mark is 
simply a right to prevent a trader from being 
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cheated by other person's goods being sold as his 
goods through the fraudulent use of the Trade 
Mark, the right to the Trade Mark must be 
gone." 

As the question will probably in the future be- 
come one of the greatest importance to persons who 
may find themselves in the position indicated, and 
the text writer has ventured to imagine a state of 
things which would lead to great loss and injury, 
the writer with great deference submits that the 
test laid down with so much clearness by Lord 
Justice Mellish may be read to mean quite the 
reverse to that which Mr Sebastian imagines. 

Lord Justice Mellish was referring to the case of 
Harvey's Sauce, which words from the neglect of 
the proprietors, or some other reason, had become 
open to anyone to use, but owing to the existence 
of a patent, the name of a patented article is not 
pvhlici juris. It appears to be assuming the very 
point in question, to say that the name would be- 
come so immediately on the expiration of the 
patent, in spite of its registration. If immediately 
a patent has expired, we will suppose for an article 
of food or medicine, a name of world wide reputa- 
tion, which has been registered as a Trade Mark 
by a particular trader, and has attained an immense 
reputation and sale, by the expenditure of large 
sums of money in advertising, is taken by one or 
more persons, it is difficult to see why such a case 
would not fall within the test laid down by Lord 
Justice Mellish, ** the use of it by other persons is 
calculated to deceive the public." It would have 
the effect of inducing the public to buy goods not 
made by the original owner of the Trade Mark, as^ 
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if they were his goods. It has not become publici 
juris viewed by this test. 

However the important question may be hereafter 
settled by authority, — for it will inevitably arise, — 
it may be pointed out that although a najne applied 
to a patented article may become public property 
on the expiration of a patent, it does not follow 
that a distinctive label, or a device, applied to a 
machine, or on the covering in which an article is 
enclosed, and which has been registered under the 
Eegistration Acts, should become public property. 

There is ample authority to establish this pro- 
position from an early date, and one may be cited 
which, coming as it does from an eminent Judge 
(V.-C. Wood, afterwards Lord Hatherley) must be 
looked upon with great respect. 

The plaintifts were the successors in business of Tayier s 
the original patentees of " Tayler & Company's " soUd^ 
patent solid-headed pins, in packets labelled similar ^^^^ 
to the plaintifiFs', with the addition of their name. 
An injunction was granted to restrain the use of 
the label, but it was said that the defendants could 
not be absolutely restrained from representing that 
the pins were made according to Tayler*s expired 
patent, but that they must not do so in such a way 
as to deceive. V.-C. Wood said : " It was said that 
when a patent expired, it was open to the public 
at large to adopt the description of the article by 
which it had become known to the world, and to 
use the label by which the article made by the 
plaintiffs had been theretofore distinguished. It 
does not however follow, because upon the expira- 
tion of the patent the article and known description 
became open to all, that, therefore, all would be 
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entitled to use the label by which the patentees 
had been accustomed to distinguish their goods. 
The public may have acquired confidence in that 
particular label, and that confidence may have 
given a value to it, which the patentees may be 
entitled to have protected after the expiration of 
the patent." 

It is perfectly clear from the observations of 
V.-C. Wood in that case, from those of Sir George 
Jessel, in the Singer v. Wheeler & Wilson case, and 
those of Mr J. Fry in the Linoleum case, that 
although a name given to a patented article, and 
by which alone the thing came to be called, after 
the expiration of a patent may become public 
property, yet a specific label or Trade Mark used on 
or in connection with the goods must be respected. 

The practical result, therefore, which can be 
gathered from the cases, and the judgments of the 
learned Judges, is that persons should be careful to 
adopt some specific Trade Mark, in addition to a name, 
so as to be able to continue to reap the benefit of the 
reputation given to an article, and which really and 
justly belongs to the original manufacturer or 
patentee. 



CHAPTER XII. 



SHEFFIELD MARKS. 



The rights and privileges of the Cutlers Company 
of Sheffield are so well known to those interested, 
that it will only be necessary to remark that the 
important privileges, which are the subject of five 
Acts of Parliament (the 21st James I., c. 31 ; 
31st George III., c. 58 ; 41st George III., c. 97 ; 
54th George III., c. 119 ; and 23rd Victoria, c. 93), 
are unaffected by the Trade Marks Eegistration 
Acts, but the latest Act, that of 1888, affords 
particular privileges to persons engaged in the 
Sheffield trade connected with metal goods. 

The Cutlers Company is to keep at Sheffield a 
new Eegister, called the Sheffield Eegister, and in 
this Eegister (in respect of metal goods, which will 
be explained further on) all the Trade Marks 
entered before the 1st January 1889, either in the 
Eegister established under " The Trade Marks Act, 
1875," or the subsequent Eegisters, belonging to 
persons carrying on business in Hallamshire, or 
within six miles thereof, are to be entered. 

The Cutlers Company is also, on the request 
made in the prescribed manner, to enter in the 
Sheffield Eegister, in respect of metal goods, all the 
Trade Marks which have been assigned by the 
Cutlers Company, and actually used before the 1st 
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January 1884, but which have not been entered 
in either of the other Registers. 

An application for registration of a Trade Mark 
used on metal goods shall be made to the Cutlers 
Company, and the application is to be notified to 
the Comptroller, who within one month from the 
date of the receipt by him of the notice from the 
Company of the application, may give notice that 
he objects to the acceptance of the application; 
otherwise it is to be proceeded with by the Cutlers' 
Company. 

If the Comptroller gives notice of objection, the 
application is not to be proceeded with by the 
Cutlers Company, but any persons aggrieved may 
appeal to the Court. 

Upon the registration of the Trade Mark in the 
SheflBeld Register, the Company is to give notice to 
the Comptroller, who enters the mark in the Regis- 
ter of Trade Marks, bearing the same date as the 
date of application to the Cutlers Company. 

All the provisions of the Act, and the rules 
relating to the registration of Trade Marks, apply 
to the registration of Trade Marks on metal goods 
by the Cutlers Company, subject to some special 
provisions, which aflfect only the holders of Sheffield 
marks. 

When the Comptroller receives from a person 
not carrying on business in Hallamshire, or within 
six miles thereof, an application for registration of 
metal goods, he is to notify the application, and the 
proceedings therein, to the Cutlers Company, by 
sending a notice or official paper, with a note dis- 
tinguishing such application. 

On the expiration of five years from the com- 
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menccment of the Act of 1883-88 the Cutlers Com- 
pany is to close the Cutlers Company's Registration 
of corporate Trade Marks, and all marks entered 
therein, unless entered in the Sheffield Register, 
shall be deemed to be abandoned ; so that it 
appears to be of great importance to SheflBeld Trade 
Mark owners to look after their interests in this 
respect. 

If a person is aggrieved by a decision of the 
Cutlers Company he can appeal to the Comptroller, 
who has power to confirm, reverse, or modify the 
decision ; but this decision is subject to appeal to 
the Court. 

It is important to notice that the expression 
" metal goods " means all metals, whether wrought, 
unwrought, or partly, and all goods composed 
wholly or partly of any metal 
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** THE MERCHANDISE MARKS ACT, 1887- 



?? 



* The Merchandise Marks Act, 1862," repealed by 
' The Merchandise Marks Act, 1887," was the first 
attempt of the Legislature to deal with the subject 
of Trade Marks. 

For years previously, the forgery of Trade Marks 
and the false marking of merchandise had occupied 
the attention of commercial men and members of 
the Legislature, but it was not until 1860 that any 
active measures were taken to remove the evils 
which existed. 

In 1860, and up to 1862, several Bills had 
been proposed, dealing both with the fraudulent 
marking of merchandise and the registration of 
Trade Marks. 

In 1862, Bills dealing with both branches of 
the subject were introduced into the House of 
Commons, and referred to a Select Committee, 
composed of lawyers and mercantile men of great 
experience. 

After the Committee had examined a large body 
of witnesses, a resolution was proposed and rejected, 
for adopting a system of registration of Trade 
Marks, but the other subject was dealt with, and 
became law by the passing of " The Merchandise 
Marks Act, 1862." 
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This Act made it a misdemeanour to forge or "The Mer- 
counterfeit any Trade Mark, or falsely apply any MarksAct, 
such Trade Mark, with intent to defraud y to any ^®^^-" 
article, or to any wrapper, in which any goods 
were sold. The proof of an intent to defraud was intent to 
thrown on the prosecutor, and in practice it was 
found difficult to work, inasmuch as unless the 
Trade Mark which was charged as a counterfeit 
was identical, or almost identical, with the pro- 
secutor's Trade Mark, it was difficult to obtain a 
conviction. 

In some cases, however, it was found useful, and 
one of the early cases in 1871 was taken before 
Sir Eobert Garden, at the Mansion House, and 
which was a prosecution at the instance of Messrs 
Goodall, Backhouse & Co., of Leeds, for using 
on sauce a counterfeit of their labels, on bottles 
containing their celebrated "Yorkshire Eelish." 

The Magistrate convicted the defendants, stating 
he was of opinion " that the defendants had been 
guilty of a most abominable fraud, and their 
conduct was very little better than picking a 
pocket. Here was an article that was regarded 
favourably by the public, and which enjoyed a 
good reputation, and the defendants had manu- 
factured what he had a right to consider was an 
inferior article, and had used fraudulent labels, and 
palmed the article upon the public as the genuine 
* Yorkshire Eelish.' This proceeding was not only 
a fraud upon the public, but was calculated to 
inflict very serious mischief upon the proprietor of 
the genuine article." 

In another case before Mr Chance, at the 
Lambeth Police Court, a conviction was secured 
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against a tobacconist for using a label on a wrapper 
for tobacco, consisting of the representation of a 
tobacco leaf, printed on a brown ground, and 
bearing the words " Chesnut Brown Virginia," being 
a counterfeit of a label on a wrapper belonging to 
another established tobacco manufacturer, consisting 
of a tobacco leaf in another position, bearing the 
words " Nut Brown." 

Mr Chance said he " must give full protection 
to those who had a Trade Mark ; the defendant 
evidently had the leaf upon the complainant's 
wrapper copied, although it was reversed, and 
persons might easily be deceived." 

The old Act, however, being found to a great 
extent inoperative, and the false marking of goods 
having long occupied the attention of Foreign 
Governments, conferences were held, and, in the 
result. Bills were introduced into Parliament, and 
a Select Committee sat in 1887, collecting a large 
mass of evidence as to the use of fraudulent marks, 
from which it appeared that false trade descriptions 
were in extensive use ; the outcome of which was 
the passing of the Act now about to be explained. 
"Merchan- Forging a Trade Mark is a new expression, mean- 
Act 188?" ^^8 ^^® ^^^ ^^ ^ person who, without the assent of 
Forging the proprietor, makes that Trade Mark, or a mark 
Mark. SO nearly resembling it as to be calculated to 

deceive. 
Falsifying It also means falsifying a genuine Trade Mark, 
Trade^^ whether by alteration, addition, or efifacement, or 
Mark. Otherwise. 

Assent of The defendant charged with these offences has to 

p^ieton prove the assent of the proprietor, which entirely 

reverses the principal point of the Act of 1862, 
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which threw the evidence of proving "intent to 
defraud " on the prosecutor. 

A person who falsely applies to goods, a trade. Falsely 
or any mark, so nearly resembling a Trade Mark as i?adeMark 
to be calculated to deceive, is also an oflfence under ^ ^^^^' 
the Act. 

So also is the act of a peraon who makes any Marking 
die, block, machine, or other instrument for the blocks, &c. 
purpose of forging, or being used for forging a Trade 
Mark. 

He is also punishable if he disposes of, or has in 
his possession, any of these articles for such purpose, 
or causes any of these things to he done. 

The person charged must prove that he acted ^^}^^^^ 
without intent tp defraud. to prove no 

The above offences comprise those which a person d^^aud!^ 
is directly supposed to commit. 

Then there are the acts of those who put upon 
the market, or deal in, the result of the commission 
of the ofifences of the actual forger, namely, those 
who sell, or expose for, or have in their possession Seiiing,&c., 
for sale, or any purpose of trade or manufacture, forgecT^ 
any goods or things to which a forged Trade Mark ^^*^® 
is applied, or to which any Trade Mark, or Mark so 
nearly resembling a Trade Mark, as to be calculated 
to deceive, is falsely applied. 

These are also offences under the Act, punishable 
in the same manner as the act of a direct forger, 
but the person who is so charged with these minor 
ofifences may be liable to exonerate himself from 
the charges in divers ways. 

He must prove, that having taken all reasonable Defendant 
precautions against committing one of these ofifences, innownce.^ 
he had no reason to suspect the genuineness of the 
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Trade Mark, and he must prove that he gave all 
the information in his power, as to the persons from 
whom he obtained the goods, or the prosecutor, or 
someone on his behalf demanding the information. 

He may prove that otherwise he had acted inno- 
cently. 

The distinction between the acts of those who 
actually make a Trade Mark similar to one al- 
ready in existence, or assists another, by making 
the blocks or dies for the purpose, and of those 
who sell an article bearing a false Trade Mark, is 
very just. 

In the one case, it is impossible not to see that 
the genuine Trade Mark must have been before the 
person who makes counterfeit, or makes the blocks 
or dies from which it is to be printed or impressed 
on a label or wrapper, or on the article itself. 

In the second case, a middleman, or general 
dealer, may be utterly ignorant of the existence of 
the original or genuine Trade Mark ; he might have 
no reason to suspect he was selling an article being 
a counterfeit mark. 

It is of course his duty to state from whom he 
obtained the goods, on being requested to do so ; 
but it will be seen that it is not suflBicient merely 
to give this information ; he must also prove he had 
no reason to doubt the genuineness of the Trade 
Mark. 

If he cannot prove these things, it is still open 
to the person charged to prove that he had other- 
wise acted innocently. 

These words have received the judicial considera- 
tion of two eminent judges, the Lord Chief-Justice 
and Mr J. Matthews, in a case of an analogous 
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nature under the Act, and will be referred to when 
dealing with "The Bottle Question," and also in 
another case. 

The punishment for these offences, on conviction, Punish- 
are severe ones : on indictment, two years imprison- 
ment, with or without hard labour, or a fine, or both ; 
on summary conviction, four months' imprison- 
ment, with or without hard labour, or a fine not 
exceeding £20. 

If a second or subsequent conviction, six months, 
with or without hard labour, and a tine not exceeding 
£50. 

There is an appeal open to the defendant to the 
Quarter Sessions, and if charged before a Court of 
summary jurisdiction, he may have the option of 
being tried on indictment. He is to be informed of 
this privilege before the charge is gone into. 

There is no other definition of what a Trade Mark Definition 
means, than that it is " a Trade Mark registered in Mark^ ^ 
the Eegister of Trade Marks kept under 'The Patents, ^^^^^^^''^f 
Designs, and Trade Marks Act, 1883,' and as the Act of 1883. 
registration of Trade Marks kept under the Act of 
1875 is deemed part of the same book. Trade Marks 
registered under that Act (which is repealed) will 
be protected by "The Merchandise Marks Act, 1887." 
This Act, however, was passed before the Act of 
1888, but doubtless the same protection will be 
afforded to Trade Marks registered under the Act 
of 1888. 

Very important questions, however, would seem 
to arise, whether the mere fact of registration under 
the Acts will exclude a defendant, charged under "The 
Merchandise Marks Act," from raising any question 
as to the validity of Trade Marks already registered. 
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It does not appear whether a person criminally 

charged can take advantage of these privileges, or 

when or in what manner he can do so ; but it 

would seem only reasonable, that he should be 

permitted to raise the question whether a Trade 

Mark registered should be on the Eegister, or be 

removed therefrom. 

Definition A Trade Mark is deemed to be applied to goods 

TraSe ^"^ when it is applied to the goods themselves, or to any 

Ma^ to covering, label, reel, or other thing, in or with which 

the goods are sold, or exposed for sale, trade, or 

manufacture. 

Also, when a person places, encloses, or annexes 
any goods with any covering, label, reel, or other 
thing to which a Trade Mark has been applied. 

When he uses a Trade Mark in a manner cal- 
culated to lead to the belief that the goods in 
connection with which the Trade Mark is used 
are designated or described by that Trade Mark. 
Covering Covering includes a stopper, cask, bottle, vessel, 
includes box, covcr, capsulc, casc, frame, or wrapper. Label 
&c. ' includes any band or ticket. 

A Trade Mark is deemed to be applied, whether 

woven, impressed, or otherwise worked into, annexed, 

or aflBxed to the goods, or to any covering, label, 

reel, or other thing. 

Saving as Persons are protected from punishment, who as 

«o^*jI^« artificers, or in the course of business, are em- 

ployed by other persons to make dies, and blocks, 

and the like, and are not interested in the profits of 

the goods on which the false marks are placed, 

who prove their innocence, in like manner as it is 

open to a person who sells such articles to prove. 

Such persons must give notice that they intend to 
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rely on this defence, otherwise they will be liable to 
pay the prosecutor's costs, although discharged from 
the prosecution. 

The Act allows a defendant to give evidence, Defendant 
and he or his wife may be sworn, and examined, ^de?ce. 
and cross-examined, in like manner as other wit- 
nesses. 

In reviewing the powers and liabilities of this 
important statute so far as it affects Trade Marks — 
the Act dealing also with the use of false trade 
descriptions — it will be seen in the first place, 
that the Magistrate or the Justices on a summary 
proceeding, or the Court and a Jury on indictment, 
will have to decide, in the case of a mark which is 
not identical, the same questions which arise before 
Judges of the Chancery Division of the High Court, 
whether the Trade Mark in dispute so nearly re- 
sembles the genuine Trade Mark as to be calcul- 
ated to deceive. 

It would therefore seem that the prosecutor should 
be provided with the same evidence as if he were 
applying for an injunction to the High Court, and 
the Magistrate, Justices, or Court and Jury must be 
satisfied in the same way, and on the same prin- 
ciples, and which have been fully explained in pre- 
ceding chapters. 

Seeing, however, that a person may be restrained 
by injunction from using an objectionable Trade 
Mark on other grounds than those implying a 
fraudulent intention, it would appear that a de- 
fendant may, under the saving clauses, open up 
any of the same defences which would be open to 
him in the High Court, or when the civil remedy 
is sought, and it will be strange if he is not able to 
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contest the validity of the mark in the cases put of 
a common mark being registered, of a descriptive 
mark, or one which should never have been regis- 
tered at all, and the other numerous cases which 
have been referred to. 

The Act is undoubtedly a very severe one, as it 
afiFects Trade Marks, and it can only be said that a 
Trade Mark owner will only be advised to proceed 
under the Act in very clear cases, otherwise a great 
deal of useless expense will be incurred, together 
with much waste of time and annoyance. 

The Act deals also in the same manner with regard 
to the false marking of goods, but the subject is not 
germane to that of Trade Marks. 



CHAPTER XIV. 

THE BOTTLE QUESTION. 

Foe many years persons engaged in the mineral 
water trade, or the sauce trade, or any other 
industry requiring the use of bottles for the sale 
of their goods, have been troubled and injured by 
the fact that their bottles have been bought up 
by others, and filled with their mineral waters or 
sauces, and the like. 

The bottles have borne the labels, and sometimes 
the names and place of business of the original 
manufacturers, and it is very evident that a good 
deal of deception and damage may have been caused 
by this practice. 

Attempts have been made to induce the Court of 
Chancery to interfere, but there have been decisions 
to the effect that a manufacturer who disposes of a 
bottle of soda water or a bottle of sauce has no 
right of property in the bottle itself, although pro- 
bably if used fraudulently, and for the purpose of 
illegally passing ofif goods, an injunction might have 
been obtained. 

Several attempts were made, and particularly by 
the mineral water industry, to invoke the aid of the 
criminal law, but in many instances magistrates 
gave conflicting decisions, and what was earnestly 
required was an authoritative expression of opinion 
from a higher Court. 



^ 
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At length it may be said that the question has 
been finally settled by the case of Wood v. Burgess, 
decided by Lord Justice Coleridge and Mr Justice 
Matthews, sitting as the Divisional Court of the 
Court of Queen's Bench, under " The Merchandise 
Marks Act, 1887." 
Woodv, The prosecutor, Thomas Wood, was a mineral 

case. water manufacturer, carrying on business at 430 

Hackney Road. The defendant was also carrying 
on business as an aerated water manufacturer at 
Brick Lane, Spitalfields. 

The prosecutor used glass bottles, some of which 
had moulded on them the words following, " This 
Bottle is the property of Thomas Wood, 430 Hack- 
ney Eoad; no deposit charged," while others had 
moulded in them the words, " T. Wood, 430 Hack- 
ney Road." 

The defendant sold his mineral water in the 
prosecutor's bottles, marked as above mentioned, 
and having, at the bottom of each bottle, a paper 
label bearing the name of the defendant in the 
following form, " Burgess, Lemon, 215 Brick Lane, 
Bethnal Green Road." 

The prosecutor instituted proceedings under " The 
Merchandise Marks Act, 1887," alleging that 
the defendant had applied a false trade description 
under the Act. It was proved before the Magis- 
trate that the prosecutor had given no authority for 
the use of the bottles, and the defendant had been 
warned that the use of other persons' bottles would 
render him liable to be proceeded against The 
defendant admitted that he gave no directions and 
took no steps to prevent the bottles of other per- 
sons being filled and sent out to his customers. 
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It was contended for the prosecutor that the defend- 
ant had not " acted innocently " within the mean- 
ing of the statute, whilst the defendant contended 
that the circumstances showed he had no intent to 
defraud. 

The Magistrate dismissed the summons on the 
ground that an intent to defraud was a necessary 
ingredient in the offence, and that there was no 
intent to defraud. 

A case was stated for the opinion of the Court 
of Queen's Bench, and at the request of the Judges, 
the Magistrate stated he found that there was a 
false trade description within the meaning of 
Section 3, Sub-section 3 of the Act, and that it was 
false in this respect that the name and initials of 
the prosecutor were applied to goods which had not 
been manufactured by him, the prosecutor not hav- 
ing authorised the use of such name and initials. 

The case was argued before the Judges above 
named, and thoroughly argued out, when their 
Lordships decided that as the Magistrates had found 
that it was a false description, and that it was an 
application of the false description not merely to 
the bottles, but to what is in the bottles — that is, to 
the manufacture, and that it came distinctly within 
the third sub-section of the third section. The case 
was remitted to the Magistrate, with the opinion of 
the Court that he ought to have convicted. 

This case is supposed to have entirely settled the 
question, and many prosecutions have been in- 
stituted and defendants convicted on the faith of it. 

A prosecution was instituted under the Trade 
Mark sections of the Act, as well as the false trade 
description sections, by Messrs Goodall, Backhouse 
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& Co., against a sauce manufacturer, under these 
circumstances. 

The prosecutor sold their " Celebrated Yorkshire 
Eelish" in bottles bearing their registered label, 
and also having moulded in the bottles the words 
" Yorkshire Eelish " round the shoulder, and their 
name, " Goodall, Backhouse & Co., Leeds," up the 
side of the bottle; a separately registered Trade 
Mark, the willow pattern plate, was moulded into 
the bottom of some of the bottles. 

The defendant obtained the prosecutor's bottles 
so marked from marine store dealers, and placed 
therein his sauce, to which were affixed a label 
bearing the words, " Worcestershire Sauce," and 
other printed matter, with his name and address. 

It was contended, on the part of the defendant, 
that it was the custom of the trade for the manu- 
facturers of cheap sauces to use other firms' bottles, 
but the learned Magistrate said that if this was so, 
then it was in his opinion a dishonest thing to do. 

Ultimately Mr Montague Williams (the Magis- 
trate) said that he had no doubt there was a clear 
case of false Trade Mark, and under the Act there 
was no necessity for it to be shown that there was 
a fraudulent intention, but if he was called on to 
decide in cases where bottles belonging to a well- 
known firm with their Trade Marks were used by 
other manufacturers to put in their own stufif, which 
in some cases might only be filth put in, he should 
hold that there was an intention of fraud, and in 
such a case he should not deal with the case him- 
self, but send it for trial 

The defendant pleaded guilty, and an undertaking 
was given not to repeat the offence. 



CHAPTER XV. 

REGISTRATION AND PROTECTION OF TRADE 

MARKS ABROAD. 

British Trade Marks can be registered now in 
nearly every country of Europe, as well as in the 
United States of America, the Australian Colonies, 
and some of the British Colonies, also in Canada 
and the Cape, the Spanish Colonies, and South 
American Republics, such as Argentine Republic 
and Uruguay. 

It would be out of place here, and serve no useful 
purpose, to specify the exact steps, and under what 
forms of legalisation or otherwise registration can be 
effected in each of the countries above referred to, 
as no Trade Mark owner would attempt registration 
of his own mark without the assistance of a com- 
petent adviser. 

It may be useful, however, to observ^e that in 
many countries abroad application must be accom- 
panied by a certificate of the registration in Eng- 
land of the Trade Mark required to be registered 
abroad, and great care should be taken to see that 
the representation of the Trade Mark, which must 
accompany the application, corresponds exactly with 
the registered mark in England, which appears in 
the Trade Marks Journaly and a copy of which is 
affixed to the certificate of registration. 



Powers. 
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Treaties There are many treaties between Great Britain 

Foreign and foreign Powers, some of them dating many 
years back, providing for the same protection in 
their respective territories for British subjects as 
enjoyed by native subjects, but always provided that 
the person claiming protection shall have complied 
with the formalities as to depositing or registration 
of Trade Marks in force in the different countries 
where protection is sought. 

The treaty with Austro-Hungary dates from 
1876; Belgium, 1862; Columbia, 1866; Den- 
mark, 1879 ; Equator, 1880 ; France, 1882 ; Ger- 
many, 1875; Italy, 1883; Montenegro, 1882 
Portugal, 1880; Eoumania, 1880; Eussia, 1859 
Servia, 1880 ; Spain, 1875 ; Switzerland, 1880 
United States, 1877; Uruguay, 1885. 

In 1883 the important Convention for the pro- 
tection of industrial property was signed, and ratified 
in 1884, whereby the Governments of Belgium, 
Brazil, Spain, Guatemala, Italy, Holland, Portugal, 
Salvador, Servia, and Switzerland constituted them- 
selves into a union for the protection of industrial 
property. 

In 1884 the British Government joined the Con- 
vention, two of the States — Tunis and Ecuador — 
having previously joined; and there are also in- 
cluded San Domingo, United States of America, and 
Paraguay. It is believed that Ecuador and Salvador 
have since seceded, and Sweden, Norway, and the 
Dominican Republic have joined. 

This Convention affords to the subjects or citizens 
of each State the same advantages as regards Trade 
Marks and Trade Names that their respective laws 
now grant, or shall hereafter grant, to their own 
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subjects or citizens ; consequently they have the 
same protection and the same legal remedy against 
any infringement of their right?, but they must 
observe the formalities and conditions imposed on 
subjects or citizens by the internal legislation of 
each State. 

Any person who has duly applied for a Trade 
Mark in one of the contracting States enjoys, as 
regards registration in the other States, a right of 
priority during three months after application. 

There is in the Convention what has been felt to 
be rather a curious privilege for the subjects of the 
contracting parties, to the effect that every Trade 
Mark " duly registered in the country of origin " is 
to be admitted for registration and protected in the 
form originally registered in all the other countries 
of the Union. 

This is further explained by the Final Protocol, 
so that apparently there should be no mistake 
about the matter, as follows : — 

"Paragraph 1 of article 6 is to be understood 
as meaning that no Trade Mark shall be excluded 
from protection in any State .of the Union, from 
the fact alone that it does not satisfy, in regard to 
the signs composing it, the conditions of the legis- 
lature of that State ; provided that on this point 
it complies with the legislation of the country of 
origin, and that it had been properly registered in 
said country of origin." 

The question has arisen whether this means that 
any Trade Mark which has been registered in any 
of the countries, parties to the Convention, and which 
is valid in such countries, can be registered in the 
other countries, whether such Trade Mark is valid 
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according to the law of the country in which 
registration is required, or is not considered regis- 
terable. 

In the case of the Californian Fig Syrup Company's 
Trade Mark, it was shown that the Company had 
registered in America, in 1885, the words "Syrup 
of Figs." In 1888 the Company applied to the 
Comptroller of "[[Irade Marks to register the mark 
under the provision of Section 103 of the Trade 
Marks Act of 1^83-1888, and of the International 
Convention, but it was refused. 

The Company appealed, and Mr Justice Stirling 
decided that upon the pure construction of the 
provision, without expressing any opinion as to 
how far that provision extended, or from what 
liabilities it emancipated a foreigner, it was simply 
a qualification of the preceding part of the clause, 
and did not give an independent or new right of 
registration under the Act, and the Company not 
having made their application within four months 
from their applying for their Trade Mark in the 
United States, the application failed. 

There is a decision on this point before Mr 
Justice Kay, re Vignier's Trade Mark, relating to 
"Monobrut" champagne. The word had been 
registered in France in 1884. 

It was a motion to rectify the Eegister by 
expunging the word, and Mr Justice Kay, in 
complying with the application, said that the word 
was descriptive, and therefore could not be registered 
in England, and that the fact that it had been 
registered in France made no difference. His 
Lordship said : " The right thing to do was before 
those four months (the time limited by the Con- 
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vention) had expired, to apply to expunge it from 
the Eegister, and then to make an application 
within four months to have it put on the Eegister 
in consequence of the Convention." 

There is, therefore, no decision as to what would 
be done in the case above suggested, — ^if a T^ade 
Mark is not valid here, will the fact of registra- 
tion abroad make any difference ? and vice versa in 
foreign countries, and Trade Mark owners would do 
well to take competent advice before incurring ex- 
pense in cases of the like nature, and to ascertain 
the practiiee in foreign countries on the subject. 

There is an important clause in the Convention, 
to the effect that a Trade Name is to be protected 
in all the countries of the Union, without necessity 
of registration, whether it forms part of a Trade 
Mark or not. 

It will be seen that Eussia, Germany, Austria, 
Austro-Hungary, Turkey, and many other countries 
have not joined in this Convention ; but neverthe- 
less, British Trade Marks can be freely registered 
in such countries, and a British subject can avail 
himself of their laws against infringement of his 
Trade Marks, but the laws of some of these 
countries are not quite in accordance with the. 
law of England as administered by the Courts in 
some respects. It may therefore be useful to 
state how some of these countries deal with in- 
fringements of Trade Marks, or imitation of packing, 
and the like. 

FRANCE. 

In this country the same principles appear to 
hold good with respect to a colourable imitation of 
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a Trade Mark, as guide our Courts in coming to a 
decision ; but, of course, their decision is based upon 
the circumstances of each case. 

In an important judgment of the Court of Appeal 
of Bordeaux with reference to two conflicting labels, 
the Court stated that the principles relating to such 
a mark were well settled, namely, that an imitation 
is considered fraudulent if the aspect and gfeneral 
appearance of the whole label constituting the Trade 
Mark, in spite of dissimilarities, are of a nature to 
produce confusion, and to deceive a buyer. 

The French Courts also take the same view as 
the English Courts as to the improper use of the 
name of an existing firm by a person of the same 
name. 

This was well exemplified in the case of Lmds 
Boederer & GoTwpany v. Theophile Boederer in 1865. 
The plaintiff, the well-known champagne grower of 
Eheims, complained of the defendant's use of the 
surname of the head of their house to their pre- 
judice. 

The Tribunal of Commerce of Eheims gave the 
plaintifif relief, but it was not considered sufl&cient 
by Messrs Eoederer, who appealed to the Supreme 
Court, when they ordered the defendant to print 
his Christian name, " Theophile," in full, and in 
characters of the same dimensions as the surname. 
He was also to insert in his business announce- 
ments the date of the founding of his establish- 
ments, and that the order should be inserted in the 
public newspapers at the expense of the defendant. 

The " Chartreuse " case related also to a " label," 
beside " name," the defendant alleging that his 
liqueurs were the same as those of the original 
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manufacturer, and he alleged that having discovered 
the secret of making them, he must necessarily call 
them by the same name ; but he had made a con- 
siderable alteration in the title of the article, and 
put his own address. The Court refused to listen 
to these arguments, but ordered the confiscation of 
all the liqueurs, and the destruction of the false 
labels, with other punishments. 

The French law also takes cognisance of the act 
of a person who puts up his goods in the same way 
as another trader for the purpose of passing off his 
goods as those of the other trader, irrespective of 
Trade Mark. The action in France is called an 
action for '* concurrerice de loycde/* similar to the 
action which was taken in the case of Lever v. 
Goodwin for the imitation of the Sunlight Soap 
wrapper, before Mr Justice Chitty and the Court 
of Appeal.* 

There can be no question that in France, as in 
America, the most perfect system of jurisprudence 
prevails, by which complete justice can be obtained 
in regard to all these commercial injuries. 

Trade Marks in France are called " Marques de 
Fabrique," and also " Marques de Commerce ; " and 
it appears that the English words " Trade Mark " 
are coming into use. 

GERMANY. 

The German Trade Mark law was passed in 
1874, a certain date being fixed for the registration 
of Trade Marks, and there was a great rush to 
register before the time had expired. 

* See p. 1 18. 
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It is feared that notwithstanding the publicity 
given to the announcement of the passing of the 
Act, when it came into operation very great negli- 
gence was displayed by British Trade Mark owners, 
whose marks were of great value, in applying for 
registration, and this accounts a good deal for the 
apparent hardship which has been inflicted on some 
of them by the prior registration in Grermany of 
valuable English marks. 

The German law provided for the registration of 
foreign marks, but proof was to be given that all 
conditions had been fulfilled in the foreign country, 
and that the person desiring to register could claim 
protection in his own country for his Trade Mark. 

This was done when the Act was first in opera- 
tion by means of forms which were prepared by 
the writer, and approved by an eminent German 
advocate, and were in use for some time, and by 
means of which the writer registered some hundreds 
of British Trade Marks. The practice is now 
satisfied by transmitting a certificate of the English 
registration. 

The views which the German Courts take of an 
infringement case do not altogether tally with those 
adopted by the English Courts, as it appears that 
only a slight deviation from another mark will be 
suflicient to enable another person in Germany to 
adopt a similar mark. 

This was the case with the well-known mark 
of Joseph Eodgers & Sons, Limited, consisting of 
a star and cross, one of the Courts allowing a 
German subject to take two crosses; and in an- 
other case, merely a transposition of the cross and 
star — in the one case parallel, in the other per- 
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pendicular — was sufl&cient to make the two marks 
distinct 

The Act of 1874, however, provides that the 
protection accorded by the provisions of that law 
to the owner of a Trade Mark, name, or a signature, 
will not be invalidated in case such Trade Mark, 
name, or signature should be reproduced with such 
alterations as only a close and accurate examination 
could detect. 

In an important case that was decided in 
Germany in 1876, a British firm obtained sub- 
stantial justice. This was the case of Messrs 
Tennent of Glasgow, the well-known brewers, 
against a German firm, Messrs Deetjen & Schroder, 
brewers, of Hamburg. 

Messrs J. & R. Tennent claimed an injunction 
to restrain Deetjen & Schroder from using 
Tennent's mark, consisting of the letter T on a 
label for beer, and to have defendants' registration 
of the mark cancelled. 

It appeared that in 1864 the plaintifis tried to 
prevent defendants from using their mark, which 
they were then unable to do, and for thirteen years 
defendants had been using Tennent's mark, consist- 
ing of a facsimile of their label. 

When the law of 1874 was passed, both parties 
registered the marks, whereupon Tennent took 
proceedings. One Court in Hamburg decided in 
favour of the plaintiffs ; this was reversed by the 
High Court of Hamburg, and ultimately, on appeal to 
the Imperial Court at Leipzig, the decision of the first 
Court was affirmed, on the ground that the defend- 
ants' original use of the label was fraudulent, and 
that no rights could accrue from a fraudulent user. 
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The case of Clark v. The Dresden Sewing Machine 
Thread Company is of a far less satisfactory nature, 
and lays down, one may venture to say, very unjust 
principles of Trade Mark Law. 

Clark & Company of the Anchor Mills, Paisley, 
are a very old firm of manufacturers of sewing 
thread. Their Trade Mark was an anchor, which 
always appeared on their labels and wrappers, and 
was well known in Germany. They registered an 
anchor as their Trade Mark in Germany on the 
1st May 1875, but did not register their labels. 

The Dresden Company imitated the Trade Mark 
of an anchor, used on a compound label, very 
similar to Messrs Clark's, which the defendants 
had registered. Clark & Company adopted pro- 
ceedings in Germany, to restrain the Dresden 
Company from using the label, and judgment was 
given in their favour. The defendants appealed, 
but the judgment was affirmed, and on the defend- 
ants again appealing to the Imperial Supreme Court, 
Leipzig, the decisions of these Courts were upset. 

Li the judgment of the Court of Appeal occurs 
this strange principle, laid down on the highest 
authority : 

"In considering the question of identity, the 
whole combination must be taken into account ; 
and if there is a substantial diflerence between the 
two labels, the owner of the one cannot restrain 
the owner of the other from using it. It is true 
that this construction permits one manufacturer to 
use the Trade Mark of another, if he only combines 
it with numbers, letters, or words, or alters the 
existing combination of numbers, letters, or words ; 
but as long as there is a difference in the general 
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appearance of the mark, such use, with such com- 
bination, is not illegal." 

There was also another German decision in the 
case of Ainsworth v. K^iapp, in . the early stage of 
Trade Mark Eegistration in Germany, in 1877, 
where a German firm were held entitled to retain 
their use of an imitation of Messrs Ainsworth's well- 
known " Falcon " brand, on the ground of concurrent 
use, Knapp having adopted this Trade Mark in 
1870, and had registered it in 1875, Ainsworth 
also having previously registered it. 

The facts are very complicated, and it appears 
almost impossible to understand the reasons given 
by the learned German Judges for their judgment. 

A great outcry was raised at the time, as Knapp 
had also registered two other well-known English 
Trade Marks, the "Anchor" of Messrs Clark of 
Paisley, and the " Goat's Head " of Messrs Jonas 
Brook & Brothers of Huddersfield.* 

A very high Trade Mark authority in Germany 
referred to these decisions in an official report to 
the British Government. " In other cases it has 
been laid down by the same tribunal (The Imperial 
German Supreme Court of Commerce) that where an 
adopted design — say an anchor, or a goat's head, 
the marks of certain parties, have been adopted 
by other parties, but one figure surrounded 
by a certain ornament or inscription, which the 
other has not, that there is no such similarity 
as to prohibit the ornamented design. This 
decision may have a very lamentable consequence ; 

* It is understood that Messrs Brook succeeded in getting 
an apology from Knapp, and an undertaking not to use tbeir 
Trade Mark for the future. 






176 TEADE MARKS. 

the peculiar mark introduces the commodity into 
the world, and the quality is represented by the 
anchor or goat's head. If there is an extra 
ornament or inscription, the various nations may 
not be able to understand or to examine the 
inscription, and all foreign nations and peoples are 
not acquainted with the same language. They will 
surely be led by the anchor or the goat's head, as 
that is the distinct well-known sign. It does not 
demand sharp reasoning to see that under such an 
appreciation of facts the salutary object of the Trade 
Mark Law is not only lost, but that by such an 
exposition of and application of the law, deceit is 
turned into law." 

This was written ten years ago, but from recent 
experience it may be gathered that the views of 
the German Courts are not very different from 
what they were. It is still probable, however, 
that a great deal would depend upon the cir- 
cumstances of each case, and that justice was 
done in the Tennent Case. 

AMERICA. 

The Act which regulates Trade Marks in 
America dates from 1870, and under this statute, 
amplified by the Convention, British subjects have 
the same rights as Americans to register their 
Trade Marks, and can obtain efficient protection 
from the American Courts in case of infringement. 

There is, however, no definition of a Trade Mark 
in the American statute, except that it must be a 
lawful Trade Mark, according to the well-known 
principles laid down with the greatest lucidity and 
grasp of the subject by some eminent judges in a 
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number of leading cases. It may be first observed 
that there is no country recognising Trade Marks 
to identify goods in which the Courts of law show 
a more thorough appreciation of the proper prin- 
ciples on which a Trade Mark case should be 
grounded than are displayed in the judgments 
of some, it may be said of most, of the Judges 
before whom these cases have arisen. A large 
number of such cases are collected in Mr Rowland 
Cox's collection of Trade Mark Cases, published in 
1871, and there is no better book on the subject 
than Brown's Treatise on Trade Marks. 

The Act gave protection to Trade Names and 
Trade Labels, and by a subsequent Act of 1874 
prints and labels are dealt with ; in which " Label " 
is defined as a slip, or piece of paper, or other 
material, to be attached in any manner to manu- 
factured articles, or to bottles, boxes, or packages 
containing them ; and bearing an inscription (not a 
Trade Mark), as, for example, the name of the 
manufacturer, the place of manufacture, the quality 
of goods, directions for use, &c. 

The definitions of a Trade Mark given by Mr 
Brown, Mr Coddington, and Mr Upton have already 
been quoted ; and from which it appears that dis- 
tinctiveness is one of the principal features of an 
American Trade Mark, and Mr Brown sums up 
the essentials of a Trade Mark as, individvxilUy, 
universality, and exdudveness. Unless they all 
concur, there can be no Trade Mark. 

English Trade Mark owners have obtained from 
the American Law Courts efficient protection, even 
in cases before the Trade Mark Act was passed. 

Messrs Gillott, the celebrated pen makers of 

M 
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Birmingham, for many years used on steel pens of 
their manufacture the arbitrarily selected numerals^ 
<' 303," with their name, " Joseph Gillott Extra 
Fine." The pen was in great demand in America, 
and became known to stationers and other dealers 
by its number, " 303," which distinguished it from 
other pens of the plaintiffs* make. No other pen 
was then known to have numerals upon it. 

The defendant in the action was a firm of " Ester- 
brook & Company," and they manufactured in 
America, and sold, a pen which in size, colour, pattern, 
flexibility, and fineness of point, closely resembled 
Gillott's pen. Esterbrook also impressed on his pen 
the number "303," with his firm's name and the 
words " Extra Fine," and put up the pens in boxes 
of the same size as the plaintiffs', with a similar 
label, and in other respects the whole arrangement 
was cunningly adapted to mislead. 

One of the learned Judges, in giving judgment, 
said : " The design to defraud, by manufacturing and 
packing pens in all respects simHar to the plaintiffs', 
excepting only in the use of the name, appears very 
plainly. I cannot reason so artificially as to disguise 
this conclusion from myself." 

One of the other Judges said : ''It is not necessary 
for the plaintiff, in order to receive the protection 
of the Court, that he show that his whole Trade 
Mark has been pirated or simulated. A false im- 
pression can as well be conveyed to the mind of the 
public, and especially to the memory, by a partial, 
or by a total counterfeit. The design to defraud 
may be as apparent, and is generally more injurious, 
in the partial than in the entire imitation." 

The defendants in fact sold their merchandise as 
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that of the plaintiffs' manufacture, so that there is 
another illustration how the same principles which 
are in vogue in England prevail in America and 
France. 

HOLLAND. 

This country will be next referred to, as it appears 
that, notwithstanding there is a complete law for 
the registration of Trade Marks, under which British 
Trade Marks can be registered, and a fraudulent in- 
fringement of a registered Trade Mark can be pre- 
vented, the law does not recognise an action against 
a person for imitating wrappers, or distinctive modes 
of packing goods, and it is feared that the principles 
which prevail in Germany also are impressed on 
the minds of the Dutch Judges, and that even a 
slight deviation from a registered mark will cause 
another Trade Mark to be considered a legitimate 
concurrent mark. 

SPAIN. 

It is feared that by the law of this country as 
respects Trade Marks, a similar Trade Mark may 
be used if it is not identical, thus assimilating the 
principles which regulate the view of their Judges 
on the subject of infringement to that of Germany 
and Holland, but probably the case which has led 
to this impression might have depended upon 
certain circumstances. 

There is free registration of British Trade Marks, 
and there is no particular definition of a Trade 
Mark in their law, only that " any figure may be 
used as a Trade Mark except the arms, insignia, or 
decorations of Spain, or Trade Marks previously 
registered." 
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It is necessary to show that the mark is regis- 
tered in England, and it does not appear that the 
authorities will recognise any special rights which 
accrue to a Trade Mark in England, if contrary to 
the Spanish procedure. 

A very hard case arose soon after the passing of 
the English Act of 1875. An eminent firm of 
needle manufacturers of Eedditch had registered in 
England their needle label, concurrently with two 
other needle manufacturers, according to the rules 
which were passed on the subject, when there had 
been concurrent user of similar Trade Marks in 
the same trade. 

The firm's goods were largely purchased in 
Spain, and bore a great reputation, but when they 
applied to register there, it appeared that one of 
the other firms who had registered in England 
their concurrent label had obtained registration in 
Spain, whose ofl&cials refused registration of the 
old established label of the other manufacturer, on 
the ground that they could not register a Trade 
Mark which had been previously registered. 

This was certainly before the Convention of 1883, 
and whether the Spanish authorities are now more 
amenable to reason the future will show.* 

PORTUGAL. 

The law was passed in 1883, and recognises the 
right of manufacturers and merchants to distinguish 
the various articles, &c., manufactured by them, or 

* The writer communicated with the highest official 
authorities in Spain, pointing out the injustice of shutting 
out his client's label, and also sought the aid of the British 
authorities, but to no purpose ; the Spanish authorities were 
inexorable. 
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in which they trade, by means of special and 
distinct Trade Marks, and to have them registered. 

Any marks used to distinguish any manufacture 
or article of trade are Trade Marks, such as any 
special names, or designation, marks, emblems, seals, 
stamps, edgings, drawings, relievos, letters, and 
signatures of persons. 

Mere words, letters, or numeral figures, unaccom- 
panied by any distinguishing characteristic, are not 
Trade Marks. No person can appropriate a Trade 
Mark already used by another person, or which 
may be mistaken for it. 

The rules and regulations contained in the law 
of Portugal are extremely full, and give the most 
efficient remedies against piracy of Trade Marks, 
and it is conceived that foreign manufacturers and 
merchants out of Portugal enjoy the same rights 
and guarantees as are accorded by the law of their 
respective countries to Portuguese subjects. 

AUSTRIA. 

In this country the previous registration of 
Trade Marks in the United Kingdom is not 
necessary. In particular cases, however, such a 
previous registration is required, and must be 
proved. This is the caae in regard to wrappers 
and labels which are not distinctive, and are not 
considered Trade Marks in Austria. It is possible 
to obtain, in certain cases, the registration of such 
a wrapper or label, if it has been registered \x^ 
England. 

Trade Marks intended for use in Austria should 
be at once registered, to avoid fraudulent adverse 
registrations, which would prevent the legitimate 
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owner from obtaining the protection which he 
might afterwards be desirous to obtain. 

Infringements, — It is considered an imitation if 
the marks cannot be distinguished without more 
than ordinary attention. 

Every encroachment on the right to a mark 
gives the injured party the right to insist on its 
stoppage, and claims for compensation are decided 
according to the civil law. 

Besides the protection of marks, so called, the 
law protects from an illegal appropriation of the 
names, style, arms, or the special designation of an 
inland trader. 

The procedure and decision respecting encroach- 
ments belong to the political administrative author- 
ities of first instance, and the same authorities 
also decide disputes respecting the right in marks, 
the priority and transfer thereof, and questions 
as to the identity of marks. 

A very useful provision in the Austrian law is 
to the effect that whenever the question of an 
encroachment rests on the comparison of two marks, 
the authority is to obtain a report from unpre- 
judiced professional persons, and when the report is 
received, the parties are to be present, and may be 
heard with any explanations and objections. 

ITALY. 

A very liberal construction of the rights of 
foreigners prevails here, so that all Trade Marks 
already put into use, according to law in foreign 
countries, are recognised and guaranteed in Italy, 
provided that the foreigners observe the regulations 
laid down for natives. 
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The regulations consist in depositing the mark 
in Italy, according to the formula in vogue there, 
and obeying their rules as to production of evidence 
of the right of registration in the foreign country. 

Eecourse is had to the Court Tribunals in case 
of infringement of Trade Marks, and it is absolutely 
necessary that the Trade Mark in regard to which 
redress is sought should have been duly registered. 

RUSSIA. 

British Trade Marks are registerable in Eussia, 
but it has been seen that this country is not" 
a party to the Convention, and therefore the Trade 
Mark must comply with the law of Eussia. There 
is no definition of a Trade Mark in the Eussian 
law, but the remedy for infringement has been 
open to great question, and special care would seem 
to be required in dealing with such cases. 

SWEDEN AND NORWAY. 

A new law was passed in Sweden and Norway 
in 1884 for the registration of Trade Marks, and 
British Trade Marks can be registered there without 
anything more than the production of proof that 
the mark has been registered in the United Kingdom, 
the law giving him an exclusive right to use any 
special Trade Mark, that his products in the general 
market shall be distinguished from the products of 
other persons. 

The Trade Mark is to be aflBxed on the product 
itself, or on the vessels or covers (packing) wherein 
it is contained. 

Excluded from registration are Trade Marks 
consisting only of numeral characters, letters, or 



184 TRADE MARES. 

words, which axe not sufficiently distinguished by 
such a particular form that the mark will not be 
determined as a figurative mark, and it must not 
be a mark so similar to a previously registered 
mark, that notwithstanding the discrepancies in 
certain respects, the mark, on the whole, would be 
easily mistaken for the other. 

The Swedish law contains also provisions for 
renewal and transfer of the mark, and for the 
punishment of persons infringing Trade Marks, 
and for deciding contests as to priority of adoption, 
and other useful and practical provisions, clearly 
evincing the care and knowledge of the subject 
with which the law was prepared. 

SWITZERLAND. 

The law for registration and protection of Trade 
Marks in Switzerland is of recent date, having been 
passed a few years since, previous to which there 
were Canton enactments, which gave some slight 
protection. 

The law is now operative in Switzerland, and 
takes the place of these Canton enactments, and 
gives protection to foreigners, who must show their 
Trade Marks are protected in their own country. 

Trade Marks must be clear and distinctive, and 
must not consist exclusively of figures, letters, 
single words, or the arms of a state or public body. 
The owner of a Trade Mark must not allow it to 
fall into disuse. 

The Bureau Federal have the power to suggest 
to an applicant that his Trade Mark is not 
sufficiently distinctive, and this right they have 
exercised in several instances, causing much in- 
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convenience, but the diflSculties raised have been 
surmounted. 

It is important to note that the Swiss authorities 
constnie the sixth article of the Convention of 1883 
in a liberal sense. English marks registered in 
England can be registered in Switzerland, even if a 
Swiss mark of the same description could not be 
so registered. For instance, a single word cannot 
be registered according to the Swiss law, but 
according to the English law it is seen that it is, 
and consequently in Switzerland it can be regis- 
tered, notwithstanding if it were a Swiss mark, 
registration would have been impossible. This is 
as it should be, and is a proof not only of the 
liberality of the Swiss lawyers, but also of their 
clear-sighted views of Trade Mark rights in general. 

BRAZIL. 

The law here protects the right of property in 
Trade Marks, but it must first be registered in 
Brazil, and previously registered in the United 
Kingdom. 

The remedy for infringement is criminal as well 
as civil, the one insuring punishment by imprison- 
ment and fine, and the other, compensation for losses 
caused by the forgery of the marks. 

The definition is the same as in most other 
countries. It may consist of "the name of the 
manufacturer or merchant, in some distinctive 
form, of the name of the firm, or of any other 
denotation, emblem, stamp, seal, signet, stamped 
mark, relief, or wrapping of any kind, which 
may distinguish manufactured goods, or articles 
of trade." 
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In presenting marks for registration of a similar 
design by different individuals, the longest in exist- 
ence, or, should all be new, the one first presented, is 
chosen. 

TURKEY. 

British Trade Marks can be registered, and it 
appears that British subjects can obtain efi&cient 
redress against piratical practices. 

Messrs Jonas Brook & Co. of Huddersfield, 
the well-known sewing cotton manufacturers, whose 
" Goat's Head " brand was forged, with the exception 
that the name was printed ''Brock" instead of 
"Brook." The defendants, Turkish subjects, said 
they were selling " Brock's thread," but they were 
found guilty of selling thread bearing falsely 
Brook's marks, and were fined and otherwise 
punished. 

The Trade Mark must be duly registered before 
proceedings are commenced. 

Definition of Trade Marks. — " The names, seals, 
signs, letters, wrappers, and other things stamped 
or impressed upon manufactured goods, and upon 
merchandise, for the purpose of publishing the place 
or name of the manufacturer or the name of the 
manufacturer and address of the trader who sells 
them, in fact all the sign and stamp marks intended 
for the purpose of distinction and speciality, are 
named Trade Marks." 

DENMARK. 

Law of April 1890. — Special Trade Marks in- 
tended to distinguish goods from those of others 
can be registered, and the marks are to be affixed 
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to the goods themselves, or to packing cases, 
wrappers, &c. 

British subjects, by virtue of treaties and the 
Convention, can register their Trade Marks if con- 
formable to the Danish law, and by this law the 
Trade Mark cannot consist exclusively of numbers, 
letters, or words which do not possess such a dis- 
tinctive form as to qualify them to be considered 
figure marks; must not contain, without due 
warrant, another name or another firm than that 
of the applicant; must not contain statements 
which might give rise to ofifence ; and must not be 
identical with a mark already registered, or sub- 
mitted for registration, or bearing a strong 
I'esemblance, notwithstanding some vajiations, so 
that on the whole it could be easily confused. 

Protection lasts ten years, and is renewable. 

The law contains other most beneficial provisions 
respecting the assignment of marks and other 
details quite in conformity with the law which 
prevails in England, and also for the full protec- 
tion of registered Trade Marks from infringement ; 
and there can be little doubt the resource to this 
law in Denmark, in a proper case, would lead to 
satisfactory results. 

There are special provisions relating to foreign 
marks, which leave no doubt that in Denmark at 
all events the special rights of British subjects 
whose marks are registered in England will receive 
protection. 

AUSTRALIAN COLONIES. 

The laws relating to the registration of Trade 
Marks in most of these Colonies approximate very 
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closely to "The Trade Marks Eegistration Act, 
1875." British Trade Marks can be registered 
in New South Wales, Victoria, Queensland, South 
Australia, Tasmania, Western Australia, and New 
Zealand. 

An experienced practitioner in Trade Mark law 
and registration states that it is possible in all the 
colonies for the Trade Mark of either an English 
or foreign proprietor, to be acquired by a stranger 
having no previous title thereto, virtually in fraud 
of the owner's rights, and instances have been 
known in which this has been done. 

Priority of registration has sometimes given this 
right, and the imitation of an unregistered Trade 
Mark may have so rendered it jmblici juris, that the 
right to the public use of it becomes lost. 

A suit is necessary to decide the question in the 
Colonies of South Australia and Tasmania. 

It is therefore of the utmost importance that 
Trade Mark owners should register in any or all of 
the Colonies a Trade Mark which is of any value, 
and which it is intended to use upon goods exported 
to such Colonies. 

New Sovth Wales. — The definition in the statute in 
vogue is the same as the definition clause in " The 
Merchandise Marks Act, 1862," which has been 
before quoted, and in other respects it is very similar ; 
and it also includes clauses for the registration of 
Trade Marks, making such registration compulsory 
before proceedings can be taken for infringement, 
but registration is not indefeasible in case of prior 
user. 

Victoria. — The law here is a combination of " The 
Merchandise Marks Act, 1862," and "The Trade 
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Marks Eegistration Act, 1875/* and the definition 
clause is the same and so are the rest of the pro- 
visions. 

Queendand, — The law in force here is the same 
as the English " Patents, Designs, and Trade Marks 
Act, 1883-1888," with some trifling alteration as to 
the periods given for the payment of renewal fees, 
and extends the time for making application for a 
Trade Mark to six months instead of four, as in the 
103rd and 104th Sections of the English Act. 

Sovih Australia. — The Act is the same as that 
for New South Wales, except that provisional certi- 
ficates are granted, which continue in force twelve 
months, and the same can afterwards be made 
absolute. 

Tasmania, — This also is the same as New South 
Wales, and also the same as to provisional protec- 
tion. 

There is also a similar Act in force to " The English 
Patents, Designs, and Trade Marks Act, 1883," and 
special protection is given to marks registered in 
the United Kingdom, if the application is made 
within four months of the application for protection 
in the United Kingdom ; but there appears to be 
nothing to show whether the Trade Mark owner is 
entitled to any redress in case his Trade Mark is 
previously registered, if the limit of time has 
expired. 

New Zeahmd, — The whole of the observations 
referring to registration in New South Wales, and 
the Acts in force there, relate to this colony. 

Western Australia, — The Designs and Trade 
Marks Act of 1884 was the first enactment for 
the registration of Trade Marks passed for this 
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colony, and the Act is substantially the same as 
those portions of the English Act of 1883, which 
deal with Trade Marks and Designs, with certain 
exceptions, not necessary to be here set forth. 
Infringe- There ctin be no doubt that eflScient justice can 
in Au8- be obtained in the colony against a wrongdoer, and 
traha. ^y^^^ ^^le same principles which prevail in England 
and other enlightened countries pervade the minds 
of the judges in Australia, as appears from the 
following report of a case which was decided in 
the Supreme Court at Sydney in 1884. 
Em v. Mr Eno obtained an injunction to restrain one 

^^^* Hogg from selling an article which he called 
" Parisian Fruit Salt,'- which was charged as a 
fraudulent imitation of plaintiff's Trade Mark, regis- 
tered in the colony in 1881. 

Hogg alleged that " Fruit Salt " was merely 
descriptive, and incapable of registration, and that 
the term " Fruit Salt " being used in the colony in 
1880, and before " Eno's Fruit Salt " was registered 
there, the plaintiff had no better right to it than 
any member of the public. 

On appeal to the Supreme Court, it was contended 
that the term " Fruit Salt " had been common pro- 
perty there before it was registered, as Mr Eno had 
sent out Fruit Salt j'^ears before he registered it 
there, and the question was whether the word had 
not become publici juris, and several English cases 
were cited in support of this contention. 

Against this contention a great number of English 
cases were cited, and it was shown that the evidence 
taken upon commission in England was to the effect, 
that the words were descriptive of nothing, and that 
a few sales could not makp it jmblici juris. 
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The Chief Justice said that he did not know any- 
thing turned upon the point as to the registration of 
the plaintiff's Trade Mark in the colony, and that 
the Act in fact left the rights of the first user just 
where they were. His Lordship referred to the 
Glenfidd Starch case, and to other cases, which he 
considered he was bound by, as the evidence did not 
show that there had been any extensive use of the 
defendant's preparation not having been sold for 
more than a year; and finally, he upheld the 
decision of the Court below, restraining the defend- 
ant. Mr Justice Faucett concurred in the judgment, 
and stated that there was overwhelming proof that 
the plaintiff had established his right to the use of 
his term " Fruit Salt " before the defendant adopted 
it ; and the appeal was dismissed with costs. 

Mr Eno succeeded also in another case, against f-noy. 
an Australian firm, who were using the terra, 
" Australian Fruit Salt," and a suit was instituted 
to take the registration off the file, and for an 
injunction. 

In this case also it was proved that the defend- 
ant's mark was registered in the colony two months 
before the plaintifi's, but which had been advertised 
largely in the colony in 1877, and afterwards, and 
the trade had increased very rapidly up to 1881, but 
there had been a falling off in the business. 

It is satisfactory to note that the English 
authorities on the subject of Trade Marks were 
referred to, and some of those which have been 
quoted in former portions of these pages, particularly 
WorthingtorCs Trade Mark and Seixo v. Provezende, 
and other cases. 

The Judge said he had no doubt that the case 
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came within the principle laid down in the cases 
which had been cited, wherein the Court enjoined 
a defendant not to continue the use of his Trade 
Mark, and the resemblance in the bottles, and in 
/'the printing on the wrappers, was so close, that he 
regretted he could not say it resulted from accident, 
or was consistent with innocence. He was also of 
opinion that when the defendant registered he must 
have obviously known that Eno's Fruit Salt was in 
the market, and that he had no more right to register 
than he had to sell ; and ultimately he granted an 
injunction, also rectifying the Register by taking the 
defendant's Trade Mark off it. 

There have been other cases at the suit of British 
subjects in which complete justice appears to have 
been done, the Courts acting under the decisions and 
upon the principles which have been set forth as 
those which regulate the practice of the Courts of law 
in injunction cases in England. 

NON-EUROPEAN COUNTRIES. 

There appear to be laws in some of the central 
American republics for the registration and protection 
of Trade Marks. In GhUi such a law exists, and 
also in IPniguayy and in the Argentine Bepublic; 
and in Venezioda, and in Fiji. 

In JSgypt no law exists for the registration of 
Trade Marks, but several cases have occurred where 
the forgery of Trade Marks has been followed by 
the punishment of the oflFenders. 

It appears that in Peru the country is " flooded 
with miserable imitations of English goods, manu- 
factured in Germany, and bearing the Trade Marks 
of the best English houses. Even in Lima the 
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brewers X)penly affix the printed labels of the best 
English brewers on their bottles, and sell their 
inferior compounds with the name of Bass/* 

This was the report of our Minister at Lima some 
years ago to the Secretary of State for Foreign 
Affairs. 

INDIA. 

It is strange that there is no law for the Regis- 
tration of Trade Marks in India, but large numbers 
of Trade Marks are deposited under the Indian 
Registration Act, 1877. 

This in fact only operates as evidence of the 
deposit of the Trade Mark, and does not afford any 
protection, inasmuch as it is well known that 
gross imitations of important English Trade Marks 
have been so deposited. 

The Indian Penal Code punishes infringements 
of Trade Marks if you can get at the people who 
are committing these offences, a thing very difficult 
in practice to accomplish. . 

CHINA HONG-KONG. 

Trade Marks can be registered in this colony. 
The application is made to the Governor, and is 
sent out through the Home Office in England. 

CANADA. 

Trade Marks are registered here, and somewhat 
in the same mode, as is the practice with Austra- 
lian marks. 

The Canadian authorities will not always recog- 
nise marks which have been registered in the 
United Kingdom, as their definition of what a 

. N 
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Trade Mark should consist does not altogether 
tally with the English practice. 

JAPAN. 

The latest adherent to a system of Trade Mark 
registration is this country, by the passing of regu- 
lations, which came into operation on the 1st 
July 1889, and w^e prbmulgated the 18th 
December 1888. 

These regulations are greatly needed in the in- 
terests of foreigners, as it appears from the: Foreign 
Office report as far back as 1878, that "all kinds 
of Foreign Trade Marks are forged by Japanese ; " 
but unfortunately it appears that British subjects 
cannot avail themselves of the beneficial provision 
of the regulations. I . v 

Trade Marks to be registerable in Japan should be 
composed of distinctive diagrams, or characters, or. of 
both combined, as their essential parts. 

No Trade Mark .will be recognised which contains 
— 1, A scandalous design. . 2, The essential parts of 
wliich consist of a common designation of merchan- 
dise, or of a foreign or domestic national flag. 3, A 
mark closely resepibling one already in use by 
another person for a similar article. 

Protection lasts for twenty years, subject to 
renewals, and Trade Marks registered must be put 
into use within six months from date of registration, 
and not suspended for more than one year without 
proper reason, and there are some rather com- 
plicated provisions which must be attentively con- 
sidered by registered owners whose merchandise 
circulate in Japan. 

The same remarks apply to the rules regarding 
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the punishment for infringement of Trade Marks, 
seeing that a " full knowledge " must be shown on 
the part of the prosecution, that the infringing mark 
is that of another person. 

There are other regulations which are quite 
original, and do not appear to prevail in any regis- 
tration laws of any other country. 
, There can be no doubt that before long such an 
enlightened country will admit foreigners to the 
benefit of their law. 

GENERAL SUMMARY. 

It thus appears that nearly the whole of the 
civilized world (with the strange exception of British 
India) recognise the rights of a manufacturer to 
identify his goods by his own Trade Mark, and in 
some cases by his distinctive mode of putting up 
his goods for sale, and afifords ample protection 
against infringement. Although in some cases, 
notably in Germany, injustice appears to have been 
done to some well-known English manufacturers, it 
is impossible to say in what manner these cases 
were submitted to the tribunals in question. 

It may be safely concluded that the same 
principles must permeate the minds of the learned 
judges who have to decide difficult questions of 
similarity, and consequent deceit, as those which 
prevail in England, Australia, and America, and 
even in those countries there can be no question 
that success must mainly depend upon the nature 
of the case and the mode in which it is conducted 
to a conclusion. 
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